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PROBLEMS IN REGISTRATION 


PART I 
PROBLEMS IN REGISTRATION PROCEDURE* 


Walter J. Derenbergt and John H. Merchantt 


Mr. Navin: Ladies and Gentlemen: Tonight’s lecture will be devoted to a dis- 
cussion of some of the most important procedural aspects and problems which are 
currently arising in the administration of the new Trade-Mark Act. We have with 
us tonight Mr. John H. Merchant, head of Trade-Mark Operations at the U. S. 
Patent Office, and his immediate associate, Mr. Clarence A. Kalk, Mr. Derenberg 
and these two gentlemen have jointly prepared a program of questions which seem 
to be of particular concern to the legal profession at the present time in connection 
with registration procedure and the new rules and regulations. 

I think we might well begin the discussion tonight with a few brief observations 
concerning applications for concurrent registration which, I am informed, raise 
some particularly difficult problems in the Patent Office. 


I. Concurrent Registration Procedure 


Mr. Navin: Mr. Derenberg, I wonder whether you would state your views with 
regard to the following specific problems ? 


Question: Is it true that there may be concurrent registration of marks regis- 
tered on the supplemental register and also for service, collective and certification 
marks? 

Mr. Derenberg: While no such case has actually arisen yet, there is no reason 
to believe that concurrent registrations are to be limited to registrations on the princi- 
pal register for trade-marks. Theoretically, the new Act provides that the pro- 
visions for registration of trade-marks shall be followed, so far as applicable, in 
cases of certification, collective and service marks, and there is no indication in the 
history or wording of the new Act which would exclude the possibility of concurrent 
registration in such cases although it is rather unlikely that situations of this sort 
will frequently arise. 

Mr. Navin: There is widespread belief that an honest applicant must in the fu- 
ture recite any use of a similar mark used on similar merchandise whether registered 
or not of which he has positive knowledge. Does the Office interpret sections 1 and 
2 of the Act so as to compel reference to such similar marks in the application? 

Mr. Derenberg: 1 do not believe that an applicant who is informed that some- 
one else may be using a closely similar mark on similar merchandise is under a legal 
obligation to change his application into one for concurrent registration. You will 
recall that the declaration requires a sworn statement only to the effect that the ap- 
plicant believes he has an exclusive right to the mark. Consequently, if an appli- 





* Lecture given before the Practising Law Institute of New York on October 23, 1947. 
+ Trade-Mark Counsel, United States Patent Office. 
t Head of Trade-Mark Operations, United States Patent Office. 
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cant be of the opinion that someone else’s use is either an infringing use of his own 
trade-mark or is use of a mark which would not necessarily be held identical with 
his, he may truthfully assert an exclusive right without having to state such other 
so-called concurrent users. The situation would be different if there had already 
been litigation between the two parties and a court had awarded trade-mark rights 
to both in different territories. This would be the typical situation which section 2 
of the new Act contemplates and where an application for a concurrent registration 
would be appropriate. The same would, of course, be true if the new applicant 
would claim concurrent use of the same mark over an already existing registration 
for the other party. In the very nature of things a new applicant will then have to 
mention the existing registration and limit his application to one for a concurrent 
registration. But neither an applicant under the new Act nor the Patent Office 
should exercise any police functions with regard to searching thousands of unreg- 
istered marks in order to determine whether or not there may perhaps be a con- 
current user of the same mark elsewhere in this country. 

I might mention here that some applicants are under a misapprehension with re- 
gard to the necessity of using the form for concurrent registrations in cases where 
the so-called concurrent users are subsidiaries or related companies. Under rule 
7.8, an applicant is required to recite as exceptions to his claim of exclusive use the 
names of related companies and licensees. However, since the use by such related 
companies inures to the benefit of the parent, such application does not lose its char- 
acter as a single application because of this reference to use by related companies, 
and the application does not, therefore, become one for concurrent registration. 
The Office has received several so-called applications for concurrent registrations 
which, upon closer examination, appear to be actually single applications by a par- 
ent or holding company which had issued licenses to a number of legitimate users. 

Mr. Navin: Is it true that a concurrent registration will not be granted in cases 
where the applicant cannot show that his use precedes the filing date of the other 
party's registration under the Act of 1905 or 1881, even though applicant may have 
used the mark for 10 or 20 years in good faith? 

Mr. Derenberg: This appears to be one of the most controversial questions at 
the present time. It seems to me that section 2 as presently worded makes it im- 
possible for the Office to grant a concurrent registration in cases where the applicant 
may have used the mark for 10 or 20 years but subsequent to the filing date of some- 
one else’s registration under the Act of 1881 or 1905. One of the prerequisites 
mentioned in section 2 is that the applicant must have become entitled to the use of 
the mark “prior to the filing dates of any of the applications involved.” Even if 
we all were agréed (which we are not) that a registration under the 1905 Act would 
not have the effect of constructive notice so that there may have been a lawful con- 
current use despite such registration, we would still seem to be confronted with the 
express statutory restriction limiting applications for concurrent registration to 
cases involving lawful use prior to the other party’s filing date. There is general 
agreement that it was particularly unfortunate to make the filing date the test, since 
ordinarily there is no public record thereof and the Patent Section of the American 
Bar Association a few weeks ago unanimously agreed to a proposed amendment to 
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substitute the date of publication for the filing date. But even this substitute would 
not resolve the most important question, i.e., whether an application for concurrent 
registration should be accepted even if such concurrent use started after the date of 
someone else’s publication of a 1905 or 1881 mark. In order to eliminate this am- 
biguity, a further amendment was suggested at the meeting of the American Bar 
Association which would expressly permit the filing of applications for concurrent 
registration even in cases where a previous registration had issued to another party. 

As matters stand now, the great majority of applications for concurrent regis- 
tration will probably be bad on their face if the Patent Office should finally take the 
position that under the present wording of the Act the concurrent use must have 
antedated the filing date of an existing registration under the Act of 1881 or 1905. 

Mr. Navin: Is it correct that the Patent Office must grant concurrent registra- 
tion in situations where a court has held that more than one party is entitled to use 
the mark? In such cases, may the Office limit the concurrent registration to a purely 
intrastate use, or may such decision be held unconstitutional? 

Mr. Derenberg: If we are correct in assuming that a concurrent registration 
should not be granted unless it antedates the filing dates of existing registrations, 
then, I submit, we would have to apply the same restriction if the application for 
concurrent registration is based on a court decree. Section 2 provides only that the 
Commissioner may “similarly” grant a concurrent registration when a court has 
made a final determination to that effect. In my opinion, the word “similarly” con- 
tains a jurisdictional limitation and refers to those jurisdictional prerequisites which 
are previously enumerated in section 2, and that would include the language regard- 
ing use prior to the other party’s filing date. With regard to the second part of your 
question, it is true that in recent years courts have on occasion held that one con- 
current user is entitled to the use of the mark in, let us say, 46 states, while the 
other party’s use may be limited to local use in one particular state. Such local 
user could not apply for concurrent registration, since the Act of 1946 is limited to 
regulation of marks used in “commerce,” that is, commerce within the control of 
Congress, and a purely intrastate use, of course, is outside the definition of “com- 
merce.” I may call your attention to the fact that the very language of section 2 
reads that in case of a court decree a concurrent registration should issue only if a 
court has found that more than one person is entitled to use the mark “in commerce.” 
It seems reasonably clear, therefore, that a concurrent registration restricted to use 
in one state may not be issued under the new law. 

Mr. Navin: Will all applications for concurrent registration result in inter partes 
cases? May such application be decided ex parte if the concurrent user does not 
answer the Patent Office’s notice and make no appearance? 

Mr. Derenberg: All such applications will be referred to the Examiner of Inter- 
ferences if no other issue of registrability is involved. The further course of the 
proceedings will then depend upon whether the party named as concurrent user or 
previous registrant wants to fight the matter out or would perhaps raise no objec- 
tion to the concurrent registration. I believe Mr. Merchant may have a comment 
on this question. 


Mr. Merchant: Every application for concurrent registration is an inter partes 
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proceeding. Applications for concurrent registration will be examined in the usual 
manner, and when found allowable will be published for purposes of opposition. 
In the event no opposition is filed, the application will be forwarded to the interfer- 
ence examiner, who will give notice to the parties identified in the application as 
concurrent users. This is, therefore, in effect an inter partes proceeding. 

Mr. Navin: We are not trying to cover the whole substance of the Lanham Act 
with reference to concurrent users because we have a lecture on that later. But we 
do want to cover the mechanics of filing an application, and if at the moment there 
is anyone who has a special question on concurrent users, perhaps we should take 
it up now before we go to something else. 


Question (from the audience): Js there any danger in not filing a concurrent 
user in your application when you know about it? 

Mr. Derenberg: That may be fraud. 

Mr. Merchant: From our standpoint, the Patent Office will not attempt to 
police such things. We take the declaration at its face value. We have no way of 
determining whether or not a party had knowledge of a concurrent user. 


Question (from the audience): Is there any advantage or purpose in having a 
concurrent registration from a commercial point of view? 

Mr. Derenberg: There is a definite advantage. The advantage becomes appar- 
ent in situations where under the old law a court held a person had a right to use a 
mark in certain territories, but the Patent Office considered itself bound under the 
old law to refuse registration because such person was not the first user at common 
law. 


Question (from the audience): On the basis of this, aren’t you confusing the 
whole issue? You are trying to establish the origin of the goods and you have two 
people using the same mark. You are just spoiling the whole situation. 

Mr. Derenberg: That criticism should be referred to the Supreme Court of the 
United States. The Court held as far back as 1914 and ever since that it is entirely 
possible in this vast country for two, three, or ten persons to use the same unregis- 
tered trade-mark in different territories. The Lanham Act is carrying over this 
common law principle into the statute. 


Question (from the audience): Why is there no provision for concurrent regis- 
tration in cases where the concurrency is not geographical but in the use of the term 
for the goods it designates? 

Mr. Navin: Give us an example. 


Example: Any case in which the same trade-mark is used for different goods 
within a single classification. 

Mr. Derenberg: The new law does provide that you may have concurrent regis- 
tration in the same territory within the same classification if you can show that they 
have been used simultaneously without confusion. The law specifically says so and 
recognizes concurrent registrations with regard to “the mode or place of use of the 
goods.” 
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Question (from the audience): Js there any duty on the part of the prior regis- 
trant who is made an adverse party to the concurrent registration to appear? 

Mr. Merchant: Yes, he has to appear. The rules provide for a time to be set 
by the interference examiner, and if he does not appear within the time the inter- 
ference examiner will set, judgment may be rendered against him. 


Question (from the audience) : Even though he is a registrant? 
Mr. Merchant: Yes, because the Commissioner under this law is given the au- 
thority to amend or restrict that registration. If the registrant does not appear and 


it seems that this applicant should be given a concurrent registration in a certain 
area, I think the Commissioner has authority to do that. 


Question (from the audience): Will the Patent Office dispose of inter partes 
actions in the Patent Office on the basis of testimony taken which will show side-by- 
side use of identical marks, any for 10 or 15 years, without conflict, where the goods 
are not identical but within the same class? 

Mr. Derenberg: | believe the answer to this question is “yes.” There may be 
situations where ordinarily two types of articles in the same general class would be 
held confusingly similar, but under the new Act it may perhaps be shown that those 
two marks existed side by side for 20 years without causing any confusion in the 
public mind. In that situation, the new law would seem to authorize the issuance 
of concurrent registrations, each limited to the particular list of articles on which 
it has been in actual use within the same general class. 

I should like to mention at this point that one of the subsequent lectures will be 
devoted almost exclusively to a discussion of concurrent use problems. I suggest, 
therefore, to the Chairman that we should leave that subject now and have Mr. 
Merchant explain the position of the Office with regard to the numerous problems 
that come before the Trade-Mark Division every day with regard to drawing re- 


quirements, specimen requirements, conversion of pending applications to the new 
Act, and many other related problems. 


Il. Drawing Requirements 


Mr. Navin: Following Mr. Derenberg’s suggestion, I am sure the audience 
would appreciate it if you, Mr. Merchant, would give us the answers to the fol- 
lowing current problems: 


Question: Is it permissible under the new rules to transfer a drawing from an 
existing registration file to a new application, and, if so, what ts the appropriate pro- 
cedure for such transfer? 

Mr. Merchant: This represents an innovation in Patent Office procedure. It 
has never been permitted before. In order to effect the transfer, it is necessary 
when you file your application to file an order for a photostatic copy of the draw- 
ing, and the photostatic copy will be substituted for the original drawing in the 
registration file. 

In transferring the drawings, there are two important points to consider. The 
first is that the drawing must be suitable, and second the drawing must not be 
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amended in any manner. I interpret that to mean that if the original registration has 
been assigned and the new application is filed in the name of the assignee, transfer 
of the drawing will not be permitted. 

Second, about the question of suitability of drawings. Prior to July 1, 1926, 
the requirements differed in regard to size of drawings. In any registration which 
resulted from an application which was filed before July 1, 1926, the drawing can- 
not be transferred. If transfer of such a drawing is requested, we will take the 
photostat which you have asked to be placed in the registration file and attach it to 
your application. The photostat will be considered as an informal drawing and 
entitle you to a filing date. In the course of events when the examiner reaches the 
case, he will require you to submit a formal drawing, but you will not lose your 
filing date. 

Mr. Navin: Suppose you have a drawing under the old law. You are not sup- 
posed to have an attorney’s name on the drawing. The new law provides the at- 
torney is not to appear, but some of these draftsmen forget and they draw you up 
one and write the name on it. 

Mr. Merchant: The rule states that the name of the attorney should not appear 
on the drawing. If it appears, we will just delete it. Of course, now the drawing 
does not have to be signed. The applicant’s name may be applied by the draftsman. 
Of course, it may be signed if you so desire. That brings up another point. Where 
you have the Patent Office Drafting Division make the drawing, heretofore the 
Office has returned the drawing to the applicant to be signed and the application 
would not be given a filing date until after it was signed and returned to the Office. 
That will no longer be necessary unless the applicant so requests. 

We have under consideration a proposal that when you have a drawing made 
by the Office the estimate will include the cost of a photostat. The Drafting Divi- 
sion will make the drawing and the drawing will be sent to the Trade-Mark Divi- 
sion when completed, and the application given a filing date. The photostat rather 
than the drawing will be sent to you for inspection. That will save possible loss 
or mutilation of the drawing in the mail. 


Question (from the audience): What type of drawing would you use when you 
want to represent the name of a radio program? 

Mr. Merchant: The type of drawing for a service mark. The rule provides 
that if the mark is capable of representation you should submit the usual type of 
drawing. There has been only one case to date in which the requirement for the 
drawing has been waived. This application for a service mark was submitted with- 
out a drawing. The applicant said that this service mark was spoken only over the 
radio and did not appear in any advertising. He had no specimens to offer and so 
under these circumstances the application was accepted. Later on, the Commis- 
sioner will determine just what type of representation this party will have to file. I 
think such cases will be rare. 

In the case where you use the name of a radio program which appears in print 
as a title for the program or appears in newspapers or periodicals, the name can be 
illustrated by a drawing and that will be accepted. As a matter of fact, we will in- 
sist you do that. 
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Mr. Navin: That requirement about not having an attorney’s name on drawings 
raises this situation. If you have a trade-mark and you know someone else who is 
trying to register the same trade-mark but you don’t know who the attorney is. If 
the name is there as a matter of public record, maybe you would save yourself an 
opposition. 

Let us get to the discussion of specimens. 


Question (from the audience): We have a mechanical animal that we use. Un- 
der the old act we had quite a bit of trouble. Parts of the animal are shaded in 
white; it is a black figure. Under the old act we had quite a bit of trouble in getting 
the white lines left on the paper. We put it in India ink and it was rejected by the 
Patent Office. Will that still hold under the new act? 

Mr. Merchant: Rule 9.1 prohibits the use of white pigment to cover lines. You 


will have to use some other form of representation. Perhaps a photo-lithograph will 
answer that problem. 


Question (from the audience): Will you take a photo-lithograph? 

Mr. Merchant: Yes. All drawings must be made by a pen or by a process which 
will give them satisfactory reproduction characteristics. We had in one of the origi- 
nal drafts of the proposed rules reference to a photo-lithographic process. It was 
deleted because it was decided to accept any type of reproduction that would give 
satisfactory lines. 

Mr. Navin: Under what circumstances will the Office receive three-dimensional 
specimens? 

Mr. Merchant: By “three-dimensional specimens” I presume you mean speci- 
mens which have appreciable thickness as distinguished from labels. Rule 10.1 re- 
quires that the specimens actually used should be filed only when made of suitable 
material and capable of being arranged flat and of a size not larger than the size of 
the drawing. In the event that the specimens do not conform to these requirements, 
five copies of a suitable photograph or other acceptable reproduction not larger than 
the size specified for the drawing, and showing the mark and all matter used in con- 
nection therewith, should be furnished. In this respect your attention is called to 
Rule 10.2. 

In the case of a mark involving configuration of goods which fails to satisfy 
the requirements of Rule 10.1, photographs or other acceptable representation con- 
forming to the requirements of Rule 10.2, rather than the actual specimens, should 
be submitted. 


Mr. Navin: What will happen if you furnish only one specimen when you are 
to furnish five? 

Mr. Merchant: We will give you a filing date because the statute requires that 
you file only a specimen. When the examiner takes the case up for examination, he 
will require the additional specimens. 

Mr. Navin: Under the 1905 Act you have a year to respond and under the Lan- 
ham Act you have got six months. Does that year still apply or ts it six months for 
applications filed under the old law? 


Mr. Merchant: The year’s period for response applies to all applications which 
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are being prosecuted under the 1905 Act. If the application was filed under the old 
law and not converted, you have a year to respond to any section. If the case was 
originally filed under the 1946 Act or if it has been converted by amendment to the 
1946 Act, then the period is six months. 


Question (from the audience): May I ask why? 

Mr. Merchant: The 1946 Act prescribes a period of six months for response. 
The 1905 Act did not specify any period for response. The period for response un- 
der the 1905 and 1920 Acts was set by the Commissioner at one year. It might have 
been three months; it might have been two years. 


Question (from the audience): J still don’t see why you didn’t change the rules 
for everybody at the same time. 

Mr. Merchant: I suggested that the rules be amended so that on and after July 
5 the period for response to all actions under the 1905, 1920, and 1946 acts would 
be six months. It was thought better not to do it because, for one reason, it would 
tend to increase the number of applications awaiting action. 

Mr. Navin: How much work have you got on hand? How many applications 
have you on file? 

Mr. Merchant: The work report of last week showed that we had something 
over 18,000 cases pending. This includes affidavits under 12(c). The report does 
not show that we have some 15,000 additional cases that haven’t been acknowledged 
and placed on the examiners’ dockets. 


Question (from the audience): ] wonder if you realize how difficult that is on 
somebody who is trying to comply with the new Pharmaceutical Law? 

Mr. Merchant: It is tough on us too. But we are doing our best. Our person- 
nel is limited. We will just have to put up with it for a while. 

Mr. Navin: Let us go into classifications now. Mr. Kalk, under the new law is 
it possible to amend a pending trade-mark application filed under the new law to in- 
clude additional classes? 

Mr. Kalk: When two or more applications filed by the same applicant are ready 
for issue, they may be amended to include a plurality of classes, providing the same 
mark is used by the same registrant, and assuming that the applicant wishes to have 
one certificate covering the plurality of classes. Until the cases are ready to be pub- 
lished, they could not be amended to include additional classes. 

Mr. Navin: Suppose he has filed five fees? 

Mr. Kalk: The only solution is to file separate applications for each. 

Mr. Navin: When it comes time for renewal, suppose you want to renew in two 
classes and leave three out? 

Mr. Kalk: I believe we could issue you a renewal certificate for the remaining 
two classes. 


Question (from the audience): Jn filing an application for registration for a 
large number of goods like that divided into several classes, are two separate applica- 
tions necessary to secure the original date of filing for the original applications or 
can they be brought together into a single certificate? 
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Mr. Merchant: 1 am inclined to think so. The reason is, the law specifically 
prohibits filing of omnibus applications. In the original draft of the rules we pro- 
vided for the filing of applications of that type, but following considerable discus- 
sion it was concluded that under Section 30 of the Lanham Act such practice was 
prohibited. It was therefore necessary to restrict an original application to goods of 
one class. 


Question (from the audience): Wall the certificate constitute several registra- 
tions or be evidence of several registrations? 

Mr. Kalk: Yes. We interpret Section 30 to mean that a single certificate can be 
granted for the same mark in a plurality of classes. 


Question (from the audience): That will be one registration or several regis- 
trations? 
Mr. Kalk: One registration. 


Question (from the audience): At a later date, let us say at renewal time, you 
would simply drop certain classes of goods from the certificate? 

Mr. Kalk: It will be twenty years before we have to worry about that. 

Mr. Derenberg: 1 would like to offer one comment on this point. I do not be- 
lieve that this provision would have much practical importance since the applicant 
will have to pay multiple fees despite his desire to obtain a single certificate. The 
provision may be of importance only in connection with foreign registrations. The 
question will arise whether a foreign Patent Office will accept the single certificate 
and register a mark in different classes on the basis thereof or whether that in turn 
would require the submission of a separate domestic certificate for each class. 


Question (from the audience): You can amend the description of the goods set 
forth to include other preparations in the same class? 
Mr. Merchant: Yes, under certain circumstances. 


Question (from the audience): You can delete goods? 
Mr. Merchant: Yes. 


Question (from the audience) : Can goods be added during the pendency of the 
application? 

Mr. Merchant: Yes, but you would have to show that the mark was used on the 
added goods prior to the filing date. If you start to use it on the added goods after 
your filing date, that is prohibited. 

Mr. Navin: The point is, the Office will help you if it can. 


Ill. Republication 


Mr. Navin: Let us get on with this republication problem. Assume a request 
for republication of a 1905 mark is submitted at the same time the 1905 mark is the 
subject matter of a cancellation proceeding, do you defer the republication or what? 

Mr. Merchant: In the first two cases in which this situation occurred we did 
defer action, but on second thought we decided that the registrant’s rights would 
not be affected in any way. He gets the benefits of the new act, whether in the 





808 THE TRADE-MARK BULLETIN 37 T.-M. Rep. 


cancellation proceeding or not; so that we have decided in such cases to go ahead 
with the republication procedure. 

Mr. Navin: Can you combine a renewal affidavit with an affidavit requesting 
republication? 

Mr. Merchant: Yes, they may be combined. I don’t know that there is any 
particular advantage derived by doing that. However, we have a form for that 
purpose. One advantage in filing the affidavit under 12(c) and the application for 
renewal within a very short period of time is that you will need only one title re- 
port. We have adopted the limit of four weeks plus mailing time before we will 
consider the papers become stale, so that if your application for renewal and your 
application for republication under 12(c) are filed within a period of four weeks 
plus mailing time, the one title report will suffice for both. 

Mr. Navin: What happens in republication cases where you change your goods 
or where all the original goods are not in use at the time of republication? Have you 
got to file all over again? 

Mr. Merchant: The affidavit under 12(c) must be limited to those goods named 
in the registration on which the mark is now being used. If you are using it only 
on some of the goods, they will have to be eliminated. There is no way that you can 
recapture that specific protection unless you file a new application later covering 
these specific goods. 

Mr. Navin: Do you believe every new republication starts a new 20-year period? 

Mr. Merchant: Certainly not. You will have to renew within the required time. 


Question (from the audience): Does publication under the new Act of a mark 
registered under the old act constitute an abandonment of the old registration? 
Mr. Merchant: It is the old registration. It is the same certificate and when it 


is republished you get certain benefits. It has the same number ; you have only one 
registration. 


Ouestion (from the audience): /s the 1905 registration abandoned as such? 
Mr. Merchant: Yes. 


Ouestion (from the audience): J want to ask Mr. Merchant a question. That 
is whether or not a renewal since July 5 of a 1905 registration will appear on the 
Principal Register? 

Mr. Merchant: No, it will not. You renew the 1905 registration under the pro- 
visions of Section 9. You do not get all the benefits of the new act. You do not 
have to file an affidavit under Section 8 and you do not get the benefit of Section 
15—incontestability. 


Question (from the audience) : That is true of a re-renewal and so on? 

Mr. Merchant: Yes, the renewal does not give you all the advantages of the 
1946 Act. In order to do that you would have to republish under 12(c). 

Mr. Navin: Mr. Derenberg, is it advisable to republish all existing trade-marks 
under the Act of 1881 or 1905? 


Mr. Derenberg: That question cannot be answered categorically. Generally 
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speaking, there are three alternative courses open to a registration under the 1905 
Act. 
1. Old marks may be republished under section 12(c) of the Lanham Act to 


get the benefits of the new law. 
2 


2. An existing mark may be reregistered under the Lanham Act and the owner 
may still retain his registration under the 1905 Act. There may exist side by side 
two valid registrations. Reregistration differs from republication in that the former 
is based on an entirely new application, treated as an original application, subject 
to opposition and all formalities and conditions observed for new applications. 
Some owners may wish to take advantage of the double protection offered by re- 
registering marks under the new law and also keeping the old mark alive by timely 
renewal. Such a renewal makes the mark remain under the 1905 Act, so that if the 
reregistered mark is invalidated the owner still has the 1905 mark to fall back on. 

3. A third alternative for owners is in doing nothing with marks already validly 
registered under the 1905 Act until the time for their renewal arrives. While such 
action deprives the owner of certain benefits under the Lanham Act, it would also 
protect against certain disadvantages. 

Under an amendment to section 13 the Federal Trade Commission was given 
jurisdiction to institute cancellation proceedings at any time for a variety of reasons 
against an owner of a mark registered on the Principal Register of the Act of 1946. 
No like jurisdiction was conferred upon the Commission with regard to any mark 
registered under the Acts of 1905 and 1881 and not republished or reregistered. 

Mr. Navin: Can you renew and republish at the same time? 

Mr. Derenberg: Yes, you can. Our rules specifically so provide. 


Ouestion (from the audience): Mr. Derenberg, in the rules there is a provision 
which goes something like this. In lieu of republication a new application to register 
may be filed at the option of the registrant. Are those two mutually exclusive? 

Mr. Derenberg: No, they are not. The words “in lieu” are not well chosen. 
What we meant to say is that you can do both. You can republish your mark or 
you can reregister it or both. 

Question (from the audience) : The act in some sections, particularly Section 46, 
makes a distinction between registrations and renewals. Section 12, which is the 
section which deals with republication mentions only registrations under the Act of 
1905. May a renewal under the Act of 1905 be brought under the provisions of 
Section 12? For example, a registration was granted, let us say, in 1920. It is re- 
newed in 1940. May that renewal be brought under the provision of Section 12? 

Mr. Derenberg: Certainly. 

Mr. Merchant: 1 think the answer to that is found in the section that says the 
owner of a mark registered under the provisions of the Act of 1881 may republish 
under 12(c). The only 1881 registrations now in effect have necessarily been re- 
newed. 

Mr. Navin: Mr. Merchant, does the Patent Office have any authority to reject 
an application under section 12(c), and do you have any form for that? 

Mr. Merchant: Yes, we have a notice of republication. We examine it, of 








810 THE TRADE-MARK BULLETIN 37 T.-M. Rep. 
course, as to form. If it complies with the form we do not examine the merits of 
it. It must set forth only the goods that are stated in the registration and the goods 
on which the mark is being used. Here is the notice of republication that you will 


receive under 12(c) (holding up notice). 


IV. Duration Affidavit under Section 8 


Mr. Navin: Will the Office accept an affidavit under this section which recites 
purely local use only? What ts the meaning of the words “still in use”? Would a use 
before the end of the period after a long period of non-use satisfy this requirement? 

Mr. Derenberg: The statute expressly provides that the mark must be “still in 
use.” It does not say “use in commerce.” There has been much debate whether 
this omission was intended or was an oversight. The Office has taken the position 
that it must be governed by the wording of the Act so that local use will probably 
be held sufficient for purposes of the section 8 affidavit. I may call your attention 
to the fact that this is the only affidavit under the Act which will be thoroughly ex- 
amined by the Office and may be rejected. In case of rejection, the registrant may 
carry the case to the Court of Customs and Patent Appeals and even institute a 
proceeding under section 4915 of the Revised Statutes. With regard to the meaning 
of “still” I believe that some continuity of use before the end of the statutory period 
should be required. 

Mr. Navin: May the registrant rely on use by subsidiaries or licensees for the 
purpose of section 8? 

Mr. Derenberg: Since such use will inure to the benefit of the registrant, he may 
certainly rely thereon for purposes of the affidavit under section 8. 

Mr. Navin: Is it true that foreigners will have to file this affidavit even though 
they do not have to allege use in this country at the time of filing the original appli- 
cation? 

Mr. Derenberg: Yes, foreigners will have to file this affidavit just as they will 
have to file the renewal affidavit. The only time at which foreigners don’t have to 
allege use is at the time of the filing of the original application, if that is based on a 
foreign registration certificate. 

Mr. Navin: Must the affidavit under section 8 be filed in case of marks regis- 
tered on the supplemental register? 

Mr. Derenberg: The affidavit under section 8 must be filed also in case of regis- 
trations on the supplemental register. Section 26, which specifies the provisions of 
the Act which shall not apply to such registrations, does not mention section 8. 

Mr. Navin: What makes this affidavit under section 8 so important? 

Mr. Derenberg: Its importance lies in the creation of a clean register which 
would not carry a lot of dead wood. So far as the registrant is concerned, the filing, 
of course, is an added burden to him, but there is a definite public interest involved 
in the cancellation of unused and abandoned marks. 


V. The Affidavit for Incontestability 


Mr. Navin: Let us talk about the affidavit for incontestability for a few minutes. 
I want to ask Mr. Merchant, can you combine the affidavit for incontestability un- 
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der section 15 with a renewal affidavit or with the affidavit under section 8? 

Mr. Merchant: Yes, you may combine these two affidavits. In fact, Rule 33.2 
so specifies. 

Mr. Navin: What is the status of the mark in regard to goods which are not 
used at the time of filing the incontestability affidavit? Suppose use is resumed a 
year or two after the filing, may an additional or supplementary affidavit be filed at 
that time? 

Mr. Merchant: If the mark is not being used on goods at the time you file your 
affidavit under Section 15, I think it is probably abandoned for those particular 
goods and your rights could be recaptured later only by filing another application 
for registration. 

Mr. Navin: Every manufacturer is making a new line and you are giving him 
incontestability for static merchandise. In his commercial wants, he is always one 
step ahead of the statute. 

Mr. Merchant: As he expands his goods, he will have to file new applications 
to cover those additional goods. The reason is that when an application is filed and 
published for opposition on certain goods in a particular class, another party may 
not care to oppose the mark for those particular goods. But if the application also 
included additional goods, the same party might desire to file an opposition. Reg- 
istrations republished under 12(c) are not subject to opposition. 

Mr. Navin: Will the Patent Office examine an incontestability affidavit as to 
correctness and will it reject an affidavit that does not meet the requirements of 
Section 15? 

Mr. Merchant: The Patent Office has no authority to consider affidavits under 
Section 15. The statute requires that the Commissioner notify any registrant who 
files the affidavit of the receipt thereof, but as to form or merits, there will be no 
examination. It will be considered only in the event that later the registration be- 
comes involved in an inter partes proceeding. I think that may be considered a 
defect in the Act. 

Mr. Navin: Suppose an applicant gets tired of all this business, the Lanham 
Act, and the 1905 Act, the 1920 Act, and the 1881 Act. He thinks, “I’m going to 
tell my client to abandon all the registered marks.” Suppose he does that and 
doesn’t send the Office a $10.00 fee. Is the abandonment complete or not? 

Mr. Merchant: No, the abandonment is not complete unless he complies with 
the requirements of Section 7(d). Section 7(d) states that upon the application 
of the registrant and payment of the required fee, which is $10.00 as prescribed by 
Section 31, any registration in the Patent Office may be cancelled or abandoned. 


VI. Renewal 


Mr. Navin: Suppose he doesn’t want to pay the $10 fee and he realizes there 
was a question of renewal and he hasn’t had a use. Can he submit an affidavit to 
you excusing his non-use? Will the Office accept a renewal application alleging 
non-use in special circumstances? 

Mr. Merchant: No, there is no provision for such excuse in Section 9. There 
is an exception provided in Section 8, but none in Section 9. I think that is one 
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of the first defects we noted in the Act in drawing up the rules. Section 9 says 
that the mark must be in use. It applies to both domestic and foreign registrants. 

Mr. Navin: Suppose there is a change in ownership. Company A has filed a 
renewal application and Company B owns the mark at the time the renewal applica- 
tion is ready for issue. Normally that certificate would issue to Company A, but can 
you file an assignment of that mark or that renewal before it is actually issued ? 

Mr. Merchant: Yes, it may be assigned. The question as to whom the certifi- 
cate of renewal is going to be issued to depends on this fact. If the assignment 
takes place after the mark has expired, the certificate of renewal will have to issue 
to the owner of the registration at the time of expiration. In other words, the re- 
newal goes back and picks up at the point where the original expired and the certifi- 
cate will have to issue in the name of the owner of the mark at that time. That is 
a hardship and the question is coming up on petition shortly. 

But with this view, the only remedy is to go ahead and issue the renewal certifi- 
cate in the name of the owner at the time the original expired. However, the new 
owner may take advantage of Section 7(c) and secure a new certificate in his own 
name. 

Mr. Navin: Is it true that the United States will now permit renewal of trade- 
marks which have expired during the war in case of certain countries concerning 
which proclamations have been tssued? 

Mr. Derenberg: A recent act provides that trade-marks of foreigners which 
expired during the war may be renewed. It should be noted that this act refers to 
the Act of 1905 and not to the Act of 1946, although it was passed after the Act of 
1946 was enacted. So far as the renewal fee is concerned, the fee under the 1905 
Act will be sufficient. If you have a situation, therefore, where your client couldn't 
renew the registration during the war, you may now renew under this special statute 
by paying the renewal fee under the old Act of 1905. This is, I believe, the only 
case where renewal applications still have to be accepted upon payment of the smaller 
fee. 

Many people seem to think that they may now take advantage of the three 
months’ period of grace under the new Act in cases where the registration expired 
prior to July of this year. Of course that cannot be done. Such registrations were 
dead then and remain dead for all time. 

I would like to say one more word about Section 9 of the new Act providing 
that 1905 marks may be renewed under the new Act. You will find that “may” be 
renewed actually means “‘must” be renewed. Therefore, you will have to pay the 
additional fee and file the affidavit of use under Section 8 in all cases. But that 
does not mean that you are under the new Act for all purposes. If you want to 
obtain incontestability, you have to file the additional affidavit under Section 12(c). 

Mr. Navin: On the topic of conversion of these applications, Mr. Merchant, 
after July 5 will the Office permit conversions from a 1905 registration to a 1920 
registration? 

Mr. Merchant: No, because the 1905 and 1920 Acts are continued in force and 
effect only for applications pending on July 5. You cannot convert a 1905 applica- 
tion to a 1920 application or vice-versa on or after July 5. 
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Mr. Navin: It wouldn't make any difference whether the one-year period had 
expired at the time of filing the amendment or not? 

Mr. Merchant: No. If a bona fide effort had been made before July 5, 1947 to 
convert, amendments correcting formal matters incident to conversion will be ac- 
cepted after that date. 

Under the practice that prevailed in the Office for many years, where an appli- 
cant filed an application under the 1920 Act but did not allege a year’s use in com- 
merce, the application would be given a filing date but action would be deferred 
until the year had elapsed. The bona fide use clause alleging a year’s use would 
then be required and would be accepted. Under the new law, this cannot be done. 

If you file an application for registration on the supplemental register and do 
not have a year’s use, you will not be given a filing date. There is an exception 
where the applicant is engaged in foreign commerce. 

Of course you can file the application immediately on the Principal Register. 
You will receive an action in eight to ten months and by that time you would have 
had a year’s use and you can convert to an application for registration on the sup- 
plemental register. 

Mr. Navin: Suppose your application has been published for opposition. Can 
you amend it then? 

Mr. Merchant: Yes, unless an opposition has been filed before the amendment 
is filed. In general there is only one prohibition against conversion. After the no- 
tice of allowance has been sent out, we will not permit conversion. 

Mr. Navin: If an application filed under the 1905 Act is published for opposi- 
tion and during that period an amendment to convert to the 1946 Act is received, 
what view would you take if an opposition is filed? 

Mr. Merchant: li an application is published for opposition and an amendment 
to convert is received, we normally take no action until the end of the opposition 
period. If an opposition has been filed but also an amendment, it depends on which 
one is received first. If the amendment was filed first, that would take precedence. 
The opposer would be informed that the application to which he has filed an opposi- 
tion has been converted to the 1946 Act. If the opposition is filed before the amend- 
ment, the opposition will take precedence. 


Ouestion (from the audience): Would that be the date the opposition is re- 
ceived ? 


Mr. Merchant: It would be the date the opposition is received in the Office. 


Question (from the audience): Under those circumstances an opposition is 
filed and is returned because there has been an amendment just prior to the filing of 
the opposition. Now the returning of that opposition may cause the date within 
which the opposer could have filed to pass. Am I correct in my understanding 
there? 

Mr. Merchant: When an application which was filed under the 1905 Act is pub- 
lished for opposition and the amendment comes in to convert it to the 1946 Act, 
the examiner will have to reconsider it and it will be published again under the 1946 
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Act. When published again, it may be opposed, but the opposer will have to pay a 
$25 opposition fee instead of $10. 


Question (from the audience): Jt is going to be republished again, in other 
words? 


Mr. Merchant: Yes, and the opposer will have another opportunity to file an 
opposition. 


Question (from the audience): Can you convert a 1905 application that is on 
appeal to the Commissioner? 

Mr. Merchant: Yes. As a matter of fact, even after the Commissioner has 
rendered his decision conversion may be effected in some instances. In the case of 
1920 applications if the decision of the Commissioner is to affirm the examiner, the 
case is no longer pending because no appeal can be taken. Therefore, you could 
not convert under such circumstances. But in the case of 1905 applications, after 
the commissioner has rendered his decision, whether it is favorable or adverse, you 
may convert. What we will do is ask jurisdiction of the Commissioner, and if he 
sees fit to grant it as he normally would do, then the conversion will follow and 
prosecution will start all over again. 

Mr. Navin: Suppose some time last year knowing that the Lanham Act was 
going to be in effect in 1947, an applicant filed an application for a service mark and 
you may get one rejection, which is not a final rejection. He now tries to convert 
that service mark under a Lanham Act registration because he has not a final re- 
jection but has the benefit of the earlier filing date, which was back in July, 1945. 
Could you do that? 

Mr. Merchant: No. I do not believe we should entertain an amendment which 
would convert an application which, to all intents and purposes is an application for 
a trade-mark, to an application for a service mark. They are in entirely different 
categories. 

Mr. Navin: What is the most expedient manner, from the point of view of the 
Patent Office, in which the conversion of a pending application to the new act may 
be effected? Should you file an entirely new set of papers? 

Mr. Merchant: It is possible to amend the statement in order to make it comply 
with all the requirements of the 1946 Act. As far as the declaration is concerned, 
you cannot amend that ; you have to have a new declaration. From our standpoint 
the most expedient thing for you to do is file a new statement and new declaration. 
Inasmuch as you have to file a new declaration anyway, I don’t think it is a particu- 
lar hardship on your part. You can amend the statement and just file a new declara- 
tion, but it is much easier from our point of view if you will file a new set of papers. 
Of course, the original drawing and specimens will be used. 

Mr. Navin: Do you have the same rules for arranging interviews in trade-mark 
practice that you have in patent practice? 

Mr. Merchant: I understand the order requiring that you make arrangements 


for interviews in advance has been rescinded. It was published in the last issue of 
the U. S. P. QO. 
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Mr. Navin: Can you pick up the telephone and make arrangements for an in- 
terview without imposing on somebody? 

Mr. Merchant: That is why we are there. We are ready to talk to you at any 
time. 


Question (from the audience): In an inter partes proceeding, can you call on 
your opponent for an admission under the Federal rules or must you take testimony 
as provided by the rules of the Patent Office? 

Mr. Derenberg: 1 think that is outside tonight’s discussion. I believe it is 
within the discretion of the examiner. 

Mr. Merchant: The Government Printing Office today has returned to us the 
proofs of the proposed new certificates to be issued under the new Trade-Mark Act. 
[ think they are works of art and no doubt you will want to see them. This is the 
proposed certificate for registration on the Principal Register (holding up docu- 
ment). This one is for registration on the Supplemental Register (holding docu- 
ment up). And this is the renewal certificate (holding document up). 


Question (from the audience): Jn view of the remarks that have been made 
here about the use affidavit for the various uses of the registration, won’t there be a 
premium now on generic language? 

Mr. Navin: There has always been a premium on generic words. 


Question (from the audience): Would you accept a phonograph record of 
chimes for a service mark as a specimen? 

Mr. Merchant: I do not know what conclusion will be reached concerning re- 
quirements for specimens of a service mark where it is not used in print but is 
spoken only over the radio. 


Question (from the audience): Do you think the phonograph record is an ac- 
curate representation? 

Mr. Merchant: 1 am sure the Commissioner will give consideration to that. 
There are many types of reproduction now such as wire recorders, and disc record- 
ers. I should think that the Office would have to standardize on one type. Just 
what it will be, I don’t know. 

Mr. Navin: I think we have taken up enough of the time of these gentlemen. 
On behalf of the Institute, I want to thank you very much. 
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TRADE-MARKS FROM MANUFACTURERS’ AND RETAILERS’ 
POINTS OF VIEW* 


Sylvester J. Liddy} 


Mr. Liddy: Mr. Chairman and Ladies and Gentlemen: When I first read the 
title for this lecture tonight, “Trade-Marks from Manufacturers’ and Retailers’ 
Points of View,” the first thing that occurred to me was, why should a lawyer be 
called upon to give the viewpoint of a manufacturer or retailer. Just in case there 
should be any manufacturers or retailers in the audience this evening, I want to 
make clear that I am not an efficiency expert. You know an efficiency expert is a 
man who makes more money telling you how to run your business than you could 
possibly make if you ran it correctly instead of the way he tells you. 

Bill Navin changed the title a little last week. He said “A Lawyer Looks at 
Trade-Marks from a Manufacturer’s and Retailer’s Point of View.” The subtitle 
is, “Objectives, techniques and problems in developing and carrying out a trade- 
mark policy.” I think the logical order would be to take up the problems first. 

I notice in looking around the room that there are present many outstanding 
members of the trade-mark and patent bar. To them these problems will not be 
new and are really old stuff. I ask them to bear with me. I am going to try, from 
a few instances in my own experience, to cover some of the practical problems that 
have arisen and, if possible, to suggest one or more solutions. 

Most of the problems of trade-mark owners, whether manufacturers or retailers, 
stem, in my opinion, from the fact that they do not fully understand the function of 
a trade-mark. They place too heavy a burden on the mark. They will tell you that 
they want their trade-mark to carry a message and (except in the case of suggestive 
marks) to the extent that their trade-mark does carry a message, it is usually tech- 
nically weak. You point out to them the difficulties inherent in the adoption of a 
descriptive mark, a surname mark, or a geographical term. When you get all 
through, you will be told undoubtedly, as I have been many times, ‘Well, that’s fine 
and I understand what you say but this is what I want. This has the commercial 
pulling power.”” And the “this” invariably turns out to be a technically weak mark. 

I might add that agreeing with one’s clients at this point is a very fine way to 
make friends and subsequently lose law suits. But even if they understand the 
meaning of so-called secondary-meaning marks, invariably they fail to grasp the 
fact that there is a limit to the protection of secondary-meaning marks. You may 
explain that in the first interview I have been talking about, but there will always 
come a day when they will come back and say, ““Look what my competitor is doing.” 
Then you will recite the same story all over again. 

I think the best example of the limitation of secondary-meaning marks is given 
in the Nu-Enamel’ case. I would like to call your attention to that briefly : 


* Lecture given before the Practicing Law Institute of New York on November 6, 1947. 

+ Member New York Bar, Munn, Liddy & Glaccum; member Lawyers’ Advisory Committee 
of the United States Trade-Mark Association. 

1. See Appendix, page 832, for this and the following references. 
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(Reading) : “Here we have a secondary meaning to the descriptive term ‘Nu- 
Enamel.’ This establishes entirely apart from any Trade-Mark Act, the common 
law right of the Nu-Enamel Corporation to be free from the competitive use of 
these words as a trade-mark or trade-name. . . . This right of freedom does not 
confer a monopoly on the use of the words. It is a mere protection against their 
unfair use as a trade-mark, or trade-name by a competitor seeking to palm off his 
products as those of the original user of the trade-name. This right to protection 
from such use belongs to the user of a mark which has acquired a secondary mean- 
ing. He is in this sense the owner of the mark.” 

In last week’s talk the trade-mark “Kodak” was mentioned, which is of course 
an excellent mark. Originally, it was merely a jumble of letters. It meant noth- 
ing; it carried no message. Lut the Eastman Company, through its advertising, 
built it up so that today I would say it is one of the best of its kind. 

Let us suppose that the Eastman Company had taken not “Kodak” but “New 
York.” It is possible, if not probable, that some competitor who happened to be 
located in New York would give undue prominence to the word “New York” as it 
appeared on his label. Then would come the situation where the plaintiff says the 
defendant is not using the geographical term in its primary sense but on the con- 
trary is using the term as a brand. The Court is always confronted with this ques- 
tion. Is the defendant making fair use or unfair use? Fair use, of course, will not 
be restrained and unfair use will be. But if the client had adopted a mark like 
“Kodak” in the first instance, this type of difficulty would never have come up. 

I mentioned earlier the fact that we urge our clients to adopt arbitrary and 
fanciful marks or, at the most, suggestive marks as distinguished from descriptive 
marks. In too many instances they will not do that, but let us see if they have 
something there. You look around the stores today and you will find a vast num- 
ber of marks which are geographical, descriptive, or surname marks. I picked up 
this morning’s Times. The back page contains an advertisement of Newsweek. It 
starts off this way: “Do you know these names? Of course you do. You know 
them like the palm of your hand for they are all part of a man’s day, part of your 
day.” We have here (indicating on newspaper) a reproduction of various trade- 
marks. I counted them; there are 36. Out of the 36, there are 12 marks that I 
would describe as arbitrary or fanciful. There are 18 surname marks, 2 descriptive 
marks, and 4 geographical marks. But they are, in most instances, at least, well- 
known trade-marks. So perhaps that type of mark does, as our clients insist, liter- 
ally deliver the goods. 

Under the 1905 Act there was but one provision made for registration of the 
technically weak mark—the so-called ten-year proviso—with which I am sure you 
are all familiar. In other words, if the mark had been in use for that particular 
ten years from 1895 to 1905 prior to the effective date of the Act, 1905, and if it 
didn’t violate other provisions of the statute, it could be registered. A man who 
used his mark exclusively for 20 years let us say, from 1905 to 1925, still could not 
register it under the old act because it did not happen to fit within that particular 
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arbitrary period (1895 to 1905) fixed by the ten-year clause of the 1905 Act. That 
is remedied by Section 2F of the Lanham Act’, which as you know is this: If a 
mark has become distinctive, it may be registered and the Commissioner may ac- 
cept as evidence of that secondary meaning distinctiveness, the fact that it has been 
in substantial and exclusive use for five years at the time the application is filed. 
It is not limited to any particular five years. 

In considering the ten-year proviso—and I think this is rather important because 
it is going to lead to the next point which I shall come to—I would like you to look 
at the citation from the Davids* case beginning with the second paragraph. 

(Reading): “It was not the intention of Congress thus to provide for a bar- 
ren notice of any ineffectual claim, but to confer definite rights. The applicant 
who, by virtue of actual and exclusive use is entitled to register his mark under this 
clause, becomes on due registration the ‘owner’ of a ‘trade-mark’ within the mean- 
ing of the act, and he is entitled to be protected in its use as such.” 

It is my hunch and my guess that the courts will give a similar construction to 
marks registered under 2F of the Lanham Act. I certainly hope that they do. 

In this connection, I would like to call your attention to a fairly recent decision 
of the Court of Customs and Patent Appeals in the case* of Charles of The Ritz, 
Inc. v. Elizabeth Arden Sales Corporation, 603 O. G. 10, decided April 22, 1947. 
Without going into the facts or other details of the case, I want to call your atten- 
tion to certain language found in the majority opinion and a comment on that lan- 
guage by Judge Bland in his specially concurring opinion. The majority stated, and 
I quote: 

(Reading): “Counsel for appellent have cited many cases by this and other 
courts which hold that a notation or term in a trade-mark which is merely descrip- 
tive of the goods on which the trade-mark is used, cannot indicate origin. It is 
unnecessary that we refer to those cases because this court has frequently held to 
that effect.” 

In his specially concurring opinion, Judge Bland had the following to say of the 
above quoted portion of the majority opinion: 

(Reading): “The majority’s opinion is sound and properly affirms the clear 
and logical decision of First Assistant Commissioner Leslie Frazer. However, the 
following portion of the opinion is unnecessary in view of the fact that all agree 
that no part of the marks is descriptive: 

Counsel for appellant have cited many cases by this and other courts which hold 
that a notation or term in a trade-mark which is merely descriptive of the goods on 
which the trade-mark is used cannot indicate origin. It is unnecessary that we refer 
to those cases because this court has frequently held to that effect. 

A great number of very valuable and well-known trade-marks are clearly de- 
scriptive of the goods upon which they are used and serve to indicate origin, some 
of them by reason of secondary meaning. While secondary meaning does not help 
an applicant for registration under the 1905 Trade-Mark Act, it is not quite proper 
to say that a part of a trade-mark which is descriptive cannot indicate origin. It 
may, to say the least, help to indicate origin. It is true, however, that this and other 
courts have used broad language in this connection and have not gone to the trouble 
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of pointing out that there are exceptions to such a rule. I have in most cases dis- 
sented where a majority expressed such views. The Personal Products Corp. v. 
Allen Laboratories, Inc., 31 C. C. P. A. (Patents) 889, 894, 141 F. (2d) 702, 61 
U. S. P. @. 187. 

It would be difficult to point out which part of the mark ‘‘Coca-Cola,” both be- 
ing descriptive, indicates origin or helps to indicate origin. 

The statement of the majority properly applies where a mark such as “Arrow 
Beans” is involved, because “Beans” is not only descriptive but is the name of the 
goods and, of course, that portion of the mark does not indicate origin. But take 
the mark “Arrow-Line” and apply it to goods like a line of shirts ; the word “Line,” 
although descriptive, becomes an integral part of the mark and serves to indicate 
origin.” 

In my opinion, the views of Judge Bland in this connection are sound, and I am 
firmly convinced that once statutory significance under Sec. 2F of the Lanham Act 
is given to marks which have acquired a secondary meaning, that the tendency of 
the courts will be to hold that a descriptive word, assuming of course that it is not 
generic, can at least to some extent indicate origin and that, as we all know, is the 
primary function of a trade-mark. 

The entire subject of secondary meaning marks could, of course, be developed at 
much greater length but time will not permit more detailed discussion and I would 
like to pass on to a few other difficulties and problems which are encountered in the 
protection of trade-marks. 

My second point and the second problem is the question of disclaimers. I have 
found from experience that many manufacturers and retailers and other owners of 
trade-marks feel that the question of registering a trade-mark is a purely routine 
matter and that they can do it themselves and frequently do or attempt to do it. It 
is a dangerous procedure. Too frequently damaging errors of omission and com- 
mission are made. 

This points up the importance of the care which must or should be taken in the 
fling of applications for registration. 

I remember Mr. Rogers telling me a great many years ago of a case in which 
his firm was retained to bring an action for infringement and unfair competition. 
If memory serves me right, it was the trade-mark “Canada Dry.” Whether that 
was the mark involved or not, it will serve to illustrate my point. When Mr. Rogers 
examined the registration, he found that the mark consisted of the represen- 
tation of the map of Canada on which was superimposed the word “Canada” and 
the word “Dry.” Reading a little further, he noted that the representation of the 
map of Canada was disclaimed. The word “Dry” was disclaimed and the word 
“Canada” was disclaimed. There was nothing left. Today, of course, the Patent 
Office will not permit you to register a mark if after the disclaimers there is noth- 
ing left that is registrable. 

Assuming just for the purpose of discussion that when that mark was registered 
the demands of the Patent Office for disclaimers were valid, the applicant in my 
opinion should have accepted a 1920 registration rather than a 1905 registration with 
everything material disclaimed ; because with a 1920 registration at least he could 
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ultimately have established a secondary meaning and proved it, whereas in the other 
instance he was faced with a positive disclaimer. The case was brought on the 
theory of unfair competition as well as on the theory of trade-mark infringement 
but plaintiff had a pretty weak case from the standpoint of statutory trade-mark 
infringement. The case was won primarily on the basis of unfair competition. 
Needless to say, Mr. Rogers’ office had not filed the application or secured the reg- 
istration with everything disclaimed. 

I would like to add one thing more at this point. The fact that one may have 
disclaimed matter from a part of the registered trade-mark is no bar under the 
Lanham Act to a subsequent registration of that previously disclaimed matter if in 
the interval the formerly disclaimed matter has become capable of distinguishing 
the owner’s goods. 

In my own office I came across an old registration. As we returned from dinner 
tonight, we crossed what was once the site of the old Hippodrome. Around 1915 
there was a spectacle there entitled “Neptune’s Daughter” which apparently in- 
spired a client of mine to seek registration of this mark (holding up illustration). 
It consists of the word ‘‘Neptune’s Daughter” and the representation of a young 
lady in a bathing suit of the period. The registration was sought for bathing suits. 
The matter was handled in my office by the late Judge Emery and the Patent Office 
took the position that since registration was sought for bathing suits, the representa- 
tion of the bathing suit formed no part of the mark and should be removed. Judge 
Emery took the position that in the interests of modesty, the young lady should be 
permitted to retain her suit but a disclaimer should be entered. The disclaimer was 
entered and the young lady was permitted to retain her suit. Had she been a mod- 
ern young lady in a modern suit, there would have been much less to disclaim. 
( Laughter.) 

I would like to come to my third problem and that is the question of the right 
to expand the use of a trade-mark to additional products. I am going to touch to- 
night on the question of the right to expand to other territory. I am sure that that 
point will be covered in Mr. Walter Halliday’s lecture on Geography of Trade- 
Marks on December 4. I haven’t discussed this with him, but I assume he will touch 
on it. 

I want to discuss what I think is an important problem, the right to expand from 
one product to another. When I started in practice in trade-mark law, I think it 
a fair statement to say that most brands were confined to one or a few closely allied 
products. That was more or less common practice, but today the tendency seems 
to be to expand the use of a mark, and particularly a well-known brand, to many 
products. 

I passed Saks 34th Street store about a week ago. I noticed that every window 
in the store, both on the Broadway side and on the 34th Street side, was given to 
the promotion of one brand, “Botany.” There were Botany suits for women, 
Botany fabrics, Botany suits for men, all sorts of Botany accessories for both men 
and women, children’s clothing, and there was Botany luggage. Finally, Botany 
cosmetics. A few days after that I picked up a Botany advertisement. It showed 
all of the items to which I have referred including cosmetics. I assume the mark 
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originally started on fabrics and it was a perfectly logical step to go from fabrics 
in the piece to clothing, which could be made from those fabrics. I will call those 
products A and B, but when you get down the line to what I will call product Z, 
cosmetics, your mark has come a long way. The question comes up, what about 
your right to expand into new products ? 

I would like to refer you to the decision of Judge Learned Hand in the IVhite 
House case.” 

(Reading): “If however the question comes up, not when the newcomer is 
actually competing in the owner's market, but when, as here, he is selling goods 
which the owner has never sold, though they are like enough to make people think 
him their source, the determining considerations are different. The owner’s only 
interest in preventing such a use of his mark is because he may wish to preempt the 
market for later exploitation, or not to expose his reputation to the hazard of the 
newcomer’s business practices, or both. . . . The right to preempt is a very slender 
thread indeed; . . . . The owner’s rights in such appendant markets are easily 
lost ; they must be asserted early, lest they be made the means of reaping a harvest 
which others have sown.” 

The decision leaves this practical difficulty—how soon is “early?” It usually 
takes time, we know from experience, to build up the reputation of a brand on even 
one product. Once that has been accomplished, it perhaps takes relatively less time 
to go from product A to product B and then so on down the line until we get to Z, 


if it is the desire of the owner to go that far. Meanwhile, however, there may have 
been other users in good faith who have adopted the same mark for other products. 

In this very White House case, I recall we were able to show over 100 registra- 
tions of “White House,’ 81 of which were in the food classification alone. But 
when you start to expand, the first question, of course, is going to be—Can I go 
into that field without stepping on the toes of someone else who has an equal right 
to the same mark or something very similar ? 


Let us look at the situation this way. Suppose you are not ready as yet to ex- 
pand or your plans may be in the formative stage. It 1s not always possible or 
feasible, particularly for a small company or an individual business, to expand 
rapidly. Nevertheless, as Judge Hand points out, the right to expand must be as- 
serted early. 

Conversely what are your rights to exclude others from that field into which you, 
yourself, have not gone? Again we return to Judge Learned Hand in the classic 
of the Yale Electric Corporation v. Robertson." 

(Reading): “It has of recent years been recognized that a merchant may have 
a sufficient economic interest in the use of his mark outside the field of his own ex- 
ploitation to justify interposition by a court. His mark in his authentic seal ; by it 
he vouches for the goods which bear it; it carries his name for good or ill. If an- 
other uses it, he borrows the owner’s reputation, whose quality no longer lies within 
his own control. This is an injury, even though the borrower does not tarnish it, or 
divert any sales by its use ; for a reputation, like a face, is the symbol of its possessor 
and creator, and another can use it only as a mask. And so it has come to be rec- 
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ognized that, unless the borrower’s use is so foreign to the owner’s as to insure 
against any identification of the two, it is unlawful.” 

Note that Judge Hand doesn’t say “‘if it is too close,” he says unless it is too far 
removed to preclude any identification of the two. 

Let us get back to our situation of a manufacturer of piece goods who wakes up 
one morning and finds that a clothing manufacturer has taken his mark. There the 
solution is simple. He immediately sues and he will, in my opinion, immediately 
be given relief because the two, clothing and piece goods, are so closely allied. But 
let us consider the other end of the scale for the purposes of our discussion tonight. 
Does it follow that because A has used his mark on piece goods, B may not use it 
on cosmetics? If I were asked this question some years ago, I would have doubted 
if the owner of a mark for piece goods could have prevented its use on cosmetics 
because it would not have seemed logical that the public would normally assume 
that the origin of the piece goods and the origin of the cosmetics was one and the 
same. But here we have in the Botany situation an indication of the modern trend 
today. 

Briefly, I can give you another one. I can remember when Dunhill to me meant 
tobacco products, tobacco accessories, but have you been in Dunhill’s lately? There 
is a pretty wide range there today. 

The question comes up, what are the limits of the doctrine of Yale Electric 
Corporation v. Robertson? In advising our clients as to when they may extend or 
when they would be better off to go slowly, the foregoing points should be kept in 
mind. 

There is one other point I should like to mention which is really a perplexing 
question. Section 22 of the Lanham Act, for the first time in our law of statutory 
trade-marks, makes registration on the principal register of the Lanham Act, the act 
of 1881 and the act of 1905, constructive notice. How far is that going to be ap- 
plied? In these cases where a man claims that he adopted a mark for an entirely 
different product in good faith without knowledge, his good faith has been one of 
the elements to be considered. Now if he is on constructive notice, how can he claim 
his good faith? 

Is this cosmetic manufacturer who is about to use a mark, previously used by 
another for piece goods, on constructive notice? If so, does that preclude him from 
raising the question of his good faith? I think time alone is going to answer that 
particular question. 

I don’t want to spend too much time on any of those points although they could 
be developed at great length. 

The next problem is the importance of a design element on a mark or a label. 
I have found in my own experience, and I am sure you have found in yours, that 
in most instances our clients will take great pains to see before they adopt a word 
mark that they are not in conflict with a prior user of the same word on the same 
or like goods. But I have noticed no such corresponding precaution with respect 
to the design elements of either their mark or label or both. Frequently, all too 
frequently, the design element is left to a printer of labels or to a commercial artist 
or sometimes to an advertising agency. It is not uncommon to have a printer fix 
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on the first design handy and make up your client’s labels with that as the basic 
design or to take a design from a label for what he considers to be a non-competing 
item. 

I would like to show you some exhibits in a case I tried a few years ago. The 
plaintiff's mark is here to the left (indicating on illustration). It consists of the 
word “Griffin,” the word ‘“Allwhite” and the inverted triangles. Down here is the 
representation of a griffon. Over here (indicating) on defendant’s label is ‘‘Pola- 
Wite,” the picture of a polar bear and the inverted triangles. Certainly there is no 
similarity whatever in the wording. The labels of the bottles will perhaps illustrate 
a little better what I mean. The plaintiff's design uses inverted triangles with the 
larger triangle at the bottom and the smaller one at the top. The defendant re- 
versed the order of the triangles. I don’t know whether it was done deliberately or 
not. But when we rested at the conclusion of the case, and asked the Judge if he 
wanted additional briefs, he said, “No, are you gentlemen finished?” We said, 
“Yes.” Then from the bench Judge Fee rendered this opinion :’ 

(Reading): “This is a pure question of fact. The question is whether the de- 
sign, which is very distinctive, is the salient part of the box cover, rather than the 
color or the wording. The facts have been developed by placing the label before the 
court. It is a simple question of fact and I determine it for the plaintiff. The in- 
junction will issue.” 

I have read the same thing in a few thousand well-chosen words, but that is 
probably one of the shortest opinions on record in a case of this kind. 

The proprietor of Pola-Wite shoe cleaner got himself into a jam because he 
simulated not the word element but the predominant design element of plaintiff’s 
label and carton. 

In the White House case, 1 was on the other side of the fence. One of the 
hurdles we had to get over was the fact that during some 25 years use of the mark 
we had modernized our label and that particular modernization took place about 10 
or 12 years before suit was instituted by the plaintiff. The composite mark in ques- 
tion was the word “White House” and the picture of the executive mansion. The 
plaintiff was able to show that its picture of the White House was not a true photo- 
graph but a composite. Our picture of the White House showed up with exactly 
the same detail and was a composite photograph made in the same manner as plain- 
tiff’s. Judge Learned Hand said the defendant copied the label. I told the Court 
that I couldn’t deny the similarity because that would be to deny the evidence of 
my own eyes but I did deny the copying because under the circumstances of the 
case, we had no reason under the sun to copy it. But somebody copied it and I have 
reason to believe that the “somebody” was an outside commercial artist. We were 
bound by this action but fortunately for us the successful defense of the case did 
not turn on this point. We did find out that the White House Milk Company had 
at that time made a practice of sending for commercial artists and having them 
prepare a new label. But who it was or when or how we couldn’t find out after 
so many years had elapsed. 

What I think occurred was that the artist happened to see a particularly at- 
tractive representation of the White House on a coffee package and figured it was 
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good and that there should be no conflict between evaporated milk and coffee, and 
passed it along to my client who accepted it in good faith. 

I believe that sort of thing can be avoided. You may ask why is it that the 
White House Milk Company didn’t know what was going on in the coffee field? 
Strangely enough, they didn’t. The executives of the White House Milk Company 
could and did know the marks of their competitors in the evaporated milk field be- 
cause they were particularly interested in them. If they had gone to the A. & P. 
subsidiary in charge of coffee, they could have ascertained what all the major com- 
petitors in the field were using, but it never occurred to anyone in the milk sub- 
sidiary to discuss it with a member of another subsidiary. For that matter, how 
far should they reasonably have been expected to go? Was it reasonable to expect 
that in modernizing their label that they should investigate the whole gamut of the 
food line? 

Today they have a merchandising committee over in A. & P. which is made up 
of representatives of the various subsidiaries who get together and discuss trade- 
mark problems and labels, so that there is an exchange of information and the right 
hand knows what the left hand is doing. 

Before I leave the subject of designs, I want to take issue with my good friend, 
Walter Derenberg, on one point. I seldom differ with the good Doctor but I couldn’t 
go along with him on this. Those of you who were at the second and third meet- 
ings will recall that he discussed the practice of registering everything on the face 
of a carton as a composite mark and then seeking an individual registration of the 
component parts. Dr. Derenberg took the position that purely inconsequential 
embellishments should not be registered. With that I have no quarrel whatsoever. 
Of course, if you have a mere black and white border that is incapable of distin- 
guishing a product, it isn’t entitled to registration. But on his second point, I 
differ. He said that thereafter if you apply for registration of one element alone, 
that is a mutilated mark because that element is not used alone on the label. I say 
that is not sound. What is the test? The test is, is the single element capable of 
indicating origin? If it is, the fact that it is not used alone shouldn’t be cause for 
rejecting an application. The Griffin case I think illustrates the fact that no one 
can be sure just what it is on the label that identifies your client’s brand in every 
instance. In most instances, I grant you, the purchaser will remember the word 
element. That is what he calls for. But he may forget, for instance, the word 
“Griffin,” yet when he sees these inverted triangles, he may say, “That is what ] 
want.” So in that particular instance, the design element distinguished the product. 

Walter used a further illustration. He said, in substance, “Suppose you have a 
legend across the top of the label, perhaps a slogan. It forms a minor part of that 
composite label. An application to register that legend alone should be turned 
down.” Again I say no. I could mention a slogan used for fifty years across the 
top of the label. It is never used alone on the label. But over the radio it is stressed 
and frequently played up with the main trade-mark minimized. Is the Patent 
Office going to ask you to bring in a radio script in order to support an application 
for trade-mark registration? They won’t let you do that. Surely a radio script 
isn’t evidence of use on the goods. I doubt if the Commissioner would accept a 
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radio script and yet the legend or slogan is being used sometimes to a greater extent 
than the main mark itself. But Walter would refuse registration of this element 
alone because on the label it forms a minor part and when you apply for registra- 


tion you are filing what he calls a mutilated mark because it is never used alone. 
In my opinion, that argument is not sound. 

I wish he were here tonight because I would ask him to comment on it. 

It has been common practice for years in the drug field to register the face of a 
carton. There may be things on the carton incapable of indicating origin and as 
to these I agree that they should not be separately registered but I don’t agree with 
him on the other point. One further thought on this. There is no rule of law 
that I know of which prohibits the registration of more than one mark for one 
product. Since that is so, it does not seem to me to make much difference whether 
we consider the face of the carton or label to be a composite mark or a group of 
separate marks. 

The next problem I have run into has to do with the tendency of trade-mark 
owners to adopt their own names as brands. There is, as we have all observed, a 
great tendency for Mr. John Jones to adopt “John Jones” as his trade-mark. You 
point out to him again the difficulties that may arise. He says he understands that 
but John Jones is his name and he wants to use it and he is going to use it. A year 
later he rushes to you in considerable agitation. He says that a Mr. James Jones 
has had the effrontery to go into business, the same line of business, and he wants 
you to stop James Jones from using the name “James Jones” or J. Jones.” Then 
you repeat what vou told him a vear ago but which he promptly forgot. The law 
with respect to the use of one’s own name in a personal business may be summarized 
as follows: Every man has the right to the use of his own name in business. That 
is a primary principle of the law with respect to such names. But no man may use 
even his own name in such manner as to injure another unfairly or fraudulently in 
his business. 

These two principles are frequently in conflict and that is why it is difficult to 
reconcile some of the decisions. 

I have a few decisions with me in case anyone is interested in seeing them.” 

(Reading): “When, however, a person uses even his own name in a manner to 
create confusion between his business and that of the longer established business 
of another bearing the same name, the courts will interfere and while not depriving 
the newcomer entirely of the use of his name in his business, will circumscribe such 
use by words or phrases indicating clearly that the newcomer’s goods do not origi- 
nate with the older user.” 

How does it work out in actual practice? The Court has in some instances re- 
quired the newcomer, to put on his label, “Not connected with any one else using 
a similar name.”’ Sometimes the original owner to protect himself warns the public 
to look out for other products bearing the same name, but I have yet to see a phrase 
used in cases of this kind that is satisfactory to all parties. 

There comes a time, however, when a defendant is not protected in the use of 
his own name as against a prior owner of that name. That is when he seeks to in- 
corporate and embody his personal name in the corporate name and there the rights 
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to that personal use of his name does not carry over. I have cited in that connection 
the case of the Great Atlantic and Pacific Tea Company v. A. & P. Radio Stores, 
Inc.® 

(Reading): “In this connection it should be noted that there is a distinction be- 
tween the right of an individual to use his name in his personal business and the 
right to.use ‘an individual name or initial in a corporate name.’ In the case of a 
corporation there is no right to use a corporate name containing the individual name 
of an incorporator if such use will infringe upon a prior right or a well-known cor- 
porate name. Nims on Unfair Competition and Trade-Marks (3d ed.), p. 248; 
R. W. Rogers Co. v. Wm. Rogers Mfg. Co. (C. C. A.), 70 F. 1017; Clark Thread 
Co. v. Armitage (C. C. A.), 74 F. 936. In other words, while an honest use of a 
family name in a personal business will not be enjoined, honest motives and ab- 
sence of fraudulent intent are no defenses where the licensing of a name to a cor- 
poration is involved. This is for the reason that a corporation may select any name 
not already appropriated, whereas there is a natural inclination on the part of an 
individual to trade under his own name.” 

In many cases where the infringement was deliberate the infringer lost what- 
ever colorable claim he had to the use of his own name by incorporating under that 
name. 

At this time, rather than start on another subject, I should like to take the usual 
five minute recess. 

In this remaining part of the lecture, I plan to make some suggestions for de- 
veloping and carrying out a trade-mark policy, as was suggested by the subtitle to 
the lecture itself. 

During the intermission a member of the audience asked me what I would sug- 
gest to the trade-mark owner on the question of oppositions, that is the policy of 
following publications in the Official Gazette and when to institute opposition pro- 
ceedings, and when not, and I assume he included in his question when to present 
cancellation proceedings and when not. 

That is a rather difficult question to answer. The way I feel about it, today 
under the Lanham Act the test of “goods of the same descriptive properties” has 
been removed. You will recall that under the 1905 Act before the Patent Office 
tribunals could refuse registration, even though the marks were identical, they had to 
find that the products were or were not goods of the same descriptive properties 
under the language of the 1905 Act. But that language was deliberately omitted 
from the Lanham Act so that today the sole question is the likelihood of confusion. 
Now with the modern trend and tendency to extend marks into varied fields, | 
would say that it is particularly important to watch and when in doubt oppose, and 
the same would be true in the bringing of cancellation proceedings, to protect the 
scope of your client’s marks. If the same mark or deceptively similar marks are to 
be permitted registration, it seems to me that it will naturally follow that to some 
extent at least the potential scope of your own mark would be affected. 

I don’t know whether that answers the question of the man who asked it, but I 
want to pass that along. 

I would like to touch on the question of the elimination from the language of the 
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statute, the phrase, “goods of the same descriptive properties.” Sometimes I feel 
that in interpreting that language the Courts put the cart before the horse. They 
have said that if confusion is likely, then the goods are of the same descriptive prop- 
erties.” 

I was in the Marathon Oil case" in the C. C. P. A. Our mark was “Marathon.” 
We were opposing the registration of “Marathon” for coal. We had used our mark 
on fuel oil, lubricating oil, and gasoline. The testimony in the case showed that in 
rural districts it was quite common for coal yards to sell gasoline as well as coal. 
If you drove up to a coal yard you would see gas pumps out front with the name 
of the brand of gasoline being sold from those pumps. If you looked further, you 
would see signs advertising coal. We maintained that “Marathon” should not be 
registered for coal on the theory that the purchaser would assume erroneously that 
“Marathon” coal had the same origin as “Marathon” fuel oil, gasoline and lubricat- 
ing oil. 

We were also required to allege and prove, if we could, that coal, the applicant's 
product, and all or at least part of our products were goods of the same descrip- 
tive properties and I maintained that coal had the same descriptive properties as 
fuel oil, lubricating oil and gasoline. One judge said to me, “Your client is using 
‘Marathon’ on fuel oils, but apart from that let us assume for the moment that his 
use is exclusively on gasoline. Would you say that gasoline and coal were or were 
not goods of the same descriptive properties?” I hesitated a moment. We did use 
our mark on fuel oil as well so the question was academic. “Yes, I think they are 
goods of the same descriptive properties.” He said, “I think they are not.” I said, 
“T hesitated as to what test to apply.” The Judge said, “I have no hesitancy. In 
my opinion they are not.” I said, “If I interpret the decisions of this court or the 
majority of the court, correctly, the test is, is confusion likely? If the answer to 
this question is ‘yes,’ then under the decisions of this court the products involved 
are of the same descriptive properties. The record of this case shows that you can 
drive into a coal yard and see a gasoline pump bearing X brand and see a coal bin 
bearing X brand on it. Certainly confusion is likely under those circumstances. 
So, applying the doctrine of the majority of the court, | said to myself, ‘Is confu- 
sion likely?’ It is. Then coal and gasoline are of the same descriptive properties.” 
The Judge chuckled, but I still hadn’t convinced him that they were goods of the 
same descriptive properties. 

Subsequently, in another case,’” the Commissioner of Patents held that gasoline, 
and coal, were not goods of the same descriptive properties. I mention all this now 
merely to point out that today that language of the old statute has been eliminated 
from the Lanham Act so that there is now but one test—is the use of the mark on 
the respective products likely to cause confusion ? 

To get back where I started with some of these suggestions for the carrying out 
of a trade-mark policy—urge your client to adopt arbitrary or fanciful marks. 
Avoid the descriptive or geographical term. If he says he must have a mark which 
carries a message, then let him do it by adopting a suggestive mark rather than a 
descriptive mark. If he is a hosiery manufacturer and wants to emphasize in his 
advertising that his hosiery will wear well, talk him out of adopting “Long Wear.” 
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Suggest he use something like “Irontex’’ which conveys the idea just as well. I say 
talk him out of that; I have tried it many times and it doesn’t always work. 

When you search, try to get every source of information you can. Many in- 
dustrial organizations publish bulletins which contain the marks of their members. 
Look in other sources. Don’t limit your search to any one class. You wouldn't 
probably anyway. In recent months the Patent Office has made a practice of citing 
against an application for registration in one class prior registrations in another and 
allied class. For example, Classes 42 and 39. My hunch is that the practice of cit- 
ing marks in other classifications will be extended. That is, it will be the rule 
rather than the exception. Take, for example, cosmetics. You should search both 
class 6 and class 4. 

If your client is a cosmetic manufacturer and puts out, let us say, face powder, 
give some thought to the possibility that inevitablg he will put out compacts to hold 
the face powder. Compacts will come in the jewelry classification, Class 28, so it 
might be well to include that class. 

All of this is going to give you a lot to think about in the practical investigation 
of searching. Search phonetically as well as alphabetically. Nothing is more an- 
noying than to be met by a registered mark in the Patent Office which doesn’t be- 
gin with the same letter or initial but which certainly sounds a lot like your client’s 
mark. 

At the time that your client adopts a mark, let him spend a little care and time 
in finding out who conceived the idea. Let him then prepare a memorandum. Who 
designed the label? Preserve your artist’s sketches. Preserve your label bills, your 
first advertising bills. My suggestion there would be to have a history file for each 
mark, not to be put in your general trade-mark file as such, but a special history file 
for every mark. In that file put everything pertaining particularly to the first adop- 
tion, use and advertising of that brand. 

There should be a reference in that file to related book entires, first sales and 
advertising. That can be accomplished by duplicate invoices. You may be called 
upon to prove that not only was the mark adopted but that it was actually used on 
goods shipped in interstate commerce, so get hold of the shipping clerks and have 
them make a memorandum and have them sign it saying they shipped products A, BL, 
and C under X brand and to whom they shipped it and on what date. 

If your client is either a large corporation or a company having many divisions, 
I seriously recommend the idea of a merchandising committee to take care of some 
of the situations such as the White House label I mentioned to you. I think you 
will find that very helpful. If radical changes are made in the mark, the safest prac- 
tice is to re-register. Notice I say radical changes. If the changes are minor, 
Walter Derenberg mentioned that it would be wise to amend. You may now 
amend under the new statute. That is a safe precaution to take but actually I don’t 
believe it is absolutely necessary to amend when the changes are minor because 
there are several cases’* which have held that you are entitled to modernize your 
mark if you do not change the mark itself. If there is any doubt in your mind as 
to whether the change is a radical one, then play safe and re-register. 
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Preserve every bit of data which might conceivably throw light on the history of 
the adoption and use of the trade-mark. It is not sufficient to preserve merely a 
few old labels. Old labels make fine exhibits but they won’t be accepted in evidence 
of course unless they can be vouched for by someone who has first hand, personal 
knowledge that the label or other exhibit in question is genuine and that it truly 
represents the fact or other circumstances claimed for it. 

Act at all times as if someday the mark will be in litigation and you are prepar- 
ing for trial in advance. It helps a lot and avoids a last minute frantic search for 
evidence. 

This about sums up what I have suggested that you have your clients do. Will 
they do it? Probably not, but I still think it is a good idea and I would like to have 
my own clients do it. I try to have them do it. 

I haven't anything more to add to what I have said. 1 have tried to cover the 
various subjects briefly. Any one of the points I have mentioned, of course, could 
be the subject of a two-hour lecture at any time. I shall be very happy to have you 
ask any questions. 


Question: I have a question related to opposition policy. How much considera- 
tion should be given to the fact that in filing an opposition or a cancellation, the op- 
poser may face the danger of a counterclaim of cancellation of his own mark? 

Mr. Liddy: There is always that to be taken into consideration. Of course, 
the respondent may counterclaim. You certainly should be sure of your own mark 
before you go after the other fellow. 


Question: Under the provisions that we now have in the Lanham Act for equi- 
table defenses, would you care to comment on the failure to take opposition proceed- 
ings, from the standpoint of acquiescence ? 


Mr. Liddy: Yes. Heretofore, it didn’t matter when you brought your cancel- 
lation proceedings. In the White House case | mentioned here tonight we had a 
preliminary skirmish in the Patent Office. I tried my darndest to get into that 
Patent Office proceeding, which went to the C. C. P. A., the fact that there was 
long delay, laches, acquiescence, and a few other things. The Court said it could 
not be considered."* But today wherever it is applicable, under an express section 
the Court may apply the doctrine of equitable defenses, laches, 
acquiescence, and so on. If you wait, if you decide not to oppose but to cancel 


of the statute,” 


later, you may well be in a situation where a good defense of laches and acquiescence 
can be established. 


Question: Suppose that the mark, instead of being applied for to give you an 
opportunity to oppose, is actually used in commerce for several years and you fail 
to bring an infringement proceeding for several years. Would you have pretty 
much the same danger of acquiescence there? In other words, you might have 
delayed because you hesitated to get involved. 

Mr. Liddy: Let me just repeat your question. You say the situation is one 
where a man has used a mark in interstate commerce for a number of years but 
has not sought to register it. You had not brought infringement proceedings. The 
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doctrine of laches and acquiescence applies in any infringement suit so the danger 
is the same. 


Question: We discussed before the right of trade-mark owners to prevent 
someone else from using the identical mark in a totally unrelated field. You re- 
ferred to the Yale case which set down the principle that you can’t stop them if the 
marks are so foreign. 

Mr. Liddy: Unless they are so foreign, equity is going to step in and grant re- 
lief. 

(From the Audience): Let us assume that they are so foreign that there could 
be no question about it. Let us forget the provision of the Lanham Act giving 
constructive notice. [Let me ask, what effect will the New York Law have? We 
are interested in a national product and it is very important to have the effect of 
the New York law. I understand the law of New York State is that the mere fact 
that marks are identical is sufficient to prevent your using the mark even in a totally 
unrelated field. 

Mr. Liddy: 1 don’t so understand the law. I know the New York cases have 
gone quite far. One court has said that if A has used the mark X on steam rollers, 
that would not prevent B from using the mark X on lipsticks, because the public 
would not be likely to believe they came from a common source. Your understand- 
ing of the New York law is that it wouldn’t make any difference—if the mark were 
the same, it couldn’t be used on steam rollers and on lipsticks, too. I do not so 
understand the New York law. 


(From the Audience): The nature of the mark is very important though. 
Mr. Liddy: Yes, but I would not go so far as to say that as long as the marks 
were identical, it wouldn’t matter in New York what the products were. 


Question: The mutilation mark has always bothered me. Suppose we assume 
that in the classic shoe polish case that label was the only thing your client ever 
used. He never used “Griffin” by itself. As I understand it, you think it would 
be a good idea to register the label and also “Griffin.” 

Mr. Liddy: Yes. 


(From the Audience): And Derenberg says that is a mutilation. 
Mr. Liddy: Yes. 


(From the Audience): Isn’t your view perhaps colored by the fact that if you 
are not a patent lawyer yourself, we get confused with the question of breadth of 
claim? Most lawyers would think the registration of “Griffin” gave you a broader 
claim than the registration of the whole label. As you know, the registration doesn’t 
increase your common law rights. So if you register the mark, aren’t you getting 
everything the statute can give you? I think in an infringement proceeding if 
someone used “Griffin’’ without the label, you could stop him and you could stop 
him if he used “Griffin” with the label. 

Mr. Liddy: You could, of course, stop the infringer in either case. Remem- 
ber the word “Griffin” isn’t used alone on that label. But it is brought to the public 
alone in many different ways. This week’s radio program may present it alone. 
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(From the Audience): Suppose you had not used it at all but were just using 
it on your radio program. 

Mr. Liddy: That would not be trade-mark use. My point is this. The test 
shouldn’t be whether it is or is not used alone on a label, but whether it is capable of 
identifying the source of the product. I think you should have the right to assert 
that each separate element, as well as the ensemble, is capable of distinguishing 
your product. That is what you state in effect when you file your separate appli- 
cations. There is no rule that I know of against using more than one trade-mark 
for one product. If “Griffin” is my mark and this design element is my mark, then 
[ should be able to register each separately as well as together. 


Question: May I ask what is the advantage of double registration ? 

\Mr. Liddy: Let us assume the defendant infringed the word element in my 
trade-mark. I would like to stress my registration of my word mark. I will show 
the manner in which my mark is actually used and the manner in which the de- 
fendant actually used his. I will plead and introduce all my registrations. There 
is no attempt to deceive the court in any way. If you have registered the word 
mark, that registration is evidence of your claim of right. You are on record as 
having claimed that the word element alone is capable of distinguishing your prod- 
uct. You make the same claim for the design element and, of course, you claim 
that the combination of the two is capable of identifying your preduct. I think 
that is an advantage. 


Question: Can you claim any more than you actually use? 
Mr. Liddy: No. 


(From the Audience): In this case you are using a bottle with a composite 
mark of “Griffin” and the inverted triangles and everything else. You may have 
a registration of the whole works or you may have a registration of the inverted tri- 
angles. But your claim of exclusive right to the inverted triangles can be no stronger 
than your actual use of the whole composite mark. If that is so, what advantage 
do you get by the registration, let us say, of the inverted triangle? 

Mr. Liddy: Only that you have claimed and put everyone on notice that that is 
capable of distinguishing your product by itself. 


(From the Audience): You think you have a better foundation there? 
Mr. Liddy: Yes, I think so. 


(From the Audience): 1 think there is one thing we might consider here. That 
is that one of the reasons for the act is that the Patent Office and the courts fre- 
quently had different views on many subjects. One of the purposes of the act was 
to try as much as possible to get the Patent Office and the court together with the 
same idea towards trade-marks. I think, therefore, the Patent Office would be very 
glad to register all the items in this case. 

Mr. Liddy: Yes. 

Mr. Navin: I think we have now taken enough of Mr. Liddy’s time. I would 
like to thank him very much for the interesting talk. 
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Appendix 


1. Limits of Protection Afforded Secondary Meaning Marks. Armstrong 
Paint & Varnish Works v. Nu-Enamel Corporation, 305 U. S. 315; 83 L.Ed. 195: 
“Here we have a secondary meaning to the descriptive term ‘Nu-Enamel.’ This 

establishes entirely apart from any Trade-Mark Act, the common law right of the 
Nu-Enamel Corporation to be free from the competitive use of these words as a 
trade-mark or trade-name. . . . This right of freedom does not confer a monopoly 
on the use of the words. It is a mere protection against their unfair use as a trade- 
mark, or trade-name by a competitor seeking to palm off his products as those of 
the original user of the trade-name. This right to protection from such use be- 
longs to the user of a mark which has acquired a secondary meaning. He is in this 
sense the owner of the mark.” 

2. Secondary Meaning Marks Registrable Under Lanham Act. Section 2({)-— 
Lanham Act: “Nothing herein shall prevent the registration of a mark used by the 
applicant which has become distinctive of the applicant’s goods in commerce.” 
and further ‘““The Commissioner may accept a prima facie evidence that the mark 
has become distinctive, as applied to the applicant’s goods in commerce, proof of 
substantially exclusive and continuous use thereof as a mark by the applicant in 
commerce for the five years next preceding the date of the filing of the application 
for its registration.” 

3. Effect of Registration Under the Ten-Year Clause of the Act of 1905. 
Davids Co. v. Davids, 233 U. S. 461: “Congress evidently had in mind the fact 
that marks, although not susceptible of exclusive appropriation at common law, fre- 
quently acquired a special significance in connection with particular commodities, 
and the language of the fourth proviso was carefully chosen in order to bring within 
the statute those marks which, while not being technical trade-marks, had been in 
‘actual and exclusive use’ as trade-marks for ten years next preceding the passage 
of the Act... . It was not the intention of Congress thus to provide for a bar- 
ren notice of an ineffectual claim, but to confer definite rights. The applicant who, 
by virtue of actual and exclusive use is entitled to register his mark under this 
clause, becomes on due registration the ‘owner’ of a ‘trade-mark’ within the mean- 
ing of the act, and he is entitled to be protected in its use as such.” 

4. Cana Merely Descriptive Term Indicate Origin? Charles of The Ritz, Inc. 
v. Elizabeth Arden Sales Corporation, 603 O. G. 10, decided April 22, 1947 : “Coun- 
sel for appellant have cited many cases by this and other courts which hold that a 
notation or term in a trade-mark which is merely descriptive of the goods on which 
the trade-mark is used, cannot indicate origin. It is unnecessary that we refer to 
those cases because this court has frequently held to that effect.” 

BLAND, J. (specially concurring): The majority’s opinion is sound and prop- 
erly affirms the clear and logical decision of First Assistant Commissioner Leslie 
Frazer. However, the following portion of the opinion is unnecessary in view of 
the fact that all agree that no part of the marks is descriptive: 

“Counsel for appellant have cited many cases by this and other courts which 
hold that a notation or term in a trade-mark which is merely descriptive of the 
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goods on which the trade-mark is used cannot indicate origin. It is unnecessary 
that we refer to those cases because this court has frequently held to that effect. 

“A great number of very valuable and well-known trade-marks are clearly de- 
scriptive of the goods upon which they are used and serve to indicate origin, some 
of them by reason of secondary meaning. While secondary meaning does not help 
an applicant for registration under the 1905 Trade-Mark Act, it is not quite proper 
to say that a part of a trade-mark which is descriptive cannot indicate origin. It 
may, to say the least, help to indicate origin. It is true, however, that this and 
other courts have used broad language in this connection and have not gone to the 
trouble of pointing out that there are exceptions to such a rule. I have in most 
cases dissented where a majority expressed such views. The Personal Products 
Corp. v. Allen Laboratories, Inc., 31 C. C. P. A. (Patents) 889, 894, 141 F. (2d) 
702, 61 U.S. P. Q. 187. 

“It would be difficult to point out which part of the mark ‘Coca-Cola,’ both being 
descriptive, indicates origin or helps to indicate origin. 

“The statement of the majority properly applies where a mark such as ‘Arrow 
Beans’ is involved, because ‘Beans’ is not only descriptive but is the name of the 
goods and, of course, that portion of the mark does not indicate origin. But take 
the mark ‘Arrow-Line’ and apply it to goods like a line of shirts; the word ‘Line,’ 
although descriptive, becomes an integral part of the mark and serves to indicate 
origin.” 

5. Right to Extend Mark to Other Markets Must Be Exercised Promptly. 
Dwinell-Wright Co. v. White House Milk Co., Inc., 132 F. (2d) 822: “The plain- 
tiff has never sold milk; neither the defendant nor any of its predecessors has ever 
sold tea or coffee; and the action must rest, as indeed it does, upon the well estab- 
lished principle that the owner of a mark may protect its use upon goods other than 
those which he himself sells, provided they are not too different from his. 

“If however the question comes up, not when the newcomer is actually com- 
peting in the owner’s market, but when, as here, he is selling goods which the owner 
has never sold, though they are like enough to make people think him their source, 
the determining considerations are different. The owner’s only interest in prevent- 
ing such a use of his mark is because he may wish to preempt the market for later 
exploitation, or not to expose his reputation to the hazard of the newcomer’s busi- 
ness practices, or both... . . The right to preempt is a very slender thread indeed ; 

. The owner’s rights in such appendant markets are easily lost; they must 
be asserted early, lest they be made the means of reaping a harvest which others have 
sown.” 

5(a). Registration is Notice. “Sec. 22. Registration of a mark on the princi- 
pal register provided by this Act or under the Act of March 3, 1881, or the Act of 
February 20, 1905, shall be constructive notice of the registrant’s claim of owner- 
ship.” 

6. What Are An Owner's Rights in His Mark with Respect to Products Other 
Than His Own? Yale Electric Corporation v. Robertson, 26 F. (2d) 972 at 974: 
“It has of recent years been recognized that a merchant may have a sufficient eco- 
nomic interest in the use of his mark outside the field of his own exploitation to 
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justify interposition by a court. His mark is his authentic seal; by it he vouches 
for the goods which bear it; it carries his name for good or ill. If another uses 
it, he borrows the owner’s reputation, whose quality no longer lies within his own 
control. This is an injury, even though the borrower does not tarnish it, or divert 
any sales by its use; for a reputation, like a face, is the symbol of its possessor and 
creator, and another can use it only as a mask. And so it has come to be recognized 
that, unless the borrower’s use is so foreign to the owner’s as to insure against any 
identification of the two, it is unlawful.” 

7. The Design Rather than the Word Elements May Constitute Predominant 
Features of the Mark or Label. Griffin Manufacturing Company, Inc. v. Pola-Wite 
Products Corp., U. S. D. C., May 5, 1943, 33 T.-M. Rep. 275; 57 U. S. P. Q. 295. 

J. A. Fee, D. J. (Opinion—Oral) : “This is a pure question of fact. The ques- 
tion is whether the design, which is very distinctive, is the salient part of the box 
cover, rather than the color or the wording. The facts have been developed by 
placing the label before the court. It is a simple question of fact and I determine 
it for the plaintiff. The injunction will issue.” 

8. Brown Chemical Co. v. Meyer, 1891, 139 U. S. 540. 

Higgins v. Higgins, 1895, 144 N. Y. 462. 
Royal Baking Powder v. Royal, 1903, 6 Cir. 122 Fed. 337. 
Howe Scale Co. v. Wyckoff, Seamans & Benedict Co., 1905, 198 U. S. 118. 
Goldwyn Pictures Co. v. Goldwyn, 1924, 2 Cir., 296 Fed. 391. 
Tomsky v. Clark, 1925, 73 C. A. 412. 
Rowley v. Rowley, 1927, 3 Cir. 18 F. (ad) 704. 
. Restatement of the Law of Torts, Sec. 744 (d): 
Herring-Hall, Marvin Safe Co. v. Hall Safe Co., 1908, 208 U. S. 554, 559. 
Chickering v. Chickering & Sons, 1914, 7 Cir., 215 Fed. 490. 
Waterman v. Modern Pen Co., 1914, 235 U. S. 88. 
Lloyd Laboratories Inc. v. Lloyd Bros., Pharmacists, 1942, 6 Cir., 131 F. 
(2) 703, 707. 
In re Sawyer Electrical Mfg. Co., C. C. P. A. 1944, 144 F. (2) 893. 

10. Distinction Between the Right of an Individual to Use His Name in Hts 
Personal Business and the Right to Use an Individual Name in a Corporate Name. 
Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stories, Inc., 20 F. Supp. 703: 
“Defendant next urges that it has merely used an abbreviation of the surnames of 
its incorporators and sole stockholders, and that this it is entitled to do regardless 
of the plaintiff’s rights. It will be observed, however, that the defendant did not 
use the names ‘Aronberg and Podolsky.’ It is obvious that the purpose of defend- 
ants’ incorporators was not to acquaint the public with the fact that these*men were 
interested in its business. If this had been their purpose their surnames would 
have been used. I am satisfied that, on the contrary, their intention was to appro- 
priate whatever value they could of the plaintiff’s trade-name ‘A & P’ and to ex- 
cuse this action on the ground that these initials represented their own surnames. 
This, however, is not a sufficient excuse under the circumstances. Great Atlantic & 
Pacific Tea Co. v. A. & P. Meat Market, 138 Misc. 224, 244 N. Y. S. 535.” 

“In this connection it should be noted that there is a distinction between the right 
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of an individual to use his name in his personal business and the right to use ‘an 
individual name or initial’ in a corporate name. In the case of a corporation there 
is no right to use a corporate name containing the individual name of an incorpora- 
tor if such use will infringe upon a prior right or a well-known corporate name. 
Nims on Unfair Competition and Trade-Marks (3d ed.), p. 248; R. W. Rogers 
Co.v. Wm. Rogers Mfg. Co. (C. C. A.), 70 F. 1017 ; Clark Thread Co. v. Armitage 
(C. C. A.), 74 F. 936. In other words, while an honest use of a family name in a 
personal business will not be enjoined, honest motives and absence of fraudulent 
intent are no defenses where the licensing of a name to a corporation is involved. 
This is for the reason that a corporation may select any name not already appro- 
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priated, whereas there is a natura] inclination on the part of an individual to trade 
under his own name.” 

10(a). “Whenever it appears that confusion might result, it is because the 
goods have the same descriptive properties. We reason from the effect to the cause.” 
(Smyth, C. J. in California Packing Corporation v. Price-Booker Mfg. Co., C. A. 
D. C. 285 Fed. 993.) 

11. Transcontinental Oil Co. v. Harlan-Wallins Coal Corp., C. C. P. A. 64 F. 
(2d) 122; 23 T.-M. Rep. 208; 17 U. S. P. Q. 230. 

12. “To hold that the goods now in question, namely, gasoline and coal, are of 
the same descriptive properties necessitates the taking of a step beyond the Harlan- 
Wallins case... . It is concluded that the rule of the Harlan-Wallins case, supra, 
should not be extended to the goods here in question, and accordingly the decision of 
the Examiner of Interferences (Trade-Marks) is reversed and the petition of the 
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opposer is denied. (Spencer, First Ass’t Comm., in Ashland Refining Co. v. 
United Collieries, Inc., 20 U.S. P. Q. 171; 24 T.-M. Rep. 86. 

13. Kenten Pharmacal Co., Inc. v. Monroe Chemical Co., 27 U. S. P. Q. 269; 
John J. Streett v. The Corby Baking Co., Inc., 16 T.-M. Rep. 605. 

14. White House Milk Products Co. v. Dwinell-Wright Co., 111 Fed. (2d) 
490 ; 27 C. C. P. A., Patents, 1194. 

15. Act of 1946, Sec. 19: “In all inter partes proceedings equitable principles 
of laches, estoppel, and acquiescence, where applicable may be considered and ap- 
plied. The provisions of this section shall also govern proceedings heretofore begun 
in the Patent Office and not finally determined.” 





ANDREW J. McPARTLAND, INC. v. MONTGOMERY WARD CO., INC. 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 5304 


Brief of the United States Trade-Mark Association as Amicus Curiae 


This case is before the Court on appeal from a decision of the Commissioner of 
Patents sustaining the petition of Appellee, Montgomery Ward Co. to cancel the 
certificate of registration of the trade-mark, “Kwixtart,’ for storage batteries 
registered by Appellant, Andrew J. McPartland, under the trade-mark Act of 1905. 

The petition to cancel was sustained on the ground that the mark, “Kwixtart,” 
is a misspelling of “quick start’ and descriptive of the batteries to which it is ap- 
plied. 

Between the time that the appeal was filed and the date of hearing, the Trade- 
Mark Act of July 5, 1946, popularly referred to as the Lanham Trade-Mark Act 
become effective. 

The United States Trade-Mark Association, an association of Trade-Mark 
owners located throughout the United States, asked for and has been granted per- 
mission to file its brief, Amicus Curiae, because of the importance of the questions 
involved to all trade-mark owners. 

The questions included in the letter from the United States Court of Customs 
and Patent Appeals are: 

1. Does the Lanham Trade-Mark Act apply to an appeal pending in that 
Court, filed before the effective date of the Act but considered after that date, per- 
taining to the cancellation of a trade-mark registered under the Act of 1905? 

2. If so, did Congress intend to modify the meaning of Section 5 of the 1905 
Act when it omitted from Section 2(e) of the 1946 Act the words “or of the char- 
acter or quality of such goods?” 





* Editor's Note: The C. C. P. A. on November 29, 1947, affirmed the decision of the Com- 
missioner of Patents. The decision of the court will appear in the January, 1948, issue of the 
TRADE-MARK REPORTER. 
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1. First Question 
A. The Lanham Act does not apply to the present appeal. 
Sub-section 47(b) of the new Act provides: 


(b) In any case in which an appeal is pending before the United States Court of 
Customs and Patent Appeals or any United States Circuit Court of Appeals or the United 
States Court of Appeals for the District of Columbia or the United States Supreme 
Court at the effective date of this Act, the court, if it be of the opinion that the provisions 
of this Act are applicable to the subject matter of the appeal, may apply such provision 
or may remand the case to the Commissioner or to the district court for the taking of 
additional evidence or a new trial or for reconsideration of the decision on the record as 
made, as the appellate court may deem proper. 


In seeking to determine what provisions of the Act are “applicable to the sub- 
ject matter of the appeal,” a Court must consider sub-section 46(a) which states 
‘This act shall be in force and take effect one year from its enactment, but except 
as otherwise herein specifically provided shall not affect any suit, proceeding, or 
appeal then pending.” The Court must therefore determine what provisions of the 
statute are specifically applicable to an appeal pending at the effective date of the 
Act. 

This problem was considered in the hearings’ on the Lanham Bill; there was 
general agreement that the only sections of the statute specifically applicable were 
Section 19, concerning equitable defenses, and Section 47(a) covering the amend- 
ment of an application to register to bring it under the new Act. An examination 
of the statute supports this conclusion, and unless one of these sections is involved, 
we believe the Lanham Act does not affect this appeal now pending before the Court 
of Customs and Patent Appeals, and which was pending on July 5, 1947. This 
would seem to be sound policy; suits begun under the 1905 Act should, so far as 
possible be determined under that Act without changing the law in the middle of 
the case. The Second Circuit Court of Appeals has already noted that the Act is 
made inapplicable by sub-section 46(a) to pending appeals.’ 


B. Even if the provisions of 46(a) do not apply to the present appeal, nevertheless 
under the provisions of the present act the grounds for cancellation of 1905 
registrations include the grounds specified under the 1905 Act. 

Provisions in sub-sections 46(a) and 46(b) make 1905 registrations subject to 
Sections 8, 12, 14 and 15 of the Act. Since Section 14 deals with cancellation, it 
can be argued that the Act is applicable to the subject matter of this appeal. It 
would then become necessary for the Court to determine the effect of that section. 

Section 14 provides “‘any person who believes that he is or will be damaged by 
the registration of a mark . . . . under the Act of March 3, 1881, or the Act of 
February 20, 1905, may upon the payment of the prescribed fee apply to cancel 
said registration. . . .”’ The section is by these words made directly applicable to 





1. Hearing on H. R. 102 before the House Subcommittee on Trade-Marks November 4, 1941, 
page 157, 77th Congress, Ist Session. 


. cA — Apparel Creators v. Wieder of California, Inc., 162 F. (2d) 893, 900 (C. C. A. 
, 1947). 
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cancellation proceedings against the 1905 or 1881 registration. When and upon 
what grounds may such cancellation proceedings be brought ? 
The last provision of sub-section 14(c) provides: 


Any person who believes that he is or will be damaged by the registration of a mark 

. . under the Act of March 3, 1881 or the Act of February 20, 1905, may upon pay- 
ment of the prescribed fee apply to cancel said registration... . (c) atany time... . 
if the mark was registered under the Act of 1881 or the Act of 1905 and has not been pub- 
lished under the provisions of sub-section (c) of Section 12 of this Act. 


This language is highly ambiguous. It could be taken to mean that any 1905 
or 1881 Act registration not republished under Section 12(c) was subject to can- 
cellation on the ground that it had not been so republished. Such an interpretation 
would be in direct conflict with sub-section 46(b) which provides that “registra- 
tions now existing under the Act of March 3, 1881 or February 20, 1905 shall con- 
tinue in full force and effect for the unexpired terms thereof and may be renewed 
under the provisions of Section 9 of this Act.” 

It would appear, therefore, that this provision was included in the section to 
make it clear that the five-year limitation on the time within which certain cancella- 
tion proceedings could be brought was not meant to apply to registrations under 
these early Acts. As to them, cancellation may still be sought ‘“‘at any time” just as 
under Section 13 of the 1905 Act. 

The only provision of the section which could be construed to set up grounds 
for cancellation of these marks is sub-section (c). However, (c) contains no pro- 
vision for cancellation on the ground of priority of use or on the ground that the 
registered mark is descriptive, geographic or a surname. To hold that (c) fur- 
nished the only grounds for cancellation of 1905 or 1881 Act registrations would 
be to grant a form of incontestability to them as of the effective date of this Act. 
This the statute is clearly not intended to do. 

The provisions of the 1905 Act have been repealed only “insofar as they are in- 
consistent” with the provisions of the Lanham Act (see Section 46(a)). The new 
Act specifically provides that the repeal shall not affect the validity of registrations 
granted under any of the prior Acts “‘except as provided in Sections 8, 12, 14, 15 
and 47 of this Act.” There is no provision in Section 14 which makes inapplicable 
the grounds for cancellation contain in the 1905 Act. 

It may be argued by one of the parties to the instant case that the final clause of 
Section 47(a) indicates an intent to repeal the entire Act of 1905 except with re- 
spect to applications pending at the effective date of the new Act. Section 47(a) 
provides for the prosecution of applications filed under the prior Acts in accordance 
with the Acts under which they were filed and states that “said acts are hereby con- 
tinued in force to this extent and for this purpose only, notwithstanding the fore- 
going general repeal thereof.” It is respectfully submitted that this clause is ob- 
viously intended only to constitute an exception to the “general repeal” and that 
the “general repeal” is a repeal only of inconsistent parts of the 1905 Act with a 
specific reservation that it shall not affect the validity of registrations granted un- 
der the 1905 Act with certain exceptions which have been demonstrated to be in- 
applicable. 
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As presently written, therefore, Section 14 must be taken to mean that the 
grounds for cancellation that have been used continue to exist; that those grounds 
set forth in Section 13 of the 1905 Act are still applicable to registrations under the 
early Acts not republished under 12(c) of the Lanham Act. 

The ambiguities of Section 14 would be resolved by the adoption of the Ameri- 
can Bar Association amendments providing for cancellation “if it appears after, 
a hearing (1) in the case of a registration of a mark under the Act of March 3, 
1881 or the Act of February 20, 1905, which has not been published under Section 
12(c) of this Act that the registrant was not entitled to register the mark at the 
date of his application for registration thereof or that the mark has been abandoned.” 

It may well be noted that these ambiguities are typical of this section. Equally 
difficult problems of interpretation arise where the cancellation of marks registered 
or republished under this Act are considered. No grounds of cancellation are 
stated under either sub-sections (a) or (b). An amendment designed to clarify 
the section has been proposed by the American Bar Association and approved, 
among others, by The United States Trade-Mark Association and The New York 
Patent Law Association. However, it has not yet been adopted by Congress. 

Properly interpreted, the present section permits cancellation of 1905 registra- 
tions on the grounds set forth in Section 13 of the 1905 Act. Such a registration 
is therefore subject to cancellation on the ground that it is descriptive within the 
meaning of Section 5 of that Act and is not affected by any possible change in the 
definition of descriptiveness made by sub-section 2(e) of the Lanham Act. 

It is our conclusion in answer to the first question, that properly interpreted 
the new Act does not apply to the present appeal. Moreover, the adoption of an 
opposite view which would hold the Act applicable, would have no effect on the 
subject matter of the present appeal, since the Act of 1946 permits cancellation of 
1905 registrations on the grounds set forth in Section 13 of the Act of 1905. 


2. Second Question 
The test of descriptiveness is the same under both acts. 


The elimination of the words “or of the character and quality of the goods” 
found in the 1905 Act is merely part of an effort to remove surplus verbiage from 
the new statute. This phrase was dropped in the earliest version of the Lanham 
Bill; in fact it was considered unnecessary as early as 1924 when the Ernst Bill,” 
the predecessor of the present Act, was first introduced. Nowhere in the hearings 
of the statute was any significance attached to this change in the wording. 

One of the definitions of “description” given in Webster's International Dic- 
tionary is “an enumeration of the essential qualities of the thing or species.” The 
greater includes the lesser; a word descriptive of the character or quality of the 
goods, or of any of their qualities or characteristics, is necessarily descriptive “when 
applied to the goods.” 

To hold otherwise would require a holding that Congress intended to permit 
the registration, and consequently the monopolization, of such words as “hard” for 


3. S. 2679—69th Congress, Ist Session, Feb. 1924, Sec. 2(e). 
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steel; ‘‘soft” for feathers; and “white” for bread—a conclusion most difficult to 
support on a practical basis. We find it impossible to believe that the Act was in- 
tended to permit registration of such marks, and even if it were, they could not be 
enforced against competitors who used them in good faith (see Sec. 33(b) (4)). 


Respectfully submitted, 
SYLVESTER J. Lippy, 
Acting Counsel, 
The United States Trade-Mark Association. 


Note: This brief was approved by the Lawyers’ Advisory Committee of The 
United States Trade-Mark Association and adopted by the Board of Directors, 
November 7, 1947. 


EXTENSION OF TIME FOR RENEWING TRADE-MARK 
REGISTRATIONS: FRANCE 


By the President of the United States of America 


A Proclamation 


Whereas by the act of Congress approved July 17, 1946, 60 Stat. 568, the Presi- 
dent is authorized, under the conditions prescribed in that act, to grant an exten- 
sion of time for the fulfillment of the conditions and formalities for the renewal of 
trade-mark registrations prescribed by section 12 of the act authorizing the regis- 


tration of trade-marks used in commerce with foreign nations or among the sev- 
eral States or with Indian tribes, and to protect the same, approved February 20, 
1905, as amended (15 U. S. C. 92), by nationals of countries which accord sub- 
stantially equal treatment in this respect to citizens of the United States of America: 

Now, therefore, I, Harry S. Truman, President of the United States of Amer- 
ica, under and by virtue of the authority vested in me by the aforesaid act of July 
17, 1946, do find and proclaim that with respect to trade-marks of nationals of 
France registered in the United States Patent Office which have been subject to 
renewal on or after September 3, 1939, there has existed during several years since 
that date, because of conditions growing out of World War II, such disruption or 
suspension of facilities essential to compliance with the conditions and formalities 
prescribed with respect to renewal of such registrations by section 12 of the afore- 
said act of February 20, 1905, as amended, as to bring such registrations within the 
terms of the aforesaid act of July 17, 1946; that France accords substantially equal 
treatment in this respect to trade-mark proprietors who are citizens of the United 
States, and that accordingly the time within which compliance with conditions and 
formalities prescribed with respect to renewal of registrations under section 12 of 
the aforesaid act of February 20, 1905, as amended, may take place is hereby ex- 
tended with respect to such registrations which expired after September 3, 1939, 
and before July 5, 1947, until and including June 30, 1948. 

In Witness Whereof, 1 have hereunto set my hand and caused the Seal of the 
United States of America to be affixed. 
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Done at the City of Washington this 10th day of November in the year of our 
Lord nineteen hundred and forty-seven and of the independence of the United 
States of America the one hundred and seventy-second. 

[SEAL] 

Harry S. TRUMAN 
By the President : 
G. C. MARSHALL, 
Secretary of State. 


[F. R. Doc. 47-10104; filed, November 12, 1947; 10:49 a.m.] 


EXTENSION OF TIME FOR RENEWING TRADE-MARK 
REGISTRATIONS: THE NETHERLANDS 


By the President of the United States of America 


A Proclamation 


Whereas by the act of Congress approved July 17, 1946, 60 Stat. 568, the Presi- 
dent is authorized, under the conditions prescribed in that act, to grant an extension 
of time for the fulfillment of the conditions and formalities for the renewal of 
trade-mark registrations prescribed by section 12 of the act authorizing the regis- 
tration of trade-marks used in commerce with foreign nations or among the sev- 
eral States or with Indian tribes, and to protect the same, approved February 20, 
1905, as amended (15 U. S. C. 92), by nationals of countries which accord sub- 
stantially equal treatment in this respect to citizens of the United States of America: 

Now, therefore, 1, Harry S. Truman, President of the United States of America, 
under ar.d by virtue of the authority vested in me by the aforesaid act of July 17, 
1946, do find and proclaim that with respect to trade-marks of nationals of the 
Netherlands registered in the United States Patent Office which have been subject 
to renewal on or after September 3, 1939, there has existed during several years 
since that date, because of conditions growing out of World War II, such disrup- 
tion or suspension of facilities essential to compliance with the conditions and for- 
malities prescribed with respect to renewal of such registrations by section 12 of 
the aforesaid act of February 20, 1905, as amended, as to bring such registrations 
within the terms of the aforesaid act of July 17, 1946; that the Netherlands ac- 
cords substantially equal treatment in this respect to trade-mark proprietors who 
are citizens of the United States, and that accordingly the time within which com- 
pliance with conditions and formalities prescribed with respect to renewal of reg- 
istrations under section 12 of the aforesaid act of February 20, 1905, as amended, 
may take place is hereby extended with respect to such registrations which expired 
after September 3, 1939, and before June 30, 1947, until and including June 30, 
1948. 

In Witness Whereof, I have hereunto set my hand and caused the Seal of the 
United States of America to be affixed. 
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Done at the City of Washington this 10th day of November in the year of our 
Lord nineteen hundred and forty-seven, and of the Independence of the United 
States of America the one hundred and seventy-second. 


[SEAL] 
Harry S. TRUMAN 
By the President : 
G. C. MARSHALL, 
Secretary of State. 


[F. R. Doc. 47-10105; filed, November 12, 1947; 10:49 a.m.] 





EXTENSION OF TIME FOR RENEWING TRADE-MARK 
REGISTRATIONS: FINLAND 


By the President of the United States of America 


A Proclamation 


Whereas by the act of Congress approved July 17, 1946, 60 Stat. 568, the Presi- 
dent is authorized, under the conditions prescribed in that act, to grant an extension 
of time for the fulfillment of the conditions and formalities for the renewal of 
trade-mark registrations prescribed by section 12 of the act authorizing the regis- 
tration of trade-marks used in commerce with foreign nations or among the several 
States or with Indian tribes, and to protect the same, approved February 20, 1905, 
as amended (15 U. S. C. 92), by nationals of countries which accord substantially 
equal treatment in this respect to citizens of the United States of America: 

Now, Therefore, I, Harry S. Truman, President of the United States of Amer- 
ica, under and by virtue of the authority vested in me by the aforesaid act of July 
17, 1946, do find and proclaim that with respect to trade-marks of nationals of 
Finland registered in the United States Patent Office which have been subject to 
renewal on or after September 3, 1939, there has existed during several years since 
that date, because of conditions growing out of World War II, such disruption or 
suspension of facilities essential to compliance with the conditions and formalities 
prescribed with respect to renewal of such registrations by section 12 of the afore- 
said act of February 20, 1905, as amended, as to bring such registrations within the 
terms of the aforesaid act of July 17, 1946; that Finland accords substantially equal 
treatment in this respect to trade-mark proprietors who are citizens of the United 
States ; and that accordingly the time within which compliance with conditions and 
formalities prescribed with respect to renewal of registrations under section 12 of 
the aforesaid act of February 20, 1905, as amended, may take place is hereby ex- 
tended with respect to such registrations which expired after September 3, 1939, 
and before June 30, 1947, until and including June 30, 1948. 

In Witness Whereof, I have hereunto set my hand and caused the Seal of the 
United States of America to be affixed. 

Done at the City of Washington this 5th day of December, in the year of our 
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Lord nineteen hundred and forty-seven and of the Independence of the United 
States of America the one hundred and seventy-second. 


[SEAL] 
Harry S. TRUMAN 
By the President : 
Rospert A. Lovett, 
Acting Secretary of State. 


[F. R. Doc. 47-10881; filed, December 8, 1947; 12:00 m.] 


TRADE-MARKS IN PATENT APPLICATIONS 


The attention of the Office has been repeatedly called to the use of trade-marks 
in specifications as common descriptive nouns. Such use is often cause for em- 
barrassment to the party owning the trade-mark. 

The relationship between a trade-mark and the product it identifies is some- 
times indefinite, uncertain and arbitrary. The formula or characteristics of the 
product may change from time to time yet continue to be sold under the same trade- 
mark. In patent specifications, every element or ingredient of the product should 
be set forth in positive, exact, intelligible language, so that there will be no uncer- 
tainty as to what is meant. Arbitrary trade-marks which are liable to mean differ- 
ent things at the pleasure of manufacturers do not constitute such language. 

However, if the product to which the trade-mark refers is otherwise set forth in 
such language that its identity is clear the examiners are authorized to permit the 
use of the trade-mark if it is distinguished from common nouns, as by capitalization 
and/or quotation marks. 

If the trade-mark has a fixed and definite meaning it constitutes sufficient iden- 
tification unless some physical or chemical characteristic of the article or material 
be involved in the invention. In that event as also in those cases where the trade- 
mark has no fixed and definite meaning, identification by scientific or other explana- 
tory language is necessary. 

Where the identification of a trade-mark is introduced by amendment it must 
be restricted to the characteristics of the product at the time the application was 
filed to avoid any question of new matter. 

This notice supersedes the notice of December 3, 1946 relating to this subject. 





























LAWRENCE C. KINGSLAND, 
Comuitssioner. 


November 18, 1947 
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BOOK REVIEW 


FEDERAL ADMINISTRATIVE PROCEDURE ACT AND THE ADMINISTRATIVE AGENCIES, 
WITH NOTES AND INSTITUTE PROCEEDINGS (New York University School of 
Law Institute). 

Reviewed by Joe E. Daniels* 


The Institute proceedings, set out in this one volume publication, cover not only 
the history of the Federal Administrative Procedure Act and an analysis and in- 
terpretation of its more important provisions by authorities on the subject, but also 
include an account of the steps taken by fourteen separate government agencies to 
put the Act into effect and its probable future effect on the agency involved and its 
procedures and practice. These statements as to individual agencies are made in 
some instances by the head of the agency, in others by one of its counsel, and in 
three instances by lawyers who have practiced before the agency. 

The agencies covered by the specific chapters setting out their action under the 
Act and its future impact upon them include: 


1. The Federal Communications Commission. 
The Civil Aeronautics Board. 

The Bureau of Internal Revenue. 

The Federal Power Commission. 

The Post Office Department. 

The Securities Exchange Commission. 

The United States Patent Office. 

The Immigration and Naturalization Service. 
The Interstate Commerce Commission. 

The Department of Agriculture. 

Food & Drug Division, Federal Security Agency. 
The Federal Trade Commission. 

The Department of Labor. 

The National Labor Relations Board. 


2. 
3. 
4. 
5. 
6. 
Fe 
8. 
9. 
0. 


Tlie discussion of specific agencies is preceded by a discussion of the Legisla- 
tive Background of the Act by Arthur T. Vanderbilt, Dean of New York Uni- 
versity School of Law, an analysis of the Act by Carl McFarland, Chairman Amer- 
ican Bar Association Committee on Administrative Law, 1941-1946, and a “Critique 
of the Federal Administrative Procedure Act” by Frederick F. Blachly, Lecturer in 
Public Administration, Graduate School of the American University. They are 
followed by analytical legal discussions of three of the principal subjects of the 
Act—rule making, adjudication and judicial review—by David Reich, Office of the 
Assistant Solicitor General, Ashley Sellers, former Assistant War Food Adminis- 
trator, and John Dickinson, Vice-President and General Counsel, Pennsylvania 
Railroad, respectively. 


_ * Member of the New York Bar. Mr. Daniels has been appointed Assistant Commissioner 
of Patents since writing this review. 
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Discussion periods followed each of the papers read at the Institute, both gen- 
eral and as to specific agencies, and from the questions and answers reported it is 
apparent that some of the members of the audience had participated in the formula- 
tion of this law and were keenly aware of its problems. A reading of these discus- 
sions, which in a few instances were sharply controversial, gives the impression to 
one who was not present, that they were spontaneous and that the questions repre- 
sented real interest. The answers were, in some instances, surprisingly frank. 

As pointed out by Dean Vanderbilt, one of the legal authorities who was active 
in the formulation of the Act, in a Foreword, the Federal Administrative Proced- 
ure Act “marks the beginning of a new era in administrative law.” Since the law 
applies to all agencies, questions concerning it arising from action in one agency 
may affect another, even though their problems, practice and procedures may have 
heretofore appeared to have little in common. 

Whether or not any individual lawyer, no matter how versatile, would ever 
have occasion to practice before all agencies covered specifically is open to ques- 
tion. It is probable that even with the “phenomenal growth of administrative 
agencies” and their increasing powers in recent years, referred to by Dean Vander- 
bilt, the practice of most lawyers who have occasion to appear before any of these 
agencies, would tend to be centered in a few, or perhaps in only one. Nevertheless, 
a broader understanding of the more controversial features of the Act, and of 
their intent, can be gained by considering the problems and practices of the differ- 
ent agencies. “Rule Making,” the subject of Section 4 of the Act, and one of the 
subjects considered of particular importance at the Institute, is better understood 
by the lawyer accustomed to Patent Office practice, when considered in the light of 
its application to problems of the Interstate Commerce Commission, the Securities 
Exchange Commission, or the Post Office Department. The right to and scope 
of judicial review of agency decisions, as governed by the Act (Section 10) are 
also made clearer by considering the types of decisions in the various agencies 
which may be or become subject to such review. 

No attempt will be made to consider the discussion of specific agencies except 
that as to the Patent Office. The chapter covering that agency specifically consists 
of a paper read by Casper W. Ooms, then Commissioner of Patents, and a discus- 
sion which followed it. After a brief but comprehensive statement of the functions 
of the United States Patent Office, the Commissioner considered the applicability 
of the Act to the Patent Office generally, reviewed the compliance of the Patent 
Office with sections of the Act covering “Public Information,” (Section 3 of the 
Act) discussed the rule making functions of the Patent Office, its adjudicative 
functions, and judicial review of its decisions. 

The Commissioner expresses regret that the study of administrative procedure 
which led to the formulation of the Act “ignored” the Patent Office. He points out 
a statement in the report of the Attorney General’s Committee on Administrative 
Procedure that “the highly specialized character of the Patent Office” led to aban- 
donment of “‘plans to study this agency.”” He points out that “the conduct of that 
study, had it been made, would have disclosed that the methods of the Patent Office 
have, to a surprising degree, anticipated the problem” out of which the Act was born. 
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The Commissioner indicates that while the Patent Office has always made pub- 
lic the information required by Section 3 of the Act covering “Public Information” 
through publication in the Official Gazette and otherwise, that some amplification 
of the material published in the Federal Register is required, and had been made. 
He makes clear that all possible information both as to rules and decisions will be 
published, except insofar as precluded by the requirement of holding applications 
confidential. 

As to “Rule Making” (Section 4 of the Act) he indicates that the rules formu- 
lated to govern patent and trade-mark practice are not covered by the provisions of 
Section 4, and that the Patent Office does not have problems and functions covered 
by that Section. He points out that the Office has, however, complied substantially 
with the spirit of the Section even as to its rules as to procedure and practice, which 
are excepted from the provisions of this section. 

As to adjudication, the Commissioner again indicates that Sections 5, 7 and 8 
oi the Act do not apply to the Patent Office except in unusual cases and to an ex- 
tremely limited degree. As to the spirit of these sections, he states that the Patent 
Office has fully complied with the objectives of the Act for “more than one hundred 
years.” He also indicates that no substantial change in judicial review (Section 10 
of the Act) will result. 

From the foregoing it was obviously the opinion of Commissioner Ooms that 
the impact of this Act on the Patent Office would be slight, and this conclusion was 
not challenged in the “discussion” which followed. 

From the foregoing it might appear that this book would have little of interest 
to the Patent Office practitioner, particularly to one whose primary interest was 
trade-marks. While this appears to be true for routine matters, the application of 
the Act and its development, even in matters arising in other agencies, may come 
to have greater effect than is now apparent. For example, clarification of both 
rights to appeals not now provided, and the scope of such appeals, and perhaps as 
to certain petitions, and as to matters of qualification to practice, might cause the 
Act to assume importance in this field. As to these and other matters the history 
and theory of the Act are comprehensively, if theoretically, considered by this text. 
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PART II 


NATIONAL NUGRAPE COMPANY vy. GUEST, tTrapinc as TOT 
BEVERAGE COMPANY, et AL. 


No. 3488—C. C. A. 10—November 5, 1947 


TRADE- MARKS—EFFECT OF REGISTRATION—GENERAL 
Registration under 1905 Act creates only a rebuttable presumption of validity of the mark. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“NuGrape” held descriptive of carbonated grape drink and not a valid trade-mark. 
TRADE- MARKS—SECONDARY MEANING—GENERAL 
Words incapable of registration, as arbitrary trade-marks under the 1905 Act, may be 
entitled to protection if the term has acquired a secondary meaning indicating a single source. 
UNFAIR COMPETITION—DESCRIPTIVE MARKS—TESTS FOR RELIEF 
Plaintiff held to have failed to establish that ordinary purchasers, exercising due care 
under the circumstances would be misled; and trial court’s conclusion that plaintiff had 
failed to show palming off by defendant held correct. 


Appeal from Eastern District of Oklahoma. 

Trade-mark infringement and unfair competition suit by National NuGrape 
Company against James D. Guest, trading as Tot Beverage Company and Tru- 
Grape Company. Plaintiff appeals from judgment for defendant. Affirmed. 


Ernest P. Rogers, Atlanta, Ga. (Troy Shelton and Embry, Johnson, Crowe, Tolbert 


& Shelton, both of Oklahoma City, Okla., and Smith, Kilpatrick, Cody, Rogers 
& McClatchey, Atlanta, Ga., on the brief), for appellant. 
F. M. Dudley, Oklahoma City, Okla., for appellees. 


Before PuHILiirs, BRATTON and HuxMan, Circuit Judges. 
Huxmay, C. J.: 


This was an action by the National NuGrape Company, herein referred to as 
NuGrape, against James D. Guest, trading and doing business variously as Tot 
Beverage Company and Tru-Grape Company, herein referred to as Guest, for 
alleged infringement of NuGrape’s registered trade-mark and for unfair com- 
petition. From a judgment in favor of Guest, NuGrape has appealed. 

The facts are not in dispute. NuGrape is a Georgia corporation, located in At- 
lanta, Georgia. It and its predecessor have been manufacturing and marketing a 
carbonated grape drink since 1921, under the registered trade-mark of ‘“‘NuGrape.” 
“NuGrape,” exclusive of its predecessor, has expended more than $800,000.00 in 
advertising its beverages, all of which advertising featured the trade-mark “Nu- 
Grape,” and sells its product under that name in a majority of the states of the 
United States, including the State of Oklahoma. Its sales have aggregated more 
than $5,000,000.00. The trade-name “NuGrape” was registered in 1923, in the 
United States Patent Office under the Federal Trade-Mark Act of February 20, 
1905. On August 29, 1939, ‘““NuGrape” registered its trade-mark with the Secre- 
tary of State of Oklahoma, and received as of that date a certificate to that effect. 
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Guest has, since 1942, been engaged in manufacturing and marketing a grape 
drink under the name Tru-Grape, which he represents as a trade-mark for his 
product. His principal place of business is located at Duncan, Oklahoma, and his 
trade territory is largely the southeastern part of Oklahoma and Texas. In 1942, 
the defendant registered his trade-mark with the Secretary of State of Oklahoma. 
‘“NuGrape” protested the use of the name of ‘““Tru-Grape” by Guest as being an 
infringement of its trade-mark, but to no avail. Prior to the institution of this 
suit, ““NuGrape” sent two representatives into Guest’s trade territory, who, in the 
guise of customers, called upon the dealers in various towns and ordered either 
“NuGrape” or “Tru-Grape.” In about one-fourth of the places at which they 
called, they were served one drink though they had asked for the other. 

The trial court found that the consuming public was not confused in purchasing 
either of these drinks, and that while a mistake might be made when all reliance 
was placed on pronunciation ; that the bottles are totally different in size, shape and 
appearance ; that the tops are not similar; that the arrangement, color, design and 
general appearance of the labels and markings on the “Tru-Grape” bottles are in 
marked contrast to those of “NuGrape,” so that a customer would recognize in- 
stantly that he had not received what he had asked for if served a “Tru-Grape” on 
an order for “NuGrape,” or vice versa. The trial court concluded, as a matter of 
law, that the term ‘“‘NuGrape” was not a valid trade-mark because it was descriptive 
of the product ; that it was doubtful whether it had acquired a secondary meaning 
since the evidence showed its significance to the public mind was only in the kind 
of product rather than its source; but regardless of whether it had acquired a sec- 
ondary meaning, plaintiff failed to show facts justifying an inference of unfair 
trade practices in Guest’s use of the term “Tru-Grape.” A decree was accordingly 
entered for Guest from which this appeal is prosecuted. 

It is well established that the mere registration of a term as a trade-mark does 
not establish that term as a valid trade-mark. Registration gives rise to a presump- 
tion of validity but such presumption is rebuttable. When a trade-mark is ques- 
tioned, its validity must be established. It has long been recognized that a regis- 
tered trade-mark is not valid when the term used is merely descriptive of the prod- 
uct, or of its ingredients, qualities or characteristics." The gist or value of the trade- 
mark is to signify the origin or source of a product; to provide a symbol for the 
article to aid the manufacturer in advertising and selling. A descriptive mark is 
bad for two reasons: First, because it does not advise the public that the article 
comes from a single source; and, second, that if so, since the word is descriptive 
of the goods, the protection of the word as a trade-mark would be an infringement 
upon common speech, which, in the use of the word, likewise is descriptive.” 

The term in controversy here, ““NuGrape,” is made up of the words “new,” mis- 
spelled, and “grape.” The cases dealing with such words, and with words alleged 
to be an infringement on their use, are legion and no particular purpose would be 


1. Warner & Co. v. Lilly & Co., 265 U. S. 526; Standard Paint Co. v. Trinidad Asphalt 
Mfg. Co., 220 U. S. 446; Kellogg Co. v. National Biscuit Co., 305 U. S. 111 [28 T.-M. Rep. 569]; 
Van Camp Sea Food Co. v. A. B. Stewart Organizations, 50 F. 2d 976. 

2. See Oakland Chemical Co. v. Bookman, 22 F. 2d 930, and cases there cited. 
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served in citing them or in analyzing the facts therein.* The trial court’s finding 
that the term “NuGrape” is descriptive of the plaintiff’s grape product, and there- 
fore, is not a valid trade-mark, is well founded. 

But although one may not have a right to have a trade-name registered as a 
trade-mark, and under such law acquire the protection of the use of such name, he 
may acquire the right to the protection of such a term by common law and exclusive 
of any trade-mark act, if, through usage, the term has acquired a secondary mean- 
ing, that it has come to indicate that the goods in connection with which it is used 
come from a single source, manufacturer or producer. If one can show that his 
mark is endowed with this quality, that the public identifies his mark with goods 
manufactured by him, then he is entitled to protection in its use. The crux of a 
secondary meaning is the origin of the goods from a single source. As stated by 
Judge L. Hand, in Bayer Co. v. United Drug Co., 272 F. 505, the public must under- 
stand by the term, “That it came from the same single, though, . . . . anonymous 
source from which they had got it before.’”* 

This common law right of one who establishes that his term has acquired a sec- 
ondary meaning is entitled to protection in the courts against all who infringe upon 
it in much the same manner as a right to a term derived from its registration pursu- 
ant to a trade-mark act. The essence of the wrong from the violation of the com- 
mon law right is the sale of goods made by one manufacturer for those made by an- 
other. One wii! not be permitted by unfair trade practices to mislead people into 
supposing that his goods are those of another.® 

Assuming, without deciding, that “NuGrape’s” meager evidence on this point 
establishes that the term “NuGrape” has acquired a secondary meaning which is 
entitled to protection, still it must fail through its failure to show an infringement 
by unfair trade practices on the part of Guest. The most that can be said is that 
there is some similarity in sound between the words “NuGrape” and “Tru-Grape.” 
The evidence fails to show any confusing similarity in appearance, verbal transla- 
tion of the pictures or designs used on the bottles, or any similarity in the appear- 
ance or construction of the bottles themselves. The evidence completely fails to 
meet the test that the ordinary prospective purchaser exercising due care under the 
circumstances would be misled.’ 

The trial court was correct in its conclusion of law that ““NuGrape” had failed 
to show that defendant was “‘palming off” his product as that of the product of the 
plaintiff. We find no error in the Findings of Fact or Conclusions of Law of the 
trial court, and the judgment appealed from is, therefore, affirmed. 


3. For some of these cases, see Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 
U. S. 315 [29 T.-M. Rep. 3]; Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. 446; 
Barton v. Rex-Oil Co., 2 F. 2d 402; Griffin Manufacturing Co. v. It Shoe Polish Co., 80 F. 2d 
514; Steem-Electric Corp. v. Herzfeld-Phillipson Co., 118 F. 2d 122. 

4. See Kellogg Co. v. National Biscuit Co., 305 U. S. 111 [28 T.-M. Rep. 569]; Coca-Cola 
Co. v. Koke Co., 254 U. S. 143. 

5. Armstrong Paint & Varnish Co. v. Nu-Enamel Corp., 305 U. S. 315 [29 T.-M. Rep. 3]. 

6. Bayer Co. v. United Drug Co., 272 F. 505. 

7. Avrick v. Rockmont Envelope Co., 155 F. 2d 568 [36 T.-M. Rep. 199]; Restatement of 
Law of Torts (A. L. I.) Par. 729. 
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SUGAR CREEK CREAMERY COMPANY v. MOMENCE MILK 
COOPERATIVE ASSOCIATION 


No. 774-D—U. S. D. C. E. D. Ill—October 28, 1947 


CouRTS—PLEADING AND PRACTICE—PRELIMINARY INJUNCTION 

On preliminary injunction motion, plaintiff need not prove it would be entitled to relief 
at all events on final hearing. 

The question in each case is whether plaintiff has made a prima facie showing that it 
will be entitled to the relief prayed on final hearing; when plaintiff has established a prima 
facie case and there is no reason why the status quo should not be maintained, the Court, in 
its discretion, may issue a preliminary injunction to preserve the status quo. 

While courts act with caution in granting preliminary injunctions, the fact that third 
parties may be indirectly affected will not prevent the court from enjoining defendant's 
illegal acts; and third parties have no right to be heard upon the propriety of an injunction 
restraining defendant from pursuing illegal means in inducing such third parties to break 
their contracts. 

CouRTS—PLEADING AND PRACTICE—STAY OF PROCEEDINGS 

Comity does not require stay of Federal court suit because of prior state court action pend- 
ing between the parties, where the issues differ thought they are largely the same; and de- 
fendant’s motion for stay denied. 

UNFAIR COMPETITION—PRELIMINARY INJUNCTION—PARTICULAR INSTANCES 

Competitor’s use of confidential information procured by ex-employee of plaintiff while so 
employed ; and inducing persons to break contracts with plaintiff by means of false representa- 
tions and other illegal means, held unfair competition; and plaintiff’s motion for preliminary 
injunction granted. 


Unfair competition suit by Sugar Creek Creamery Company against Momence 
Milk Cooperative Association. Plaintiff's motion for temporary injunction granted. 
Defendant’s motion for a stay denied. 


Dalbey & Foreman, Danville, Ill., for plaintiff. 
Eva L. Minor, Kankakee, Ill., and Acton, Acton, Baldwin & Bookwalter and Don 
S. Baldwin, both of Danville, Ill., for defendant. 


Linptey, D. J.: 


Plaintiff is a Delaware corporation authorized to transact business in the state 
of Illinois ; defendant a cooperative association organized under the laws of the state 
of Illinois. Plaintiff sued to enjoin defendant from certain alleged illegal acts in 
competition ; a temporary restraining order issued; defendant moved to vacate the 
tempora: ‘straining order; plaintiff moved for a temporary injunction and de- 
fendant moved to deny the latter application and to stay further proceedings in this 
court. The issues have been submitted upon affidavits and documentary evidence. 

Plaintiff has made a reasonable prima facie showing of the following facts. 
Plaintiff buys cream and manufactures from it butter and other dairy products, 
in various parts of Illinois and Indiana. It purchases cream from buyers who 
operate cream-buying stations with whom it has, in most cases, written contracts 
under which plaintiff has the right to purchase all of the cream bought by the buyers 
from producers, until the contracts shall have been terminated. Defendant form- 
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erly concerned itself almost entirely with the sale of fluid milk but more recently 
has purchased cream and manufactured from it, butter and other dairy products. 

It appears that competition in this segment of the dairy industry is sharply 
drawn. In 1919 members of the industry, under direction of the Federal Trade 
Commission, conducted certain conferences resulting in the formulation of rules de- 
fining unfair trade practices in the cream industry. Plaintiff makes a prima facie 
case of violation of those rules by defendant. Following promulgation of these 
industry rules, the Federal Trade Commission in Federal Trade Comunission v. 
Sunlight Creameries, Docket 623 (July 26, 1921), upon complaint charging viola- 
tion of the principles stated in the rules, atter finding facts very similar to those 
presented here, held that “Where a corporation engaged in the manufacture and 
sale of butter, using the so-called station plan, under which the cream is assembled 
at various stations in charge of agents, whose duty is to purchose from farmers and 
to foster and protect their patronage, and to ship the cream to the plant when as- 
sembled in sufficient quantities, by false and by derogatory statements concerning 
its competitors and their contracts, and by threats, indemnification and increased 
compensation, and offers thereof, attempted to and did induce competitors’ agents 
to break their contracts and abandon their stations for its own, with resulting loss 
of competitors and gain to it of patronage built up by them in the course of many 
years of heavy expense; in so doing also taking advantage of its competitors’ ob- 
servance and its breach of an agreement to discontinue such practices, such induce- 
ment of breach of contract and appropriation of values, under the circumstances 
set forth, constituted an unfair method of competition.” 

Here, as there, plaintiff shows by its affidavits at least a prima facie case of 
false and derogatory statements made by defendant concerning plaintiff and its 
contracts, promising, in case of breach of said contracts, indemnification and in- 
creased compensation, all with intent to induce plaintiff's buyers to break their con- 
tracts with resulting loss to plaintiff and gain to defendant of patronage built up by 
plaintiff in the course of many years at heavy expense. 

Stated briefly, although the affidavits and counter-affidavits are sharply in con- 
flict in certain particulars, I think there is reasonable ground to believe that de- 
fendant has during the last two years persuaded certain key employees of plaintiff, 
who had confidential knowledge and information of plaintiff's business, to leave 
plaintiff's employment and to enter defendant’s employment. Defendant, through 
such former employees of plaintiff and its other employees, has attempted to induce, 
encourage and entice contractors with plaintiff to refrain and desist from delivering 
cream to plaintiff and in lieu thereof to sell such cream to defendant, and, in doing 
so, has made certain false and derogatory representations to the buyers whom it has 
approached relative to plaintiff's manner of operation and carrying on its business, 
has promised higher commissions than the plaintiff has paid the buyers, has promised 
to buy cream at the buyers’ tests and weights, stating that no shortages would be 
charged up against the buyers in dealing with defendant, irrespective of whether 
said weights were correct, and made various other misrepresentations and mislead- 
ing statements and promises. It appears further that defendant has succeeded in 
inducing a number of buyers to terminate their contracts with plaintiff, to cease de- 
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livering cream to plaintiff and to sell cream to defendant and that all of this has 
resulted in irreparable damage to plaintiff. 

On application for a preliminary injunction, it is not necessary that a case should 
be made out that would entitle plaintiff to relief at all events on final hearing. The 
court may issue such an injunction to maintain the status quo where plaintiff has 
made out a prima facie case and where from the pleadings and the evidence it ap- 
pears to the court that a case of probable cause for its injunction on final hearing is 
presented and that there is no reason why the existing status should not continue 
until actual trial of the issues. But a prima facie showing must be made and, ac- 
cording to some authorities, a clear showing. 43 C. J. S. Section 192 pages 897 and 
Section 195 page 900. The rule in this circuit is stated in Bowles v. Montgomery 
Ward, 143 F. 2d 38 (C. C. A. 7) thus, “While it is true that the application for a 
preliminary injunction cannot be based on information and belief, but must be 
based on facts, and that such an injunction is to be cautiously used, yet in consider- 
ing whether such an injunction has been improvidently used, we must keep in mind 
that the action of the court on a motion for a preliminary injunction is not predicated 
upon an anticipated determination of the issues of fact which may be involved in 
the case. The court is not required to finally determine the issues of fact involved 
in the case. There need be only evidence tending to make out a prima facie case.” 
See also De Beers Mines v. United States, 325 U.S. 212. Though courts are not 
enamored of cases presented by ex parte affidavits, where opportunity for cross 
examination is not provided, the practice of disposing of such motions upon affi- 
davits has never been discarded. The question in each particular case is whether it 
can be fairly said that plaintiff has made a prima facie case that it will be entitled 
to the relief prayed on final hearing. In such a situation, considering the advantages 
and disadvantages to the respective parties, if the court, in its discretion, feels that 
a prima facie case has been made, it may enjoin further continuation of the alleged 
injury and preserve the status quo. I think the plaintiff has made out a case within 
these guiding rules. 

Defendant insists that this court should stay proceedings because a similar suit 
was brought in the state court some months ago and is still pending. According to 
the affidavits submitted counsel in that cause appeared before the master in chancery 
to whom the cause had been referred and asked that taking of evidence be postponed, 
as they were negotiating a settlement. There is further sworn testimony that de- 
fendant did agree to desist from the action complained of; that, thereafter, that 
suit was not prosecuted but that the court has refused to grant a motion to dismiss. 
There is further evidence that many of the acts now complained of have occurred 
since the filing of that suit. The issues in the two causes are not the same but 
largely so. 

I think that the doctrine of comity does not require a stay of this proceeding be- 
cause of the pendency of the action in the state court. Kline v. Burke Construction 
Co., 260 U. S. 226 at 230, is directly in point. The court announced that the rule 
has become generally established that where the action first brought is in personam 
and seeks only a personal judgment another action for the same cause in another 
jurisdiction is not precluded. That decision quoted with approval from the opinion 
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of the United States Circuit Court of Appeals the Seventh Circuit in B. & O. R. 
v. Wabash R., 110 F. 678, as follows: “Where a suit is strictly in personam, 
in which nothing more than a personal judgment is sought, there is no objection to 
a subsequent action in another jurisdiction, either before or after judgment, al- 
thought the same issues are to be tried and determined ; and this because it neither 
ousts the jurisdiction of the court in which the first suit was brought, nor does it 
deal or obstruct the exercise of that jurisdiction, nor lead to a conflict of authority 
where each court acts in accordance with law.” To the same effect is Penn. Co. v. 
Pennsylvania, 294 U. S. 189; Princess Lida v. Thompson, 305 U. S. 456 at 466; 
Guardian Life Ins. Co. v. Kortz, 151 F. 2d 582 (C. C. A. 10), and Crosley Corp. v. 
Haseltine Corp., 122 F. 2d 925 (C. C. A. 3). I conclude, therefore, that plaintiff 
has a right to maintain this suit irrespective of the pendency of the suit in the state 
court. 

As to the substantive rights of plaintiff, various authorities might be cited but 
I think it necessary to call attention to only a few decisions. That unfair competi- 
tion by the use of confidential information procured while employed by a competitor 
is improper, is clear from Merchants’ Syndicate Catalog Company v. Retailers’ 
Factory Catalog Company, et al., 206 F. 545; Stevens v. Nebb C. Stiles, R. I., 71 
Atl. 822, LRA (NS). Inducing persons under contract with an injured competitor 
to break contracts to the prejudice of such injured competitor or for the benefit of 
the offending competitor by false representations or other illegal means has long 
been ground for equitable remedy. American Malting Co. v. Keitel, 209 F. 351, 
where many authorities are cited. Sperry & Hutchinson v. Louis Weber, 161 F. 
219 (C. C. A. 7); Sperry & Hutchinson Co. v. Pommer, 199 F. 309; Carmen v. 
Fox Film Corporation, 258 F. 703; Bitterman v. L. & N. R. Co., 207 U. S. 205. 

Bearing upon the illegal character of the representation of defendant that it 
would accept the weights and measures of the buyer is Illinois Statute, Section 22 
Ch. 56% Revised Statute reading: “It shall be unlawful for the owner, manager, 
agent, or any employee of a creamery or cheese factory to manipulate, under-read, 
or over-read the Babcock test or any other contrivance used for determining the 
quality or value of milk or cream, or to falsify the record thereof, or to pay for 
such milk or cream on the basis of any measurement except the true measurement 
as thereby determined.” : 

Defendant contends that a preliminary injunction should never be issued where 
it affects the rights of third persons not before the court. True it is that the court 
should act with great caution in such situations. Some of the governing principles 
are stated in Sperry & Hutchinson v. Louis Weber, 161 F. 219. But the fact that 
third persons may be indirectly affected will not prevent the court from enjoining 
illegal action by defendant. Restraint of illegal methods or means must be granted 
in every case where irreparable injury is threatened even though there may be 
a possibility of indirect affect upon other persons. But a third person has no right 
to be heard upon the propriety of an injunction restraining the defendant from 
pursuing illegal means in inducing such third persons to break their contracts. 

The motion for temporary injunction will be granted. The motion to stay pro- 
ceedings is denied. The foregoing includes my findings of fact and conclusions of 
law. 
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LITT AND COMPANY, INC. v. CRAIG OF CALIFORNIA 
No. 7338—U. S. D. C. S. D. Cal.—October 16, 1947 


UNFAIR COMPETITION—PRELIMINARY INJUNCTION—GENERAL 
Publication of facts taken from complaint, in article summarizing the complaint, held a 
proper news item; and defendant’s motion for preliminary injunction denied. 
Unfair competition suit by Litt and Company, Inc., against Craig of California. 
Defendant’s motion for preliminary injunction denied. 


Paul N. McCloskey and Peyton H. Moore, both of Los Angeles, Calif., for plaintiff. 
C. G. Stratton, Los Angeles, Calif., for defendant. 


O’Connor, D. J.: 


Complaint was filed in this court on July 10, 1947, by the plaintiff alleging dam- 
ages, asking for an accounting, an injunction, and claiming unfair competition. 

The defendant moved to dismiss the complaint, to strike certain portions of the 
complaint, to make more definite and certain. These motions will be denied and an 
exception allowed. 

The defendant also filed its motion for an injunction pendente lite. 

The plaintiff has disavowed any claim on any trade-mark infringement, and this 
disposes of part of the motion filed by the defendant. The only issue in the case 
is that of unfair competition. 

The defendant contends that it is entitled to an injunction pendente lite for the 
reason that there was published in the Women’s Wear Daily, a daily paper dis- 
tributed widely and generally throughout the United States to the trade, on July 22, 
1947, an article which summarized the complaint filed in this action. The article 
was attached to the motion for the consideration of the court. 

The defendant contends that a court of equity has power over the parties before 
it to restrain them from publicizing the proceedings wherein one party causes dam- 
age to any other prior to any action being taken by the court, and cites United King- 
dom Optical Co. v. American Optical Co., 68 F. 2d 637, 639 (C. C. A. 1). The gist 
of this opinion is that a court of equity has control over its parties to prevent them 
from misusing or misrepresenting its orders or decrees, and from using improperly 
the existence of the litigation to obtain unfair business advantage over adversaries. 
“Such conduct is an abuse of the court proceedings which approaches contempt, and 
in extreme cases, of which we do not mean to intimate that this is one, might amount 
to contempt.” 

The court finds nothing improper in the publication of the facts stated in the 
article, which are facts taken from the complaint, and it is a proper news item. 

The court can find no grounds for a citation for contempt. A very recent case 
in this court : No. 19327, United States of America v. Abraham Gottfried and Harry 
H. Licker, filed May 7, 1947, was a petition for an order to show cause in contempt. 
The petition was voluminous, containing some 42 pages. The matter was heard by 
Judge Orr, of the Ninth United States Circuit Court of Appeals, sitting as a Dis- 
trict Judge, and on August 16, 1947, he ordered a dismissal of the petition. 
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The defendant contends that a court of equity has power to require a party be- 
fore it to correct the wrong it has done and to require publication of a decree in the 
same periodical that contained the original matter. See Gardner Sign Co. v. Claude 
Neon Lights, Inc., 36 F. 2d 827, 828. 

The court finds there was no wrong to be corrected in the present action. 
The motion for an injunction is denied. 


FRUIT GROWERS CO-OP v. M. W. MILLER & COMPANY, et At. 
No. 3325—U. S. D. C. E. D. Wis. 











August 21, 1947 





CourTS—J URISDICTION—FEDERAL REGISTRATION 
Regardless of diversity of citizenship or amount in controversy, plaintiff's 1920 Act regis- 
tration gives federal court jurisdiction of action both as to infringement and unfair com- 
petition. 
TRADE-MARKS—SECONDARY MEANING—GENERAL 

Geographical names may acquire a secondary signification indicative of source. 

No additional rights to the mark were acquired by registration under 1920 Act. 

Plaintiff held to have failed to establish secondary meaning in “Sturgeon Bay.” 

Unratr COMPETITION—PLEADING AND PRACTICE—GENERAL 

Fraud need not be alleged where proof discloses deception of the public due to passing off 
by defendants. 

UnFair CoMPETITION—INJUNCTIVE RELIEF—PARTICULAR INSTANCES 

Right to injunctive relief from unfair competition does not depend upon right to exclusive 
appropriation of mark. 

Plaintiff having proved qualified rights, short of secondary meaning, held entitled to in- 
junction, against deliberate imitators, restraining defendants’ use of “Sturgeon Bay” in large 
letters and also use of pictures of clusters of cherries such as have been used by plaintiff ; 
and regulating size of type in which defendants may use the words “Sturgeon Bay” to desig- 

nate their business address. 


Suit for trade-mark infringement and unfair competition by Fruit Growers 


Co-op against M. W. Miller and Company, Sturgeon Bay Distributing Company 
and M. W. Miller. Judgment for plaintiff. 














Lougee Stedman, Sturgeon Bay, Wis., for plaintiff. 
Robert P. Stebbins, Green Bay, Wis., and S. L. Wheeler, Milwaukee, Wis., for de- 
fendants. 


Durry, D. J.: 





This is an action for infringement of the trade-mark “Sturgeon Bay” registered 
under the Act of March 19, 1920, 15 U. S. C. A. § 121 et seq., and for unfair 
competition. Plaintiff is a cooperative association engaged principally in the busi- 
ness of packing, canning, and handling red sour cherries, and does business in vari- 
ous areas throughout the United States. Defendant M. W. Miller is the president, 
manager, principal stockholder, and guiding spirit of the two corporate defendants. 
The plaintiff and all defendants have their places of business at Sturgeon Bay, Door 
County, Wisconsin. Sturgeon Bay is the county seat and principal city in Door 
County. 





























37 T.-M. Rep. FRUIT GROWERS v. MILLER & CO. 857 


Reynolds Preserving Company of Sturgeon Bay canned cherries in the year 
1917, and sold same under a “Sturgeon Bay” label. Late in 1917 Reynolds sold 
its canning properties, including its rights to the name “Sturgeon Bay,” to a pred- 
ecessor of plaintiff. In 1918-1925, Reynolds delivered its cherries to plaintiff’s 
predecessor. In 1925, Reynolds again went into the cherry canning business and 
thereafter used the name “Sturgeon Bay” and “Sturgeon Bay Cherries” on its 
labels, but the name “Sturgeon Bay” was always in a subordinate position and was 
not used as “Sturgeon Bay Brand.” 

From 1918 to 1925, plaintiff was the only packer using the name “Sturgeon 
Bay” on cherries. By 1923, in several areas, it had established a reputation for a 
quality product. From 1918 to 1939, plaintiff also used the name “Sturgeon Bay” 
on the highest quality crated fresh cherries. Throughout the years plaintiff has 
used, and still uses, the mark “Sturgeon Bay Brand” on from 65% to 85% of its 
canned and frozen cherries. During the past ten years, plaintiff’s sales of canned 
cherries alone, under the “Sturgeon Bay Brand,” has exceeded $4,450,000. In 
1933, plaintiff took over the assets of Door County Fruit Growers Union, as well 
as Fruit Growers Canning Company, and among other assets was the trade-mark 
registration mentioned. 

Defendant (meaning M. W. Miller) started selling fresh crated cherries in 1932, 
and in 1933 he acted as sales agent for Wisconsin Cherry Growers, of which plain- 
tiff wasa member. While defendant sold these cherries as “Sturgeon Bay” cherries, 
they were sold under “Wisconsin” and “Buck Shot” brand labels. In the contract 
between Miller and Wisconsin Cherry Growers, the phrase “Sturgeon Bay Cher- 
ries” was not used, but the phrase “Door County Area” was used. From 1934 to 
1941 defendant sold fresh cherries and advertised them as “Sturgeon Bay” cher- 
ries. From 1935 to 1940 defendant purchased cherries from plaintiff in No. 10 
cans and, to some of these, labels were applied bearing the words “Sturgeon Bay” 
in large letters, and at the bottom of the label, “Packed for M. W. Miller.” 

In 1941, defendant started selling pitted sugared cherries and although he ad- 
vertised some of same as “Sturgeon Bay” cherries, such fact did not come to the 
attention of the plaintiff. In 1942, plaintiff first became aware of the use by de- 
fendant of the name “Sturgeon Bay Brand” on some canned black raspberries. 
Plaintiff promptly informed defendant that “Sturgeon Bay Brand” was plaintiff’s 
trade-mark and asked assurance that the defendant would not again use the name 
on food products. 

From the testimony it appears that in the minds of most of the consuming public 
who purchase canned or fresh cherries, “Sturgeon Bay” means an area in Wiscon- 
sin where a fine grade of cherry is grown. Others refer to this same area as “Door 
County.” To some buyers of fruit in large quantities, the name “Sturgeon Bay” 
connected with cherries means the product of the plaintiff, but the average house- 
wife and consumer does not know the names of any of the processors of cherries 
in the Sturgeon Bay or Door County area. Many consumers do have in mind that 
cherries from that area have an excellent reputation. 

Defendants raise the question of jurisdiction and claim that there is no showing 


that the individual defendant Miller was engaged in interstate commerce. There 
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is no dispute but that the plaintiff and the defendant Sturgeon Bay Distributing 
Company were engaged in interstate commerce. Furthermore, defendant Miller 
so completely dominated the corporate defendants that it is impossible to segregate 
his acts as an individual from the acts of the two corporate defendants which he 
owned, managed and directed. Therefore, there is a sufficient showing that the de- 
fendants were engaged in interstate commerce. The registration of the trade-mark 
under the 1920 Act gives jurisdiction of the action regardless of diversity of citizen- 
ship or amount in controversy, both as to infringement and unfair competition. 
Armstrong Paint & Varnish Works v. NuEnamel Corp., 305 U. S. 315. 

Considering now the question of infringement of trade-mark, it is fundamental 
that no additional rights to the trade-mark are acquired by registration under the 
1920 Act. Therefore we must consider whether plaintiff may adopt a geographical 
name which is descriptive of the place where the cherries are produced and thereby 
have a monopoly on the use of that name in connection with the sale of cherries. 
Although cherries are not produced within the city limits of Sturgeon Bay, yet in 
the minds of the general public Sturgeon Bay encompasses the surrounding area 
where the cherry orchards are located. 


In Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 673, the 


court said: 


And the general rule is thoroughly established, that words that do not in and of them- 
selves indicate anything in the nature of origin, manufacture, or ownership, but are merely 
descriptive of the place where an article is manufactured or produced, cannot be monopo- 
lized as a trade-mark. ... . Obviously, to hold that appellant had obtained the exclusive 
right to use the name “Elgin” would be to disregard the doctrine characterized by Mr. 
Justice Strong in Delaware & H. Canal Co. v. Clark as sound doctrine, “that no one can 
apply the name of a district or country to a well-known article of commerce, and obtain 
thereby such an exclusive right to the application as to prevent others inhabiting the dis- 
trict or dealing in similar articles coming from the district from truthfully using the same 
designation.” 


In Candee v. Deere, 54 Ill. 439, the court held that there could be no trade-mark 
in the words “Moline plows” as Moline was the name of a city in which the plows 


were made. In the early Wisconsin case of Dunbar v. Glenn, 42 Wis. 118, at page 
137, the court said: 


Where the trade-mark, in its original signification or by association, distinctively points 
to the origin or ownership of the article to which it is applied, it will be protected. But 
where it is a generic or geographical name, designating a city or district of country, or is 
merely descriptive of the article manufactured, and can be employed with truth by other 
manufacturers, it is not entitled to legal protection as a trade-mark. 


Of course, geographical names may acquire a secondary signification indicative 
not only of the place of production but the name of the producer and the excellence 
of the thing produced. French Republic v. Saratoga Vichy Spring Co., 191 U. S. 
427. In the case at bar, some people in the trade and a few customers recognize 
“Sturgeon Bay Brand” as meaning the plaintiff and its product, but the proof does 
not establish sufficiently that the words “Sturgeon Bay” mean not only the area 
where the cherries were grown and processed but that they also have come to mean 
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the plaintiff and its product. Therefore, defendants must prevail upon the ques- 
tion of validity of trade-mark. 

On the question of unfair competition, defendants insist that plaintiff neither 
pleaded nor proved same. However, in the first paragraph of the complaint plaintiff 
states that the action is brought “‘for infringement of trade-mark and unfair com- 
petition.” In paragraphs 8 and 9, plaintiff alleges that the good reputation of 
“Sturgeon Bay” cherries produced by plaintiff and the extensive sales thereof, and 
alleges the long and quiet use and enjoyment by the plaintiff of the mark, and charges 
that the defendants’ use of the name “Sturgeon Bay” was such as to have deceived 
purchasers of cherries into believing that they were the products of the plaintiff. 
The situation is similar to that in Purity Cheese Co. v. Frank Ryser Co., 57 F. Supp. 
102, 103, where this court stated [34 T.-M. Rep. 368] : 


Although the complaint deals almost entirely with claimed trade-mark infringement, 
a liberal construction of the pleading and giving every presumption to the pleader per- 
mits the conclusion that a cause of action for unfair competition is stated. 


An allegation of fraud is unnecessary where proof discloses that the public has 
been deceived by the defendants passing off their goods for those of the plaintiff. 
Adam Hat Stores, Inc. v. Scherper, 45 F. Supp. 804, 806 [32 T.-M. Rep. 430]. 
Horlick’s Malted Milk Corporation v. Horlick, 40 F. Supp. 501, 502. 

The question then arises: Can the plaintiff maintain a cause of action for un- 
fair competition where his claimed action for technical trade-mark infringement has 
gone down because the proof did not show a wide enough recognition of the geo- 


graphical name as meaning the products of the plaintiff ? 

It has been held that unfair competition is distinguishable from infringement 
of a trade-mark in this: that it does not involve necessarily the question of exclusive 
right of another to the use of the name, symbol or device. A word may be purely 
generic or descriptive, and therefore not capable of becoming an arbitrary trade- 
mark, and yet there may be an unfair use of such word or symbol which will con- 
stitute unfair competition. G. W. Cole Co. v. American Cement & Oil Co., 130 F. 
703, 705. 

The right to relief from unfair competition may arise from the misuse of words, 
marks or symbols which are free to everybody to use and are not subject to exclu- 
sive appropriation by anybody. The existence of this right of action for unfair 
competition depends upon a question of fact—whether what is done by the defend- 
ant tends to injure another unfairly. Nims on Unfair Competition and Trade- 
Marks, 3rd Ed., p. 3. 

Keeping in mind that the action of unfair competition is the embodiment in law 
of the rule of the playgrounds—play fair (Nims on Unfair Competition and Trade- 
Marks, supra, p. 25), let us consider the following circumstances: The year 1945 
was a poor cherry year in the Sturgeon Bay area. Defendant used a label, the most 
prominent words of which were “Sturgeon Bay” and “Cherries,” and applied the 
same to canned cherries of an inferior quality processed in defendant’s name by a 
vegetable cannery located in Green Bay, Wisconsin, which had no previous experi- 
ence in canning fruits. This was the year when defendant's pack, all in shelf-sized 
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cans, was given a substandard grade by government inspectors and, as a result, the 
U. S. Quartermaster Department refused to purchase same for the Armed Forces, 
and defendant then sold same to the public. All of plaintiff’s 1945 pack in shelf- 
sized cans was found by the same inspectors to be of standard grade, and likewise 
80 per cent of plaintiff's pack in No. 10 cans. In order to protect the good reputa- 
tion it had established for “Sturgeon Bay Brand” cherries, the plaintiff designed a 
new label and applied it to the No. 10 cans which had been found substandard. 
However, the defendant sold his substandard cherries under his usual label with the 
words “Sturgeon Bay” and “Cherries” predominant. A portion of defendant's 
sales of shelf-sized cans was in areas which had previously been sold by the plaintiff, 
but in 1945 plaintiff had none to sell as the Armed Forces had taken its entire output. 

The processing of red sour pitted cherries requires considerable skill. A good, 
natural product can be easily spoiled by poor processing. Plaintiff and his prede- 
cessors have had the same superintendent in charge of their plant from 1917 to date 
and have uniformly turned out a quality product. 

In late 1945 or early 1946, a Miss Brown and a Mrs. Bingham purchased canned 
cherries packed by the defendant. They had been accustomed in years prior to 
1945 to purchase “Sturgeon Bay” canned cherries packed by the plaintiff. Both 
of them believed when they made their purchases that they were buying cherries 
packed by the plaintiff. Miss Brown is the dietitian at the Wausau Memorial Hos- 
pital. In the past she had ordered “‘Sturgeon Bay” cherries by that name and in 
response had received cherries packed by the plaintiff. When the cherries were de- 
livered in response to her order in late 1945, she did not closely examine the label 
but did see the large name “Sturgeon Bay” on them and assumed they were cher- 
ries packed by the plaintiff. Later on she discovered they were packed by the de- 
fendant. Mrs. Bingham had been shopping for canned fruits which at that time 
were a scarce item. In a self-serve grocery she discovered canned cherries on the 
shelf, and noticing the name “Sturgeon Bay” purchased same, believing that she 
was purchasing cherries which had been packed by the plaintiff. It was two or 
three weeks later when she opened one of the cans with a wall can-opener at which 
time she discovered that the cherries had been packed by the defendant. 

The defendant was a latecomer into the field of selling canned and processed 
cherries. He well knew that the plaintiff had used the name “Sturgeon Bay Brand’”’ 
as a designation of its cherries, and yet when defendant designed the cover of his 
30-pound tin, Exhibit 3, he had the words “Sturgeon Bay” in large letters placed 
immediately over a cluster of six red cherries. The shape, the size and the location 
of the cherries are identical with the design on plaintiff's 30-pound-can cover, 
Exhibit 17, except that defendant omitted two green leaves from his design. How- 
ever, on the labels which were attached to two smaller sizes of cans (Exhibits 1 and 
2) the defendant did not bother to omit the green leaves, so that the cluster of cher- 
ries appearing immediately under the name “Sturgeon Bay,” appearing in large 
letters, would give one making a casual inspection the impression that they were 
labels used by the plaintiff on its quality products. 

It was no accident or coincidence that the cluster of cherries on defendant’s 
labels and on his can covers were the same size and shape as on plaintiff’s design 
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and located immediately under the name “Sturgeon Bay” which appeared in large 
letters. It was a deliberate effort on defendant’s part to receive the benefit of the 
good will which the plaintiff and its predecessors had built up during many years of 
business activity. 

The defendants should not be enjoined from using the words “Sturgeon Bay” 
on their labels to designate their business location and in view of the long use by 
Reynolds and others of the term “Sturgeon Bay Cherries” they should not be denied 
the privilege of using that term, but, if used, it must be in a subordinate position. 
A number of the labels of the Reynolds Preserving Company use the name ‘“‘Stur- 
geon Bay Cherries,” but no one of the public would be deceived in view of the com- 
paratively small type in which those names appear. 

A judgment for the plaintiff may be entered restraining all the defendants from 
the use of the name “Sturgeon Bay” in large letters upon their labels or can covers, 
and also from using the picture of the cluster of cherries such as has been used by 
the plaintiff. The judgment may provide that the letters of the words “Sturgeon 
Bay” appearing on any of defendants’ labels shall not be more than one-third in size 
to the words “All Star” or other designation of a brand name of the defendants. 

Plaintiff’s counsel will prepare a draft of findings of fact and conclusions of 
law consistent with this opinion and submit same to defendants’ counsel for sugges- 
tions or amendments prior to submission to the court. 


ORSINI v. EASTERN WINE CORPORATION 
N.Y. S. Ct—N. Y. County—September 29, 1947 


New York Civit Ricuts Law Section 51—Use or SURNAME AND Coat OF ARMS—SUFFI- 
CIENCY OF COMPLAINT 
CourTS—PLEADING AND PracticE—Motion To Dismiss 
Complaint, in suit for injunction and damages, under section 51 of New York Civil Rights 
Law, alleging that defendant, without plaintiff’s consent, affixed plaintiff's family name and 
crest to labels on its wine, held sufficient and defendant’s motion to dismiss denied. 


Suit for injunction and damages under Section 51 of New York Civil Rights 
Law. Defendant’s motion to dismiss complaint denied. 


PEcORA, J.: 


Plaintiff sues for damages under section 51, Civil Rights Law, and for an in- 
junction restraining defendant from using on its label the surname, “Orsini,” in con- 
junction with plaintiff’s coat-of-arms. Alleging that he is the oldest living member 
of the Orsini family, plaintiff asserts the right to use the coat-of-arms. It is claimed 
that defendant, without plaintiff's consent, affixed the name “Orsini” to labels of 
certain of its wine products as well as the “Orsini” coat-of-arms for commercial 
and advertising purposes. 

In moving to dismiss the complaint, defendant urges that any action pursuant to 
the Civil Rights Law must be predicated upon an identification of the plaintiff by 
means of his name, picture or portrait, and that here there is merely the use of a sur- 
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name without the full name. In Pfaulder v. Pfaulder Co., 114 Misc. 477, relied on 
by defendant, the court said: “The word name as used in the statute must mean a 
person’s full name.” But that language was followed by the following sentence: 
“It was evidently the purpose of the Legislature to prevent the use of the full name 
of a person, by which alone he could be identified.” (Emphasis by the court.) Thus 
the court was of the opinion in that case that the surname alone would not identify 
the plaintiff. However, here, the allegations of the complaint with respect to the use 
of the coat-of-arms in conjunction with the surname, presents a method of identifi- 
cation of plaintiff which may be as effective as a full name. The argument made by 
defendant that the average purchaser of defendant’s wine would not associate the 
family crest and crown with plaintiff personally, is an argument addressed to proof 
and not allegation. While the average imbiber of wine is not a genealogist, the 
complaint on its face alleges that the use of the coat-of-arms and crown identifies 
the name of plaintiff in the minds of the public. 

The purpose of section 51, Civil Rights Law, is to prevent the use of an in- 
dividual’s name for commercial purposes without his consent. Upon a motion to 
dismiss the complaint the allegations must be assumed to be true. Consequently, 
the complaint here alleging identification by coat-of-arms and surname satisfies the 
requirements of the statute with respect to identification. The motion to dismiss is 
denied. The motion for alternative relief to strike out certain paragraphs of the 
complaint is also denied. 


KEYSTONE LUBRICATING COMPANY v. SAUER 
Commissioner of Patents—May 29, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“V-O” held confusingly similar to “Velo,”’ used on similar goods, under the 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—TESTS 

Similarity in sound alone, held sufficient to cause confusion under the 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Keystone Lubricating Company against Leo A. Sauer. 
Applicant appeals from Examiner’s decision sustaining opposition. Affirmed. 


Fraser, Myers & Manley, New York, N. Y., for Keystone Lubricating Company. 
Mason & Graham, Los Angeles, Calif., for Sauer. 


Frazer, F. A. C.: 


The Examiner of Interferences sustained the opposition of Keystone Lubri- 
cating Company to the application of Leo A. Sauer for registration of a trade-mark, 
claimed to have been used since November 15, 1940, for “motor oil, clutch oil, pene- 
trating oil, tune-up oil, valve oil, cylinder oil, high-speed oils, home use oils.” Appli- 
cant appeals. 

Applicant’s mark is the notation “V-O.” Opposer relies upon its ownership of 
the trade-mark “Velo,” registered July 17, 1934, for “lubricants comprising oils 
and greases.” Neither party took testimony. 
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Applicant’s mark might well be termed a “telescoped version” of opposer’s mark. 
Thymo Borine Laboratory v. Winthrop Chemical Co., 33 C. C. P. A. 1104, 155 F. 
2d 402 [36 T.-M. Rep. 204]; International Vitamin Corporation v. Winthrop 
Chemical Co., 32 C. C. P. A. 899, 147 F. 2d 1016 [35 T.-M. Rep. 70]. Moreover, 
the two may be so pronounced as to be indistinguishable in sound ; and this similarity 
alone is sufficient to cause confusion. Celanese Corporation of America v. E. I. 
du Pont de Nemours & Co., 33 C. C. P. A. 857, 154 F. 2d 143 [36 T.-M. Rep. 130, 
133]. 


The decision is affirmed. 





SERVEL, INC. v. THE LIQUILUX GAS SERVICES, INC. 
Commissioner of Patents—October 21, 1947 


OPpPpoSsITIONS—PLEADING AND PRACTICE—GENERAL 
Notice of opposition under 1905 Act, held to state a cause of action, where it plainly ap- 
peared from its context that opposer relied upon the confusion in trade clause of Section 5 
of that Act, although it did not quote the language of the statute as to the goods of the parties 
being of the same descriptive properties. 
Petition from Examiner of Interferences. 
Trade-mark opposition by Servel, Inc., against Liquilux Gas Services, Inc. Ap- 
plicant’s petition from Examiner’s denial of motion to dismiss denied. 


J.L. Kelly, New York, N. Y., for Servel, Inc. 
Edmund H. Parry, Jr., Washington, D. C., for Liquilux Gas Services, Inc. 


KINGSLAND, C.: 


This is a petition by the applicant seeking to set aside an order of the Examiner 
of Interferences of July 21, 1947, denying petitioner’s motion to dismiss the notice 
of opposition. The motion to dismiss was based on the ground that the notice of 
opposition was fatally defective in failing to allege that the respective goods of the 
parties on which their marks are used are of the same descriptive properties. 

The Examiner of Interferences denied the motion to dismiss. He ruled that it 
plainly appeared from the context of the notice of opposition in its entirety that op- 
poser relied upon the confusion in trade clause in section 5 of the Act of 1905 and 
that under the authority of The Pep Boys, Manny, Moe and Jack v. The Fisher 
Brothers Co., 25 C. C. P. A. 818, 94 F. 2d 204 [28 T.-M. Rep. 91], the opposer was 
not required to make a specific allegation with regard to the fact that the respective 
marks were used on goods of the same descriptive properties. 

I am in entire agreement with the examiner’s ruling. In the above-mentioned 
Pep Boys case, the court succinctly stated [28 T.-M. Rep. 91]: 

We know of no rule or reason why opposer should be bound to either quote or para- 
phrase the words of the statute in a notice of opposition. It is clearly sufficient if it ap- 


pears from the notice that he relies upon confusion in trade under the Trade-Mark Act of 
February 20, 1905, as one of his grounds of opposition. 








864 THE TRADE-MARK REPORTER 37 T.-M: Rep. 











The allegations in the notice of opposition in the present case, particularly point 
4 thereof, unequivocally refer to the possibility of confusion in appearance and 
sound which would necessarily arise in the minds of the consuming public if appli- 
cant’s mark were registered. Thus, it is stated in the notice of opposition that ap- 
plicant’s and opposer’s products are commonly “sold over the same counter” and that 
“the opposed mark so nearly resembles the registered and known trade-mark and 
designations of opposer, and in use by opposer, as to be likely to cause confusion 
or mistake in the mind of the public and to deceive purchasers.” There are further 
allegations in the notice that the goods are so closely related to opposer’s goods as 
to represent a deliberate effort on the part of the applicant to appropriate the op- 
poser’s goodwill. I have no doubt that these and the remaining allegations of the 
notice satisfy the requirements of the statute as well as the standards laid down by 
the court in the above-mentioned Pep Boys case. 

The petition is accordingly denied. 


IN RE LIBBEY-OWENS-FORD GLASS COMPANY 


Commissioner of Patents—November 6, 1947 





TRADE-MARKS—COMPONENT Parts oF Composite PropucT—AFFIX ATION 
The words “with Bondermetic Seal,” the word “seal” being disclaimed, appearing under- 
neath “Thermopane Patented Insulating Unit,” on glazed insulating unit, used by applicant 
to distinguish “metal seals for multiple glass sheet, glazing units for buildings, display win- 
dows, display cases and the like,” held to meet the affixation requirements of the 1905 Act. 
In re Application of Eastman Kodak Company, 80 F. (2d) 270, distinguished. 
TRADE-MARKS—COMPONENT PARTS OF COMPOSITE PRopUCT—REGISTRABILITY 
Mark identifying separable component parts of manufacturer’s product held registrable 
under 1905 Act, though the part identified is not offered separately for sale in commerce. 
Ex Parte Mishawaka Rubber & Woolen Manufacturing Company, 55 U. S. P. Q. 456; 
In re Maiden Form Brassiere Co., Inc., 45 U. S. P. Q. 339; and Ex Parte The Pepsodent Co., 
36 U. S. P. Q. 75, distinguished. 









Appeal from Examiner of Trade-Marks. 
Application by Libbey-Owens-Ford Glass Company for registration of trade- 
mark. Applicant appeals from refusal of registration. Reversed. 


Noble & Swope, Toledo, Ohio, for applicant. 
KINGSLAND, C.: 


This is an appeal from a decision of the Examiner of Trade-Marks of August 
9, 1946 denying registration of the trade-mark ‘“Bondermetic Seal’? under the Act 
of 1905. The term “Bondermetic Seal” is used by appellant to distinguish “metal 
seals for multiple glass sheet glazing units for buildings, display windows, display 
cases and the like.” The specimens originally submitted by appellant show a shield- 
like background bearing various words including the mark ““Thermopane” which is 
the name for the entire glazed insulating unit. Underneath the words “Thermopane 
Patented Insulating Unit” appear the words “with Bondermetic Seal.” These 
words are thus used for the seal keeping the various glass sheets together and not 
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to designate the entire units as such. As a matter of fact, the appellant admitted 
that the “Bondermetic Seal” is not sold separately and apart from the insulating 
unit but only as a part of the entire patented product called “Thermopane.” The 
appellant has disclaimed the word “Seal.” The Examiner of Trade-Marks re- 
fused registration on the ground that the specimens fail to show proper trade-mark 
use of the word “Bondermetic” and that, moreover, a term may not be registered 
under the Trade-Mark Act of 1905 unless the article which it identifies is separately 
transported or sold in commerce. 

It is my opinion, however, that the reasons given by the examiner for the rejec- 
tion and the authorities cited in support therefor do not justify a refusal to register 
this mark. 

1. The examiner is relying, among other cases, on Jn re Application of East- 
man Kodak Company, 23 C. C. P. A. 711, 80 F. 2d 270 [26 T.-M. Rep. 20] (1935) 
in which the Court of Customs and Patent Appeals refused to register the word 
‘“Twindar” for a photographic lens on the ground that the word did not appear on 

the lens itself but on a metal plate en the front of the camera. The Court ruled 
that such use of the word “Twindar” did not satisfy the “affixation” requirement 
of section 29 of the Act of 1905 since the camera could not be considered the “re- 
ceptacle, package or envelope” on which the mark was used. There was no indication 
in the Court’s opinion to the effect that there may not be a separate trade-mark for 
the lens, if the mark had actually been placed on the lens as such or on its mounting. 
Nor did the Court hold that the lens must be capable of being sold separately and 
apart from the camera. The actual holding in the Eastman case went no further 
than to determine that a trade-mark for a separable part of a composite unit, if it 
otherwise satisfies the statutory registration requirements, must be clearly affixed 
to or identified with such separable part and may not be applied so as to leave the 
public in the dark as to whether the mark refers to only one part of the article or 
to the entire unit. In this connection the Court observed [26 T.-M. Rep. 20] : 


. If, for instance, the “goods” upon which the registration of a trade-mark was 
sought was a rubber eraser, it would hardly seem enough to put the trade-mark upon the 
pencil to which it was attached, and with which it was sold. In such a case, the observer 


would have difficulty in knowing whether the trade-mark was that of the pencil or the 
eraser. . 


It is quite clear, in my opinion, even if no consideration be given to the broader 
definition of trade-mark “use” under the new Trade-Mark Act of 1946, that the 
mark here involved is properly identified only with the seal employed in appellant’s 
insulating unit and has no trade-mark significance with regard to the unit as a whole, 
since the latter is merchandised under the trade-mark “Thermopane.” This case 
does not, therefore, present a problem of proper affixation any more than would 
have arisen in the Eastman case if the receptacles or the camera had contained the 
language “X Camera with Twindar Lens.” 

2. The Examiner of Trade-Marks has expressed the view that even if the lan- 
guage “with Bondermetic Seal” were sufficient to satisfy the statutory requirement 
of affixation, the mark would still be unregistrable on the ground that it was not a 
separate object of commerce. I do not believe that either under the old or under 
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the new Trade-Mark Act the scope of registrable marks is restricted in this way. 
Where a manufacturer is employing a new device in connection with a composite 
product, and desires to advertise and publicize the advantages of such new device, 
he should be able to protect the chosen name thereof by registration as a trade-mark. 
If a new type of shutter or lens is used with a camera, or a new type of lock with 
a desk, or a new safety device in connection with a safe, the public will soon acquire 
the habit of referring to the names coined for such devices by the names which 
the manufacturers have selected for their identification. This will be true regard- 
less of whether the special device is capable of separate purchase and sale or may 
by the very nature of the product be sold only as a part of a larger unit. In other 
words, an article such as the “Bondermetic Seal” in the present case must be con- 
sidered as being transported and sold in commerce even though it may not in actual 
fact be purchased or transported separately. 

3. Itis true that there have been some decisions in the past which at first glance 
seem to express a contrary view, but upon closer scrutiny those decisions are clearly 
distinguishable from the facts here involved. One line of cases deals with situations 
wherein use of a trade-mark on one component part of an article occurs in such a 
way as to convey the erroneous impression upon the public that the mark refers not 
only to the part which it was intended to identify but to the entire article. Such a 
case was, for instance, Ex parte Mishawaka Rubber and Woolen Manufacturing 
Company, 55 U.S. P. Q. 456 (1942). It was there held that use of the applicant’s 
mark “‘Arch-Card” on the insole of shoes gave the impression to purchasers that the 
trade-mark did not apply to the sole per se, but to the entire finished shoe. No such 
impression is created in the present case where the word sought to be registered is 
used in conjunction with the word “Seal” so as to make it abundantly clear to the 
public that the trade-marked article is the particular seal alone and not the entire 
unit. 

Another line of cases relied upon by the examiner deals with situations in which 
the component part of the entire product is not manufactured by the same party. 
Typical of that line of cases is In re Maiden Form Brassiere Co., Inc., 27 C.C. P. A. 
1124 [30 T.-M. Rep. 286] (1939). There a manufacturer of women’s garments 
sought to register a trade-mark for use on certain parts of the garment composed of 
elastic webbing which the manufacturer did not make himself. In rejecting the 
application for such component part, the Court ruled that the applicant “should not 
be permitted to register a mark for a component part of an article where he neither 
produces nor separately sells the same.” (Italics mine.) The Court expressly re- 
fused to pass upon the question here presented which concerns a situation where 
both the entire unit and the component part are made by the applicant. The Court 
said in this regard [30 T.-M. Rep. 286] : 


Regardless of whether one has the right to put his trade-mark upon a part of an assem- 
bly, he being the maker and seller of the part independently or in combination, it is our 
view that, under the facts at bar, to so label the part which he does not produce would not 
be indicating the origin of that part. So, confining the issue strictly to the facts at hand 
without further discussing or passing upon the question as to whether one has the right to 
trade-mark a component part of an article which part he makes and deals in, it is clear to 
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us that he should not be permitted to register a mark for a component part where he 

neither produces nor separately sells the same. 

As a result, the Court of Customs and Patent Appeals has never in the past ruled 
on the issue raised by the present appeal. 

The only other precedent which may at first blush be deemed in conflict with 
the view here expressed is the Commissioner’s decision In re The Pepsodent Co., 
36 U. S. P. Q. 75. The Commissioner there refused to register the word “Irium” 
which had been advertised as a new ingredient for Pepsodent toothpaste. The 
sticker used in that case carried the notation ‘““Pepsodent Toothpaste Alone Con- 
tains Irium. . . .” It seems to me that such generic reference to the word “Irium” 
may, perhaps, be held not to satisfy the requirement of proper trade-mark use, 
while use of language such as “X Camera with Y Shutter” or as here “Thermopane 
Unit with Bondermetic Seal” would immediately dispel any notion that the word 
sought to be registered is a generic term rather than an arbitrary designation used 
in conjunction with the generally accepted generic description of a product. 

I have, therefore, reached the conclusion that there is nothing in either the Act 
of 1905 or the Act of 1946 which would prevent a manufacturer from separately 
registering a series of marks which identify separable component parts of his prod- 
uct. Such marks are registrable even though the article identified by them may not 
be separately offered for sale in commerce. A different result may be justified only 
in situations in which (contrary to the facts here involved) the component part is 
not made by the person, who is the manufacturer of the entire product (as in the 
Brassiere case, supra), or where the mark used on the component part is employed 
so as to create the erroneous impression that the name refers to the entire article 
rather than a separate and separable part (as in the Mishawaka case, supra). In 
the absence of such particular circumstances, a term which meets all other qualifica- 
tions for a registrable trade-mark should not be held unregistrable solely because 
of its use as means of identification for one individual feature of a composite prod- 
uct. 

The decision of the Examiner of Trade-Marks is reversed and the mark “Bond- 
dermetic Seal” ordered registered with an appropriate disclaimer of the word “Seal.” 





SHEPARD v. SHANE 
Commissioner of Patents—November 14, 1947 


TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Necklaces, bracelets and ornamental pins made of nuts, wood, corn, etc., held goods of 
different descriptive properties from genealogical charts. 

OPPOSITIONS—PLEADING AND PRACTICE—GENERAL 

Opposer must prove his case by a fair preponderance of evidence, showing his priority, 
use analogous to trade-mark use and likelihood of damage. 

Opposer held to have failed to prove use of his name in the business of selling jewelry, bric- 
a-brac, antiques, etc., in such a way that it would indicate to purchasers the origin of the 
goods he sold. 

TRADE-MARKS—REGISTRABILITY—S URN AMES 
“Shepard of the Sand Hills” held registrable under the 1905 Act, but disclaimer of “Shep- 
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ard” required because it is a common surname. 
Appeal from Examiner of Interferences. 


ti 

Trade-mark opposition by Charles Shepard against LeRoy Shane. Opposer ap- a 

peals from dismissal of notice of opposition. Affirmed. f 
Charles Shepard, Rochester, N. Y., attorney pro se. 

Leroy Shane, Rochester, Minn., attorney pro se. ‘ 

Murpny, A. C.: p 





This is an appeal from the decision of the Acting Examiner of Interferences 
dismissing the opposition of Charles Shepard to the application of LeRoy Shane 
for registration of the notation “Shepherd of the Sand Hills” for “‘necklaces made 
of nuts, wood, corn, animal horn, bone, leather and combinations thereof ; bracelets 
made of nuts, wood, corn, animal horn, bone, leather and combinations thereof ; 
ornamental pins made of nuts, fruit and coniferous substances,” and from the fur- 
ther adjudication in the decision that the applicant is entitled to the registration for 
which he has made application. 

Neither party appeared at the time set for the hearing on the appeal and only 
the opposer filed a brief. 

The opposer relies on both the “name” clause and the confusion in trade clause 
of Section 5 of the Act of February 20, 1905 as statutory grounds for intervention. 
Section 5 of the Act provides that: 


Trade-marks . . . . which so nearly resemble a registered or known trade-mark 
owned or in use by another and appropriated to merchandise of the same descriptive prop- 
erties as to be likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers shall not be registered. 


and provides further that : 





No mark which consists merely in the name of an individual, firm, corporation, or 
association, not written, printed, impressed, or woven in some particular or distinctive 
manner . .. . shall be registered under the terms of this Act. 


In order to sustain his opposition, therefore opposer must show by a fair pre- 

ponderance of the evidence that the mark, “Shepherd of the Sand Hills” either (1) 
) so nearly resembles a registered or known trade-mark used by him and appropriated 
to goods of the same descriptive properties as to be likely to cause confusion or mis- 
take in the mind of the public or deceive purchasers; or (2) that the mark consists 
merely in the name of an individual, not written, printed, impressed or woven in 
some particular or distinctive manner. 

To sustain the first ground of opposition appellant urges in his brief that “op- 
poser has sold jewelry and bric-a-brac under the opposer’s own name,” that “the 
opposer has used his name on jewelry and bric-a-brac’” and that “the use of op- 
poser’s own name in selling his property is certainly use analogous to trade-mark 
use.” 

The record shows that the opposer, in answer to interrogatories propounded by 
ef himself testified that from 1920 up to the time of the taking of testimony, he had 
compiled, published and sold genealogical and pedigree charts usually, but not al- 
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ways, in the form of blue prints made from a tracing. In addition he has “from 
time to time sold a good many books, as well as some jewelry, bric-a-brac, furniture, 
antiques, etc.,”” and, at the time of the taking of testimony “had more of the same 
for sale.” 

As to the blue printed genealogical chart which was sold by opposer and had his 
name thereon under the caption “By Charles Shepard,” the Acting Examiner of 
Interferences rightly held that such a chart obviously is not of the same descriptive 
properties as the goods to which applicant has applied his mark and the opposition 
was properly dismissed on this ground. 


In his brief regarding the sales of other articles opposer urges that the record 
shows that he had 


used his name on jewelry and bric-a-brac, which certainly constitutes goods of the same 
descriptive properties as those of applicant. . 


But the record does not say this. As a response to question 28, 


Can you produce samples of any trade-marks you have used in the part in selling, 
jewelry, bric-a-brac, antiques, etc. ? 


the answer was 


No, my sales of articles of this kind were conducted simply by the use of my own name 
and without any special labels or special trade-marks other than my own name. 


This use by opposer of his own name in selling articles, as he testifies, under his 
own name, is not considered a trade-mark use as contemplated by the Act. While it 
is not necessary that an opposer establish a use of the mark in question in a strictly 
trade-mark sense, still he must establish prior use analogous to a trade-mark use 
and the likelihood of damage to him by the registration of such mark to another. 
Central Iron Works v. Republic Steel, 26 C. C. P. A. (Patents) 1091, 102 F. 2d 
899 ; Lever Bros. v. Nobio Products, Inc., 26 C. C. P. A. (Patents) 1253, 103 F. 
2d 917. This the appellant has not done. There is nothing in the record which 
shows that appellant has used his name in business in such a way that it would in- 
dicate to purchasers the origin of the goods he sold and it therefore follows that 
opposer has established no damage based upon the likelihood of confusion in trade. 

As to the second ground, that the word “Shepherd” is of such character and 
prominence in applicant’s mark that the mark is confusingly similar to opposer’s 
surname “Shepard” and is therefore barred by the “name” clause of the statute, 
applicant’s mark does not consist 


merely in the name of an individual . . . . not written, printed, impressed, or woven in 
some particular or distinctive manner, or in association with a portrait of the individual 


so as to fall within the absolute bar of the statute. On the contrary, the word 
“shepherd” as used in applicant’s mark “Shepherd of the Sand Hills” clearly ap- 
pears to me to be used here as a common noun and the mark when viewed as a 
whole has a predominant fanciful connotation involving the ordinary meaning of the 
component words, the word “shepherd” having the common dictionary meaning of 
“sheep-herd” and the expression “sand hills” a meaning descriptive of a certain 
kind of topography. 





870 THE TRADE-MARK REPORTER 37 T.-M. Rep. 


I agree, however, with opposer, in his contention that the word “Shepherd” is a 
common surname and that if the mark “Shepherd of the Sand Hills’ is registered 
the word “Shepherd” should be disclaimed. 

I am thoroughly of the opinion that the examiner was correct in his holding that 
since applicant’s mark neither consists merely in 


nor is dominated by a word which is similar to opposer’s name, that the mark does not 
include any word whose spelling is identical with that name, that applicant’s mark viewed 
as a whole differs from the name in sound, appearance, and predominant connotation, 


the mark is not sufficiently similar to opposer’s name that damage to opposer result- 
ing from its registration could be considered likely on the basis of the “name” clause 
of the statute. 

The decision of the Acting Examiner of Interferences dismissing the opposition, 
and his adjudication that applicant is entitled to the registration of its mark, is 
affirmed, with the modification, however, that the Examiner of Trade-Marks, be- 
fore registration, shall require disclaimer of the word “Shepherd.” 


EX PARTE ROGER & GALLET 
Commissioner of Patents—November 14, 1947 


TRADE-MARKS—GoopDs OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Perfumes, toilet waters, filled powder and rouge containers, rouges, lipsticks, bath salts, 
skin and hair lotions and sachet powder held goods of the same descriptive properties as nail 
polish, nail polish remover and cuticle remover. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Mad Money” held confusingly similar to “Mad,” combined with figure of a devil, and 
to “Pin Money,” used on similar goods. 
Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Roger & Gallet. Applicant ap- 
peals from refusal of registration. Affirmed. 


Maurice Leon, New York, N. Y., for applicant. 
Murpny, A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
the mark “Mad Money” for use on goods set forth as perfumes, toilet waters, filled 
powder and rouge containers, rouges, lipsticks, bath salts, lotions for the skin and 
hair, and sachet powder. The mark is claimed to have been used since November 
29, 1945. 

The grounds of appeal as stated in the notice of appeal are that the examiner 
erred in holding that the mark applied for, “Mad Money,” was an adoption of the 
dominant feature of the registered mark “Mad” combined with the figure of a 
devil ; that the examiner erred in holding ““Mad Money” to be an adoption of the 
dominant feature of the words “Pin Money,” and in holding that “Mad Money” is 
confusingly similar to “Mad” combined with the figure of a devil and/or to “Pin 
Money.” 





37 T.-M. Rep. EX PARTE ROGER & GALLET 871 





The examiner states in his statement in answer to the appeal that the only ques- 
tion for determination is whether the cited marks and applicant’s mark are so simi- 
lar that confusion would result from concurrent use and that applicant apparently 
concedes that the goods merchandised under its mark constitute goods of the same 
lescriptive properties as goods named in the registrations. 

This would appear to be the only question since applicant has not cited any other 
in his grounds of appeal, although he does makes reference in his brief to the spe- 
cific differences between the goods. In order to dispose of any question which may 
remain as to this, however, it appears clear to me that goods comprising “perfumes, 
toilet waters, filled powder and rouge containers, rouges, lipsticks, bath salts, lo- 
tions for the skin and hair, and sachet powder” to which applicant’s mark is applied, 
and nail polish, to which the mark “Mad” combined with the figure of a devil is 
applied and nail polish remover and cuticle remover, to which “Pin Money” is ap- 
plied, all classified in the same class, Class 6, Chemicals, medicines and pharmaceuti- 
cal preparations, are undoubtedly goods of the same descriptive properties as con- 
templated by the language of the Act of February 20, 1905. 

The remaining question then is whether the mark ‘“‘Mad Money” is confusingly 
similar to either or both of the marks, “Mad” combined with the figure of a devil, 
and “Pin Money,” since this is believed clearly the reason for refusal to register as 
expressed in the examiner’s action, where he stated that “applicant’s mark is re- 
garded as confusingly similar to each . . . .”’ and in the examiner’s statement where 
it is stated: 


Registration is refused in view of the following registrations: 
145,700, Frank G. Irish (renewed to Roy B. Green), Aug. 16, 1921, 


for the mark “MAD” with a pictorial representation, applied to goods described as a “Nail 
Polish.” 


420,495, Northam Warren Corp., Apr. 16, 1946, 
for the mark “PIN MONEY” for use on goods described as “Nail Polish, Nail Polish 
Remover, and Cuticle Remover, with no implements.” 


There is believed no fair basis for a conclusion that the examiner was contem- 
plating any combination of the two marks. Considering first the registration “Mad” 
combined with the figure of a devil, the dominant part of this registered mark is 
undoubtedly the word “‘Mad.’”’ While it is conceded that there is no similarity in 
the meaning of the applicant’s mark “Mad Money” and the meaning, if there can 
be said to be one, of the mark “Mad” combined with the figure of a devil, there is 
undoubtedly similarity in appearance and sound. As the examiner held, applicant 
has appropriated the entire vocal part of the mark “Mad” with the figure of a devil, 
and if ordinary purchasers of goods of this type had heard of a nail polish bearing 
the mark “Mad” combined with the illustration of a devil, and saw a lipstick offered 
for sale under the mark “Mad Money,” I feel certain that there would be likelihood 
of confusion. 

As to the ground for refusal to register in view of the mark “Pin Money,” 
while there would appear to be less likelihood of confusion, there still is a great ele- 
ment of similarity between the two marks. They both are two word marks, each 
with a three-letter word as a first word and the identical word “money” as the sec- 
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ond word. While “Mad” and “Pin” may be prominent words in these marks, still 
the common word “Money” as used in both marks is an important word in each. 

Considering the marks in their entireties, there appears to be too great a likeli- 
hood of confusion in the concurrent use thereof, and the examiner is affirmed as to 
both grounds of refusal to register. 


EX PARTE SERVEL, INC. 
Commissioner of Patents—-November 14, 1947 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
Registration of “Servel” under the 1905 Act refused, where specimens supplied by appli- 
cant show that the mark, as actually used, consists of the words “Servel Inklings,” on a 


periodical ; and under such circumstances, held that permitting registration of “Servel” alone 
would amount to mutilation of the mark. 


Appeal from Examiner of Trade- Marks. 
Application for registration of trade-mark by Servel, Inc. Applicant appeals 
from refusal of registration. Affirmed. 


J. L. Kelly, New York, N. Y., for applicant. 
Murpny, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
to applicant, Servel, Inc., the word “Servel” as a trade-mark on periodicals and 


trade journals. 

Applicant claims use since May, 1934. 

Registration was refused on the ground that the mark sought to be registered 
is a mutilation of the mark actually used. 

The periodical in question as shown in the masthead of the issue of October 19, 
1945, on page 2, is published as “Servel Inklings ;” and, as stated there, it is “‘Pub- 
lished every other Friday by and for the employees of Servel, Inc., Evansville, Ind.” 

The examiner’s reasons for contending that the mark to be registered is a muti- 
lation of the one actually used is that the original specimens show the words “Servel 
Inklings” across the top of the publication separated by a patriotic emblem and that 
the mark as actually used therefore is “Servel Inklings” and not a part of the mark, 
the single word “‘Servel.” 

Applicant points out that the word “Servel’” in the specimens presented is printed 
in ordinary block letters while the word “Inklings” is printed in entirely different 
type. While this is true in the case of the issue of August 11, 1944, five copies of 
which were submitted as specimens, it is not true of an additional specimen sub- 
mitted on November 22, 1946. In the case of this specimen, the two words “Servel 
Inklings” are printed throughout the issue in the same type, on pages 1 and 2 in 
script and elsewhere, in block letters. 

While the use of different types of printing in the title of the publication might 
be argued to show an intent to emphasize one word more than the other, the speci- 
men originally presented appears to display the word “Inklings” even more promi- 
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nently than the word “Servel” while the later-submitted specimen of record appears 
to give equal emphasis to each word. 

Applicant relies on the decision in Standard Underground Cable Co., 27 App. 
D. C. 320, 1906 C. D. 687, and discusses in his brief the cases relied upon by the 
examiner, Quaker City Flour Mills Co. v. The Quaker Oats Co., et al., 43 App. 
D. C. 260, 1915 C. D. 113; Ex parte Daily Review Corporation, 163 Ms. D. 761, 50 
U.S. P. Q. 153, 528 O. G. 1044; Ex parte The Oil City Derrick Publishing Com- 
pany, 151 Ms. D. 10, 15 T. M. Rep. 428. 

The decisions cited and relied upon by both the applicant and the examiner have 
been considered. 

The Supreme Court, in Beckwith v. Commissioner of Patents, 252 U. S. 538, 
1920 C. D. 471, referring to Sec. 2 of the Trade-Mark Act of February 20, 1905, 
held that a part of a mark as actually used should not be required to be “erased”’ or 
“removed” in order to secure registration because 


. it could be successfully urged that the registered mark had not been used—and 
user is the foundation of registry (Sec. 2). 


In Ex parte Kingam <> Co., Inc., 28 U.S. P. Q. 32, 462 O. G. 681, the Commis- 
sioner of Patents stated: 


There is no authority for registering a part of a mark, and to permit it to be done 
would be to falsify the record and mislead the public as to the mark actually in use. 


Again, in Sears, Roebuck and Co. v. General Tire & Rubber Company, 28 U. S. 
P. Q. 137, the Commissioner refused registration of the notation “Allgrip” where 


as ’ 


the labels showed use of the notation which latter words were 


General Allgrip,’ 
“printed in the same style and size of type and displayed with equal prominence.” 
The Court of Customs and Patent Appeals, in C. B. Shane Corporation v. 


Desmond’s, 31 C. C. P. A. (Patents) 779, 139 F. 2d 502, 1944 C. D. 118 held that 


Clearly appellee may not rely upon the use of the notation “Seasonaire” standing alone 

to establish prior use of the mark applied for, viz., “Desmond’s Seasonaire.” 

Applicant argues that the Standard Underground Cable Co. case is parallel to 
the instant case and should be followed. In that case it was held that registration 
of the mark “Eclipse” should not be refused on account of omission from the draw- 
ing of additional matter shown in connection with that mark in the label. 

The instant case, however, is believed distinguishable from the decision in Stand- 
ard Underground Cable Co. as were the cases decided in Quaker City Flour Mills 
Co. v. The Quaker Oats Co., et al., supra, and Ex parte Toledo Scale Company, 63 
U. & 2, Oo oe 

In the Quaker City case the Court of Appeals distinguished the Standard Un- 
derground Cable case and stated that in the earlier decision the applicant presented 
two arbitrary features and by its analogy in discussing a possible combination of the 
word “Quaker” and a picture of a man in Quaker dress, it made clear that the two 
arbitrary features in the Standard Underground Cable case were separable and the 
applicant could declare which he believed to be his trade-mark. 
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The Commissioner, in the Toledo case, likewise distinguished the Standard Un- 
derground Cable case when he stated [63 U. S. P. Q. at page 99]: 


There the portion of applicant’s label which the court held to be registrable as a trade- 
mark was complete and separable from the remaining portions. 


And the Court further said, in the Quaker City case, 
But the difficulty here is that “the mark as claimed” has not been used, 
and 


We think that the law requires that the mark applied for must be the same as the mark 
shown to have been used, 


In another Court of Appeals decision, Hay v. Malone, 50 App. D. C. 399, 273 
F. 363, 1921 C. D. 236, the Court said: 


“There must be actual trade-mark use to entitle the owner to registration. Hence, 
appellant must stand or fall upon the actual use of the mark 
































and upheld the Commissioner of Patents in refusing registration of the words “Hay- 
Po” alone, when the use had been always in connection with another feature. 

I am in complete agreement with the Examiner of Trade-Marks that the mark 
here claimed, ‘‘Servel,” has not been used but that the use has been of the notation 
“Servel Inklings” and to permit registration of “Servel’’ alone would amount to a 
mutilation of the mark actually used. Since “user is the foundation of registry,” 
Beckwith v. The Commissioner of Patents, supra, registration was properly refused 
and the decision of the Examiner of Trade-Marks is affirmed. 


WEST DISINFECTING COMPANY v. C-Z CHEMICAL COMPANY 


Commissioner of Patents—November 17, 1947 





‘TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Each case must be decided on its own facts; and in determining questions of confusing 
similarity the marks must be considered in their entirety and may not be dissected. 
Tests of sound and appearance held of greatest importance here; and likelihood of con- 
fusion held greater when the beginnings of the two marks are identical. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“C-Z” held confusingly similar to “CN” used on similar goods. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by West Disinfecting Company against C-Z Chemical 
Company. Applicant appeals from decision sustaining opposition. Affirmed. 
Clarence A. O’Brien and Harvey B. Jacobson, both of Washington, D. C., for West 
Disinfecting Company. 
Maurice S. Cayne, Chicago, Ill., for C-Z Chemical Company. 


Murpny, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of West Disinfecting Company to the application of C-Z Chemical 
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Company for registration of the trade-mark “C-Z,” for cleaning compound for 
general use having incidental water softening properties. 

The opposition was sustained on the ground that there is sufficient resemblance 
between applicant’s mark ‘“‘C-Z” and opposer’s mark “CN” that confusion in trade 
would be likely if the two marks were concurrently used on goods of the same de- 
scriptive properties. 

Both parties have filed briefs on appeal, but only the opposer took testimony and 
appeared for oral argument. 

The sole issue raised by this appeal is whether the marks in question so resemble 
each other that concurrent use on goods of the same descriptive properties would 
be likely to cause confusion in trade. 

The applicant has stressed in its brief on appeal the difference between the two 
marks, stating that the two letters of the mark applied for, ““C-Z,” are separated by 
a hyphen, while the two letters of opposer’s mark, “CN,” are displayed in white 
overlapped letters over a black background. The applicant further argues that the 
two marks “C-Z” and “CN” are unlike in sound. 

Opposer has cited many cases in which various marks comprising many combi- 
nations of letters have been held confusingly similar. 

While the decisions reached in earlier decided cases are in many instances help- 
ful, each case must be decided on its own facts and the arguments submitted by both 
applicant and opposer have been carefully considered. 

In determining questions of confusing similarity between marks they may not 
be dissected, but must be considered in their entireties. Vick Chemical Co. v. 
Thomas Kerfoot & Co., Ltd., 23 C. C. P. A. (Patents) 752, 80 F. 2d 73 [26 T.-M. 
Rep. 29]. When this is done in the case of the two marks “C-Z” and “CN,” the 
two considerations of sound and appearance are of greatest importance. As to 
both of these aspects of the two marks, since I believe likelihood of confusion is 
greater when the beginnings of the two marks are identical, the letter “C,” com- 
mon to both marks, plays an important part in causing likelihood of confusion both 
in sound and appearance. Addressograph Co. v. Elliott Addressing Machine Co., 
20 U. S. P. Q. 230, 1934 C. D. 16. 

I cannot agree with the applicant that the two marks “CN” and “C-Z” are dis- 
tinctly unlike in sound and that there can be no confusion in their appearance. 

I agree with the Examiner of Interferences that resemblances rather than differ- 
ences predominate and that confusion in trade would be likely by the concurrent use 
of the two marks on goods of the same descriptive properties. 

The decision of the Examiner of Interferences is affirmed. 


eee 
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DIGEST OF CASES, 1947—PART II 
I. TRADE-MARKS GENERALLY. 


1. NATURE OF TRADE-MARK RIGHTs. 


In the case of a trade-mark which consists of words accompanied by other pictorial indicia 
the portion of the mark which would be likely to indicate origin would be the words used 


and that this is particularly true in these times when resort is so frequently made to radio 
advertising. 73 


The essential purpose of a trade-mark is to identify the goods on which it is used and to 
distinguish such goods from those manufactured and sold by others. 135 


Exclusive rights in trade-mark depend upon priority of use; and with fanciful mark such 
rights accrue as soon as goods bearing it are sold and no particular period of user is re- 
quired. 474 


2. Wuat May BE A TRADE-MARK. 
§ 1. Descriptive and Generic Terms. 


Parallel diagonal blue, white and red stripes forming a border for blue rectangular panel 
form is a valid trade-mark. 

Striped barber pole is not descriptive of barber shops. It is not descriptive of shaving 
cream, brushes, razors, combs and other goods and services usually found in barber shops. 135 


’ 


“NuGrape,”’ a combination of “new,” misspelled, and “Grape,” held descriptive of non- 
alcoholic beverage and syrup. 354 


Notation or term in trade-mark which is merely descriptive of the goods on which the 
trade-mark is used, cannot indicate origin. 457 


“Sani,” an abbreviation suggesting sanitary, held not descriptive of anything. 472 


“Seventeen” held fanciful or suggestive rather than descriptive of magazine catering to 
girls 13 to 18 years old. 645 


Irrespective of its character as a technical trade-mark, the word “Budweiser” since long 
prior to 1905 has been and now is the trade-mark of the plaintiff by virtue of its association 
with the plaintiff and plaintiff's predecessors, and with the products of the plaintiff, whereby 
the word “Budweiser” has become generally known throughout the United States to the 
trade and consumers as meaning the product of the plaintiff and of none other. 

The word “Budweiser” used on beer and related products is a true, arbitrary and distinc- 
tive trade-mark, and is the property of the plaintiff. 

The word “Bud” used on beer and related products is a true, arbitrary and distinctive 
trade-mark, and is the property of the plaintiff. 

The word “Budweiser” is not now and never has been used as the name of a type of beer. 

664 


3. TITLE TO A TRADE-MARK. 
§ 1. Assignment. 


Agreements between the parties held license agreements which by their terms might have 
matured into a complete transfer of the mark, but never did because petitioner never de- 
manded nor obtained assignment in accordance with provisions thereof; therefore, relation- 
ship between the parties at the time of the filing of petition for cancellation held that of 
licensor and licensee. 787 
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§ 2. Abandonment. 


Where, despite language in purported assignment of mark, “together with the good-will 


of the business . . . ,” evidence shows that no good-will was transferred nor was intended 
nor expected to be by either party to transaction, the purported assignment constituted an 
abandonment by assignor and assignee took nothing thereby. 592 


“Electrical Equipment” registered as trade-marks for magazine is not abandoned by use 
of subtitle “New Developments in Products. Parts. Material” and “Including Electronic 
Equipment.” Other magazines have sub-titles, which are also no part of titles in a trade- 
mark sense. 272 


Applicant held entitled to register mark confusingly similar to mark previously registered 
for magazine title on ex parte showing of discontinuance of publication of prior magazine 
and use of the prior mark only in the masthead of publication with which it had been merged 
for nearly ten years. 

Use of title of magazine only in masthead of publication with which it has been merged 
held not a trade-mark use and a strong indication of abandonment. 505 


4. INFRINGEMENT. 


§ 1. General. 


Reconditioning or repair may be so extensive or basic as to make it a misnomer to call 
article by its original name even though words “used” or “repaired” were added. 

Here there is more than restoration, so far as possible, of the original condition. Inferi- 
ority in reconditioned plugs, as in most second-hand articles, is expected and immaterial so 
long as the article is clearly and distinctly sold as repaired or reconditioned rather than as 
new. 

It is wholly permissible that second-hand dealer gets some advantage from trade-mark 
so long as trade-mark owner is not identified with the inferiority of the reconditioned article 
resulting from wear and tear and repair. 323 


The instant cause of action is solely for statutory trade-mark infringement, unfettered by 
any charge of unfair competition and that the mark in suit is for a design. Kind, size or shape 
of the container upon which such design is employed is immaterial. It is important that goods 
of the parties are of the same descriptive quality. 135 


Both the United States Patent Office and practically all federal courts now recognize 
that the goods of parties litigant do not have to be of the identical descriptive properties 
before a trespasser can be prevented from using a long-established and well-known trade- 
mark. This because the courts recognize that the general public must be protected from 
deception and confusion. 141 


The evidence in this case will not support a finding by the court that the acts of the 
defendant constitute an infringement of plaintiff’s trade-mark for the reason that except 
in minor instances the goods sold by the defendant have not carried the trade-mark of plaintiff 
and the circulars of the defendant distributed to the public do not indicate clearly that the 
goods sold are those which are represented to bear plaintiff's trade-mark. The cases seem 
generally to hold that the trade-mark is infringed in those cases where it is attached to the 
article sold in such a way as to indicate that the article is represented as being a product of 
the manufacturer or owner of the trade-mark. In the vast majority of cases, as shown by 
the evidence here, the individual articles sold by the defendant do not purport to carry the 
device, or a similarity thereto, protected by plaintiff’s trade-mark. 144 


§ 2. Confusing Similarity. 


“Michigan Bank Building” held confusingly similar to “Michigan Building,” both used 
on office buildings. 776 


i. 
ia 
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“Bond Jewelers” held confusingly similar to “William Bond & Son”; and defendant’s use 
of “Bond” properly enjoined. 775 


Defendant’s use of “Budweiser,” in the term of “DuBois Budweiser,” on its beer and its use 
of “Bud” in connection therewith, held without legal justification or excuse and infringements 
of plaintiff's trade-mark rights in “Budweiser” and “Bud.” 664 


“Western Columbia” held confusingly similar to “Eastern Columbia,” used as trade-name 
for similar business. 586 


“Bain de Champagne” does not infringe “Pink Champagne Cocktail.” When less than 
the whole of a plaintiff’s mark is used by a defendant, in order to sustain a charge of infringe- 
ment “it must appear that the part taken identifies the owner’s product without the rest.” 

The mere presence in the trade-mark of a descriptive word as “Champagne” has no such 
tendency. 261 

In determining the question of confusing similarity of marks we must consider the marks 
as a whole, but similar portions need not be given the same weight as dissimilar portions. 

“Gemlite” is not confusingly similar to “Jewelite.” “Gem” and “Jewel” predominate the 
marks and are substantially alike in meaning, but are unlike in sound and appearance. It is 
unlikely that the ordinary purchaser would be confused on seeing goods, hearing radio advertis- 
ing or seeing newspaper advertising. 228 


Defendants’ use of mark on dresses held not to constitute statutory infringement of plain- 
tiff’s registration under the 1905 Act covering the mark for magazines. 645 


5. Suits For INFRINGEMENT. 
§ 1. Jurisdiction. 


Suit between citizens of same state dismissed for lack of jurisdiction where plaintiff’s 
mark not registered; fact defendant had federal registration of alleged infringing mark held 
to present no “substantial federal question.” 358 


Regardless of diversity of citizenship or amount in controversy, plaintiff's 1920 Act regis- 
tration gives federal court jurisdiction of action both as to infringement and unfair com- 
petition. 856 


Allegation of infringement of registered trade-mark held not plainly unsubstantial; and 
there being diversity of citizenship, evidence held sufficient to support trial court’s finding of 
jurisdictional amount involved. 645 


§ 2. Pleading and Practice. 


Where complaint alleges trade-mark infringement and irreparable damage and prayer 
for relief seeks injunction, accounting of profits, damages, destruction of infringing labels, 
etc., held neither party is entitled to jury trial. 

The essence of complaint and remedy sought stamps this as an equitable action; prayer 
for damages is incidental to the equitable relief; demand for jury trial vacated and action 
transferred to civil non-jury calendar. 468 


Summary judgment may be awarded only if the proof is so clear and convincing that no 
material issue of fact remains in doubt. 

Plaintiff contends its cloth used in defendant’s coats, having been specially made for the 
U. S. Army, never was placed on the market under plaintiff's trade-marks, but defendant at 
this stage of the case is not required to disclose from whom it purchased the garments and 
that issue of fact must be determined at the trial. 469 


Complaint charging trade-mark infringement amended, by leave of court, at conclusion 
of trial to seek injunction on ground of unfair competition. 354 
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§ 3. Evidence. 


Confusion is inevitable. Though facts show prima facie confusion, it is not essential to 
prove actual confusion, deception, or bad faith when the use of the name is calculated to deceive 
or mislead the unwary purchaser. 150 


§ 4. Defenses. 


Though arbitrator’s award found petitioner had priority in use of trade-mark “Bub-O- 
Loon” and directed entry of injunction against respondent’s use of “Bubaloon,” equity court 
refuses to grant injunction to petitioner which used false notice of registration on its goods. 780 


§ 5. Relief. 


In cases under the 1905 Act, as in unfair competition, granting of accounting does not follow 
merely because of finding of infringement; injunction may satisfy the equities. 
Mishawaka Mfg. Co. v. Kresge, 316 U. S. 203 explained. 323 


§ 6. Review by Supreme Court. 


In trade-mark infringement case the Supreme Court allowed certiorari solely on the question 
of the measure of damages. While it did not consider validity of the mark, the fact that it 
took the case and announced rule for measurement of damages is indication that the Court 
considered the mark valid. 135 


6. INTERNATIONAL CONVENTIONS. 


London revision of the International Convention for the Protection of Industrial Property, 
Article 6-D, held not to have repealed or modified existing Federal legislation. 373 


Article 6 of the International Convention for the Protection of Industrial Property held 
inapplicable. 787 


Il. REGISTRATION OF TRADE-MARKS. 
1. EFFect OF REGISTRATION. 


Defendant does not contend that plaintiff's 1905 Act is invalid and as registration is prima 
facie evidence of ownership, plaintiff is entitled to the benefits of 1905 Act. 4] 


Registration presumptively entitles registrant to exclusive use of term registered. 70 


Expired 1889 and 1908 registrations were not renewed, but establish use by registrant’s 
successor on goods from filing date of earlier application until expiration of later registration. 78 


Registration of a trade-mark raises a strong presumption of its validity. 
Presumption of validity of mark registered under 1905 Act is rebuttable. 


Registration under 1905 Act is prima facie proof of ownership and validity of the mark 
from the date of filing application. 457 


Descriptive words “twill” and “suede,” when combined as “Twill Suede” and associated with 
corporate name, “American Woolen Co.,” held registrable, under 1920 Act, as trade-mark for 
woolen piece goods and as collective mark for coats and suits. 507 


Registration under 1905 Act creates only a rebuttable presumption of validity of the mark. 
848 


Opposer is presumed to own its mark as registered under 1905 Act. 690 
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2. APPLICATION. 
§ 1. Disclaimer. 
Descriptive word “Derma” must be disclaimed before publication of the mark. 172 


In view of the fact that the notation ‘“Feather-Light” has trade-mark significance, held that 
disclaimer of the word “Light” for registration purposes, is not of vital importance when 
considering question of its infringement by another mark. 457 


Disclaimer of “Erie” in composite mark “Bucyrus-Erie” not required because “Erie” is 
perhaps not merely geographical, though primarily so, where “Bucyrus” is presented under the 
ten-year proviso of the 1905 Act and the composite mark was registered to applicant seventeen 
years ago, and to now require disclaimer might becloud the validity of applicant’s previous 
registration. 504 


Applicant for registration, under 1905 Act, of composite mark in which the words “The 
Hotel Radio” appear underneath a picture of a globe, held entitled to disclaim the words 
“The Hotel Radio” and not required to delete these words from the drawing. 

There may be cases in which generic or descriptive wording appears so far removed 
physically from the rest of alleged composite mark as to be subject to removal rather than 
disclaimer, because in no proper sense does it form a part of the trade-mark; but as long 
as the unregistrable part of the mark is a part of the composite mark in its entirety, no dis- 
tinction can be made between unregistrable matter which is descriptive or generic, either 
under the old practice or the 1946 Act. 793 


Permission granted to new counsel, appearing in case after final rejection, to enter amend- 
ment restricting applicant’s disclaimer if it should be determined on further appeal that the 
mark is otherwise registrable. 703 


As filed, application to register “Film ’n File,” containing disclaimer of the word “Film” 
and of the word “File” presented nothing of substance for registration; the mark in its en- 
tirety had, in effect, been disclaimed. 703 


3. REGISTRABLE MARKS. 
§ 1. General. 


The chief purpose of Congress, in enacting the Trade-Mark Act of 1905, was to protect the 
public against confusion as to the origin of goods. 160 


Registration of “Servel” under the 1905 Act refused, where specimens supplied by applicant 
show that the mark, as actually used, consists of the words “Servel Inklings,” on a periodical ; 
and under such circumstances, held that permitting registration of “Servel” alone would amount 
to mutilation of the mark. 872 


Fact that applicant’s mark is used on only one of several types or grades of applicant’s 
goods does not affect its registrability, where mark serves to indicate origin. 693 


Two-tone effect of different natural colored woods in throat of tennis rackets is merely 
decorative and lacks trade-mark significance. Registration is refused. 279 


Mark identifying separable component parts of manufacturer’s product held registrable 
under 1905 Act, though the part identified is not offered separately for sale in commerce. 

Ex Parte Mishawaka Rubber & Woolen Manufacturing Company, 55 U. S. P. Q. 456; 
In re Maiden Form Brassiere Co., Inc., 45 U. S. P. Q. 339; and Ex Parte The Pepsodent Co., 
36 U. S. P. Q. 75, distinguished. 864 


The words “with Bondermetic Seal,” the word “seal” being disclaimed, appearing under- 
neath “Thermopane Patented Insulating Unit,” on glazed insulating unit, used by applicant 
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to distinguish “metal seals for multiple glass sheet, glazing units for buildings, display win- 
dows, display cases and the like,” held to meet the affixation requirements of the 1905 Act. 
In re Application of Eastman Kodak Company, 80 F. (2d) 270, distinguished. 864 


ase oe 


Applicant may characterize his own mark by the manner in which he uses it, and the sig- 
nificance of a mark in advertising is an important factor. A patentee will not be heard to say | 
that an element of his patented invention for which he claimed mechanical novelty and utility, } 
has no such virtues when presented for registration or a trade-mark. Utilitarian devices are 
non-registrable as trade-marks. 279 @ 


It is not controlling that two registrations have previously been issued to applicant of marks 
somewhat similar to the one here in question. Registration would be permissive evidence in 
applicant’s favor were there “any reasonable doubt” as to the registrability of its mark upon 
the latter application. Rule is not applicable where there is no room for doubt. 27S 


Reference in advertising and on labels to “a Koroseal Product” and “a solution of Koroseal” 
is not a trade-mark use of ‘“Koroseal.” 276 


That one or more of the reference registrations may have been improperly allowed over 
the others, does not help applicant’s case. 603 


§ 2. Descriptive and Generic Terms. 


It is now well settled that a mark is descriptive within the meaning of the Act if it describes 
the intended purpose, function, or use, of the goods to which it is applied. 

There is, however, a class of words which, though not descriptive of the article, are sug- 
te gestive of some supposed advantage to be derived from using it, or some effect produced 
by its use. These have been ordinarily, though not always, upheld as valid trade-marks. 

“Fineline” is descriptive of mechanical pencils, parts thereof, and leads therefor. 63 


In order for a mark to be merely descriptive of the character or quality of goods it is not 
ae necessary that it should be descriptive of every characteristic and quality of such goods. “Hen 
He Specs” is clearly descriptive of the form and appearance of Cridlebaugh’s article, and this cer- 
4 tainly is a characteristic. 

Even if it could be concluded that the term is misdescriptive of Cridlebaugh’s device, he 
has no right to assert exclusive monopoly upon a descriptive term which describes the goods 
of others or which might fittingly be used by others in advertising and carrying out their busi- 
ness. 70 


Display held distinctive, but distinctiveness of display adds nothing to registrability of 
descriptive terms. 702 


“Plymold” printed in capital letters, diminishing in height from each end of the word 
toward the center, so that the top arrangement forms an obtuse angle, and the bottom of 
the letters is in a straight line, and with horizontal lines extending from the legs of the middle 
letter “M,” so that the letters “Old” appear over the right extension, and the letters “Ly” 
appear over the left extension, held not distinctively displayed. 575 


When arbitrary syllable “Kon” is added to descriptive syllable “Kut,” entire mark is 
sufficiently differentiated from “Kutwell” to be entitled to registration, because of descriptive 


nature of “Kutwell,” though it has acquired secondary meaning. 578 
£ : “Bake-Rite” held merely descriptive of paper baking pans and not entitled to registration. 581 
“Spring Weight” held descriptive of cotton piece goods. 595 


“Bourbon Dew” held merely the name of applicant’s goods and not registrable under the 
1920 Act. 705 


“New Type” held descriptive of artificial teeth. 707 
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“Mecanica Popular,” Spanish equivalent of “Popular Mechanics,” held purely descriptive 
of monthly periodical devoted to technical matters and not registrable under 1905 Act. 

Rule that after a mark has once been registered, its owner is entitled to benefit of any 
reasonable doubt as to its registrability upon subsequent applications, held inapplicable be- 
cause there is no doubt here as to descriptiveness of mark. 784 


“Film ’n File” held descriptive of cards adaptable to having mounted thereon, or in apertures 
therein, film or photograph of printed or other matter, which cards are capable of recording, by 
means of punched holes or other devices, information contained in said film or photograph. 703 


Composite mark, dominated by “Naked Nylons,” the word “Nylons” being disclaimed, held 
descriptive of nylon hosiery. 

Composite mark, dominated by “Cast Alloy,” held descriptive of portable or stationary 
containers embodying refrigerating means. 702 


“NuGrape” held descriptive of carbonated grape drink and not a valid trade-mark. 848 


“New Type,” having acquired a secondary meaning, held registrable under the 1920 Act, 
since descriptiveness is no bar to registration under that Act of marks which also denote 
origin. 707 


“Quality Chekd” held unregistrable, under 1920 Act, as a collective mark, for ice cream, 
butter, milk, cream and cheese because descriptive and not subject to exclusive appropriation. 


789 
“Because you love nice things” held descriptive of clothing such as slips, gloves, hosiery, 
lingerie and underwear. 591 


The word “sheen” held merely descriptive of the character or quality of the cleaning prepara- 
tions involved. 659 


“Amour” having been held descriptive of perfume, there can be no distinction, in a trade- 
mark sense, between the French word and its English equivalent, “Love.” 602 


“Isan” and its Japanese equivalent are descriptive of preparation for stomach powder. 235 


“Lip Ade” held merely descriptive of “pastes and powders for beautifying and preserving the 


lips and skin, and lipsticks.” 695 
“Quickway” held descriptive of flavoring preparations and not sufficiently distinctive to 
indicate origin in any particular manufacturer. 698 
“Artcraft” and suffix “craft” held not descriptive within the meaning of 1905 Act. 464 


“Presentation” held suggestive, rather than descriptive of fountain pens and mechanical 
pencils. 604 


“Kutkon,” superimposed on depiction of spear, held not descriptive of cutting lubricant. 578 


§ 3. Proper Names. 


In absence of opposition, “Sard” not being an “ordinary surname and having another recog- 
nized meaning, held not merely the name of an individual and registrable under the 1905 Act, 
without being distinctively displayed. 


“Shepherd of the Sand Hills” held registrable under the 1905 Act, but disclaimer of “Shepard” 
required because it is a common surname. 867 


“Vogt,” printed in ordinary capitals, with initial “V” larger than other letters, held a sur- 
name ~ ‘th no other meaning and not distinctively displayed. 697 


§ 4. Geographical Terms. 


“La Tarragonesa” used on brandy produced in Tarragona held primarily geographical 
and not registrable. 379 
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§ 5. Confusing Similarity. 
a. General. 


Confusion in trade will not be likely to result, in a statutory sense under the 1905 Act, 


unless the goods of the parties possess the same descriptive properties, even if the marks are 
identical. 510 


Whether applicant for registration has right to use mark is not considered, 1905 Act makes 
likelihood of confusion test for registration. 65 


Any doubts on the question of confusing similarity should be resolved against the new- 


comer. 461, 599, 699 
One who really wishes to distinguish his goods from those of another has a wide field to 
select from without going into disputed territory. 65 


Composite marks must be considered as a whole; and under most circumstances confusion 
would grow out of concurrent use of similar marks on piece goods and fabric garments. 

Whether or not similarities in the beginnings of trade-marks are more important than 
similarities in their endings depends entirely upon the character of the mark. 

Specific differences of goods, even where the goods are of the same general description 
or character, should be taken into consideration in determining the question of likelihood of 
confusion. 461 


In determining question of likelihood of confusion, while it is improper to “dissect” 
marks, it is proper to analyze the opposed marks. 578 


In testing confusing similarity, the marks should be viewed as a whole and not dissected 
to determine whether they are so nearly alike in sound, appearance or significance that con- 
fusion is likely to result from their concurrent use on the goods involved. 


Holdings in other cases may be helpful in establishing general principles but each case 
must be decided on its own facts. 464 


Similarity in fanciful and arbitrary marks is more likely to cause confusion than words 
used in everyday conversation. 503 


Marks identical in comtemplation of trade-mark law may be registered to separate concerns 


where the differences in the goods are sufficient to avoid likelihood of confusion. 348 
Identical marks may not be registered for goods of the same class, regardless of con- 
fusion. 376 
Applicant’s contention that likelihood of confusion is the only acceptable test in determin- 
ing whether the goods have some descriptive properties is rejected. 376 
Inclusion of applicant’s name in mark adds nothing to registrability. 80 
Addition of infringer’s name to confusingly similar mark held not sufficient to avoid con- 
fusion. 595 
Similarity in sound alone held sufficient to cause confusion under 1905 Act. 862 
Similarity in meaning alone may result in confusion between competing marks. 80 


Two marks are confusable where the first two syllables of each are practically indis- 
tinguishable in sound and the last syllables have the same meaning. 599 


Each case must be decided on its own facts; and in determining questions of confusing 
similarity the marks must be considered in their entirety and may not be dissected. 

Tests of sound and appearance held of greatest importance here; and likelihood of con- 
fusion held greater when the beginnings of the two marks are identical. 874 





g 
H 
; 




















9 


“wt wy 


DIGEST OF CASES—PART II 23 





Sound, appearance and significance of marks must be considered in conjunction with the 
degree of discrimination used by purchasers of the specific goods on which the marks are 
used. 506 


Fact that goods are sold to discriminating class of purchasers is not controlling if the 
contested marks so nearly resemble each other as to be likely to cause confusion; in any event, 
such facts have not been proved and should not be assumed. 590 


It is not controlling that applicant sells only to a discriminating class of purchasers, who 
deal directly with applicant, if the marks are so similar as to be likely to cause confusion. 

Neither applicant’s good faith, the derivation of the prefix “Uti,” nor the common use of 
the suffix “loy,” alters the fact that, considered as a whole, the marks are confusingly similar. 596 

Under the 1905 Act, factors that would render confusion unlikely become immaterial where 
the marks are identical and the goods have the same descriptive properties; for regardless of 
confusion, identical trade-marks may not be registered for goods of the same descriptive prop- 
erties. 697 


Patent Office classification does not control in determining whether goods are of same 
descriptive properties; and it is common knowledge that dentists use numerous commodities 
that are completely unrelated. 693 


Goods need not be directly competitive in order to constitute merchandise of the same 
descriptive properties. 596 


Common occurrence of the word “Dew,” which is devoid of trade-mark significance as 
applied to whisky, in applicant’s claimed mark and nine prior registrations, held not likely to 
cause confusion. 705 


If registration in the patent office of the word “House” have been improperly allowed, 
it does not help the situation any to further confuse the purchaser by registering applicant’s 
mark containing word. 65 


Applicant cites decision involving other marks to show that instant marks are not con- 
fusingly similar, but each case must rest upon its own bottom and the facts and circumstances 
of each case must be closely scrutinized; even then it is frequently not helpful to rely upon 
certain phases of analogy between cases in deciding a trade-mark issue. 67 


Rule that validity of registered mark cannot be challenged in oppositions, on ground of 
descriptiveness or otherwise, does not justify court’s refusing to consider respective portions 
of contested marks, in determining dominant portion of each. 

Merely descriptive and disclaimed features cannot be considered dominant part of mark. 
“Lan.o.” held not descriptive and dominant feature of “Lan.O.Sheen.” 659 


Similarity of marks held immaterial where goods do not belong ot the same class of mer- 
chandise. 791 


That fresh lettuce and the food products sold under the trade-marks of Roddenbery are 
of the same descriptive properties we have no doubt, under well-settled decisions of this and 
other courts. It is generally understood that modern practices in dealing in food products 
involve the production, advertising, and selling of many different products of varied descriptions 
under a single trade-mark. This is also true of drugs and certain other articles. By reason of 
this practice, the purchasing public of these articles are probably more likely to be confused by 
virtue of the similarity of trade-marks. Lettuce is sold by the same people to the same cus- 
tomers who purchase pickles and pickle relish and peanut butter. All of the commodities are 
of vegetable origin. The seller of pickles would seem to have the right to extend its trade- 
mark, in the natural extension of its business, to green cucumbers and other articles, raised, 
marketed, advertised, and sold by the same people to the same class of customers. 73 


Since the marks of the parties are identical and the goods belong to the same class of mer- 
chandise, having broadly the same descriptive properties, held it would be immaterial under the 
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1905 Act, even if it were established, that confusion in the use of the marks on such goods would 
be unlikely. 691 













It may be that there are many articles suld in drug stores or by the manufacturers of 
pharmaceuticals, medicinals and chemicals that differ so widely in essential characteristics as 
not to be of the same descriptive properties within the meaning of the Trade-Mark Act of 
February 20, 1905, but it is the settled policy of the law to resolve doubts against the newcomer 
and bar registration under the confusion clause of the Trade-Mark Act. 160 













b. Marks. 







The following marks held confusingly similar : 
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Representation of a banner or pennant, bearing the words “Banner Nut Company,” the 
words “Nut Company” being disclaimed, held confusingly similar to pennant or banner, bear- 
ing the word “Pennant” and confusingly similar to the word “Banner” alone. 646 














“Big-Patch,” “Patch” being dominant with pictoria indicia is confusingly similar to “Cane 
Patch,” “Pickle Patch” and “Patch.” 73 







“Derma-Zema” is confusingly similar to “Zemo” and “Zemo-Salva,” “Derma” is descrip- 
tive of goods. Mark is dominated by the word “Zema” which is a prominent part of the 
“Zema-Salva” mark and is practically indistinguishable from the “Zemo” mark. 172 








ls i a epi = 
aa tnaee tno sana 









“Demon” held the dominant feature of marks comprising the notation “Demon” and “Demon 
Grip” with the letters of the second word spaced between the letters of the first and “Demon 
Grip” arranged on a representation of a coupling gripped in a demoniac hand. 348 












Mark dominated by “Drink-Up,” for soft drinks, held confusingly similar to “Seven Up,” 
though considered as a whole they neither look alike, sound alike nor have the same mean- 
ing. 

As applied to soft drinks, the word “Drink” is incapable of trade-mark significance ; opposer 
has the right to advertise “Drink Seven-Up” which, if applicant’s alleged mark were registered, 
might be regarded prima facie as an infringement. 508 
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“Feather Touch” held confusingly similar to “Ardena Feather-Light Foundation Cream,” 
considering the marks as a whole, though “Light Foundation Cream” was disclaimed “for reg- 
istration purposes only.” 457 
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“Gate House” and “Town House” the first words in each mark are descriptive and are com- 
posed of four letters, and the term “House” in each of the marks is that portion of the marks 
which is the chief factor in directing the purchasers’ attention to the origin of the goods; 
marks are therefore confusingly similar. 67 


“L’Dianelle” used on perfume held not confusingly similar to composite mark for the same 
goods, dominated by the word “Dana.” 380 


Composite mark, consisting of the word “Mountain and representation of a white moun- 
tain, clouds, trees and a lake, all inclosed in concentric circles, for candy, held confusingly 
similar to composite marks containing representations of mountains and respectively dominated 
by “Smoky Mountain,” “Orange Mountain” and “Peanut Mountain,” used on similar goods. 603 


“Ply-Beam” is confusingly similar to “Beam” written across rays emanating from the pupil 
of the human eye. 234 


“Peer-Mill,” the word “Mill” being disclaimed, held confusingly similar to “Pepperell 
Mill,” registered under the ten-year clause of 1905 Act, for some similar and some identical 
gooas. 690 


“Pig Mama,” the word “Pig” disclaimed, held confusingly similar to “Calf-Manna,” the 
word “Calf” being disclaimed, used on similar goods. 605 


“Prim” with design and disclaimed “Stops Perspiration” and “deodorant” is confusingly 
similar to “Prim”; composite mark includes as predominant element whole of petitioner’s 
mark; “Prim” is word by which each product is necessarily identified by customers. 76 


Mark consisting of descriptive word “Quickway” and the letters “PCP,” held confusingly 
similar to “M.C.P.,” used on similar goods. 698 


The words “Red Devil,” held confusingly similar to composite mark comprising the words 
“Red Devil” and picture of devil colored red. 607 


“Si.Si. . Si... ,” with or without “de Schiaparelli,” is confusingly similar to “Mais Oui” 
and to “but yes”; “si” and “oui” mean “yes” to considerable portion of American public; 
knowledge of foreign tongue is not essential to such understanding ; words are so widely popu- 


larized that they are virtually part of our language. 80 


Composite mark consisting of words “Spring Weight,” printed in two slanting lines against 
outline of a peach blossom, and the name “Browdy” in heavier letters of different style above 
the center and to the right of the design, held confusingly similar to “Springweave” used on 
piece goods and wearing apparel. 595 


Mark is necessarily dominated by the word “Southern,” for that is the only undisclaimed 
word it contains; and in the case of a trade-mark which consists of words accompanied by 
other pictorial indicia the portion of the mark which would be likely to indicate origin would 
be the words used. 

“Southern Bouquet,” “Bouquet” being disclaimed, above bouquet of flowers, above a mono- 
gram of the letters “V” and “W” and disclaimed expression “A favorite of the South” is 
confusingly similar to “Old Southern Home,” above a landscape depicting a house, driveway, 
trees and shrubs. 238 


The following marks held not confusingly similar: 
“Crown Jewel” and “Crown Adjust-Alls” 
“Kutkon” and “Kutwell” 

“Lan.O.Sheen” and “Lustersheen” 

“Sally Mason, Inc.” and “The Mason Line” 
“Spic” and “Spry” 

“Vac Draulic” and “Pneu Draulic” 
“Zindex” and “Solvex” 
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c. Goods. 





Registrant argues that there is impossibility of confusion under present trade practices, 
but there is ample opportunity for confusion; regardless of where purchase is made, it is 
inevitable that women finding self in possession of cake of petitioner’s “Prim” depilatory and 
bottle of registrant’s “Prim” deodorant might assume that both are produced by same con- 
cern. 76 








Preparation containing vitamin B complex as found concentrated in brewer’s yeast extract 
has some descriptive properties as a dentifrice and mouth wash having therapeutic value. 166 








The goods of each of the parties is used medicinally for the same purpose and each is com- 
posed essentially of aluminum hydroxide. 166 

























Machines which, by pumping action of a plunger, withdraw from a supply of noxious liquid 
a charge of said material and spray same into rodent burrows held not goods of the same 
descriptive properties as pump-rod couplings because of the nature of the substance used therein, 
the purpose for which it is employed and the careful scrutiny which would be exercised by pur- 
chasers, taken in conjunction with the differences in size, appearance and price. 348 





Paints (ready mixed or liquid, paste form and dry), paint enamels, japans and varnishes, 
including water-soluble wall paint, held not goods of the same descriptive properties as powder 
to be used as a washing preparation. 377 





Women’s fur coats, fur jackets, fur hats and fur scarfs held not goods of the same descrip- 
tive properties as overalls and union-suit working garments for boys and men. 378 


Fabric piece goods which are afterwards made up into garments held goods of the same 
descriptive properties as fabric garments. 461 


Business machines, namely, duplicating machines, both hand and motor driven, held goods 
of the same descriptive properties as a camera copying machine which makes copies of docu- 
ments. 501 


Preparation containing diphtheria and tetanus toxoids and bacterin antigen used in im- 
munization against diphtheria, tetanus and pertussis held goods of the same descriptive properties 
as preparation used in the treatment of cancer, tuberculosis, diabetes, toxic goiter and infantile 
paralysis. 503 
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Dry liquor has the same descriptive properties as whisky. 237 
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Deodorant in powder form, held goods of the same descriptive properties as talcum powder. 
700 


Perfumes, toilet waters, filled powder and rouge containers, rouges, lipsticks, bath salts, 
skin and hair lotions and sachet powder held goods of the same descriptive properties as nail 
polish, nail polish remover and cuticle remover. 870 
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Alloy steel castings and forgings held goods of the same descriptive properties as steel, alloy 
steel, and iron and steel bars and sheet bars. 596 





Bodies of intermingled metallic ribbon-like abrasive elements for hand use for cleaning and 
scouring metallic and other surfaces, held goods of the same descriptive properties as cleanser 
or cleaning, scouring, or washing powder. 607 


Cleaning powder for fabrics, painted surfaces, tile, vitreous enamel, silverware and dishes, 
held goods of the same descriptive properties as preparations for wet cleaning fabrics. 659 
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Outboard motors held goods of the same descriptive properties as internal-combustion 
engines for airplanes. 691 
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Animal fat shortening held goods of the same descriptive properties as vegetable shortening. 
783 


Apparatus for chilling and concurrently agitating and processing ice cream, sherbets, ices 
and other dairy products sold to the dairy products manufacturing industry for the manufacture 


of food products, held goods of the same descriptive properties as ice-making and refrigerating 
machines. 697 


Preparation from fresh citrus fruits for use as a substitute for lemon juice for flavoring 
beverages, held goods of the same descriptive properties as lime juice for food purposes, pectin 
for making jams and jellies, and fresh citrus fruits, and concentrates, syrups, flavors and 
emulsions for beverage purposes. 698 


Vehicle brakes and parts thereof held goods of the same descriptive properties as aircraft 
shock struts. 506 


Hog and pig feed held goods of the same descriptive properties as mixed calf food. 605 


Salted peanuts and peanut butter sandwiches, held goods of the same descriptive properties 
as prepared coconut. 696 


Dry liquor has same descriptive properties as whisky. 238 


Hand tools, including wall scrapers and putty knives, held goods of different descriptive 
properties from pot cleaners. 607 


Necklaces, bracelets and ornamental pins made of nuts, wood, corn, etc., held goods of dif- 
ferent descriptive properties from genealogical charts. 867 


Toilet soap, perfumes, colognes and dusting powder held goods of different descriptive prop- 
erties from wine. 601 


Denture acrylic material, held goods of different descriptive properties from surgical tape. 
693 


Snap switches held goods of different descriptive properties from various abrasives, polishes, 
adhesives, poultry grits, roofing granules, etc. 760 


Shoes are not of the same descriptive properties as watches. 41 


Diamonds held goods of different descriptive properties from clothing such as men’s and 
boy’s suits, trousers, coats, vests, shirts, collars, sweaters, raincoats, underwear and hats. 

Opposer failed to prove use of the mark sought to be registered on articles including cos- 
tume jewelry, cuff links and shirt studs. 509 


Hosiery held goods of different descriptive properties from monthly magazine. 510 


Cleaning compound for general use having incidental water softening properties held goods 
of different descriptive properties from medicinal preparation for external use in skin dis- 
eases. 791 


4. INTER ParTES PROCEEDINGS. 
§ 1. General. 


Application was rejected in view of the prior registration of a confusingly similar mark for 
merchandise of the same descriptive properties. Applicant petitioned to cancel prior registra- 
tion at time of instant application. An application was filed by the purported owner of the 
registration sought to be canceled, which is now in condition for allowance. The mark of 
that application, which is confusingly similar to applicant’s mark, claims a later date of first 
use. Applicant’s petition that interference be declared between applications or that registrant's 
application be withheld pending determination of cancellation, is denied. Since applicant's 
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Amendment of Notice of Opposition allowed to correct obvious error, after argument of 
appeal. 510 


In taking its testimony-in-chief opposer introduced two additional registrations, and in 
its rebuttal testimony still a third, of marks that were somewhat more similar to applicant’s 
mark; and thereafter moved to amend the notice of opposition “to conform the pleadings 
to the proof under Rule 15 (b) of the Federal Rules of Civil Procedure.” The Examiner 
of Interference desired the motion to amend, and refused to consider other marks than the 
one originally pleaded. But the taking of depositions did constitute a trial of the issues. The 
issues were tried before examiner at final hearing, at which time applicant objected to pro- 
posed amendments (as to the additional registrations) to notice of opposition and evidence 
relating thereto. Issues were therefore not tried by the consent of the parties and FRCP 
(15) b does not apply. In any event Section 6 of the 1905 Act precludes allowance of amend- 
ment setting up new grounds of opposition if filed more than thirty days after publication. 
Patent Office must abide by the statute, regardless of the “deeds or agreement” of the parties. 277 


Registrations will not be withheld after dismissal of opposition affirmed by CCPA on 
petition of present opposer who was not a party to prior opposition involving substantially the 
same marks as are now sought to be registered; opposer having failed to oppose other applica- 
tions at proper time, must await issuance of certificates and apply for their cancellation. 500 


Facts recited in opinion of court in suit by opposer against third party, but not proved in 
opposition do not constitute proof here against applicant. 510 


Specimen of applicant’s merchandise being in evidence, bearing applicant’s trade-mark and 
plainly labeled “pot cleaner,” held that judicial notice may properly be taken that pot cleaners 


and washing powders are frequently used together, at the same kitchen sink and for the same 
general purpose. 607 


The registration was issued to a third party who later changed its name and under the new 
name made a formal assignment to opposer. Facts are established by certified copies of Patent 
Office records introduced under Rule 154 (e). 


Since opposer owns the registration, its failure to prove use was irrelevant to issues of 
opposition. 238 


Applicant on moving to dismiss admits allegations of notice of opposition as to goods sold 
by opposer; but opposer does not allege use of mark on goods similar ot applicant’s. 601 


Under Rule 56 of the Rules of Civil Procedure, summary judgment dismissing opposition 
should be granted if the marks in question are non-confusable as a matter of law; for that would 
dispose of case and other facts in issue would be immaterial. 

Where marks of the parties contain obvious similarities such as “Plax-Cote” and “Plasti- 
Kote,” used on identical goods, applicant is not entitled to summary judgment. 598 


§ 3. Interference. 


Rule 36 of Federal Rules of Civil Procedure, providing for request for admissions of facts 
held inapplicable to interferences in Patent Office; there are no pleadings and priority is only 
issue to be determined. 

Trade-mark interferences are governed by Rule 50 of Patent Office Rules of Practice; and 
Rule 153 thereof makes the Rules of Civil Procedure applicable only on points to which the 
Patent Office rules do not apply. 


Facts, the admission of which was requested, held irrelevant and hence not even within the 
scope of Rule 36. 499 


§ 4. Cancellation. 
a. General. 


1905 Act (15 U. S. C. A. 93) provides administrative procedure for cancelling registrations ; 
where conflicting registrations are not involved, it is inappropriate to ask court to order Commis- 
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sioner to cancel registration without first having exhausted administrative remedy under 
statute. 359 


State court is without jurisdiction to cancel federal registration, but can pass upon validity of 
registered mark; having invited the state court adjudication cancellation petitioner is bound 
thereby and may not now relitigate the question of descriptiveness of registered mark. 372 


Petition that Patent Office, without expense to petitioner, cancel registration of “Levermatic” 
issued after articles of incorporation of Levermatic Corporation were “filed for record” but 
before they were “reached for recording,” dismissed; Patent Office authority to cancel is limited 
to statutory proceedings duly instituted for that purpose. 375 


Right to petition for cancellation is not affected by failure to oppose. 


Fact that applications of the parties were pending at the same time and that the Patent 
Office failed to declare an interference, is immaterial. 457 


As between parties to cancellation, there can be no question but that petitioner owns mark, 
for it has been continuously used by petitioner since prior to respondent’s first use; whether 
petitioner owns registration relied on by it is unimportant, and need not be decided. 76 


Registrations should not be lightly cancelled, particularly where registration is forty-seven 


years old and parties stipulate that for thirty-seven years registrant has sold trade-marked goods 
throughout the world. 


Burden of proof is on cancellation petitioner. 78 


Any substantial doubts should be resolved in favor of registrant whose mark has been regis- 
tered for long period (over 10 years), though 1905 Act permitted filing of petition to cancel 
“at any time.” 


Unless marks are obviously confusable, injury must be shown by evidence and may not be 


presumed. 602 


Estoppel may be invoked only by person prejudiced by conduct relied upon to create estoppel. 

Unless petitioner is injured by registration, its invalidity, if established, is immaterial. 

In cancellation proceeding involving a technical trade-mark, use by petitioner on or about 
time of filing petition must be established ; petitioner’s use in advertising held insufficient. 

Rejection of petitioner’s application to register mark on respondent’s registration held 
not to constitute damage to petitioner because petitioner was not entitled to register due to 
the fact that petitioner had discontinued use of the mark two years prior to filing application. 592 


Proof of actual use of petitioner’s mark was unnecessary, since the mark was registered under 
the 1905 Act and petitioner has title to the registration. 700 


Petitioner-license held estopped to challenge validity of respondent-licensor’s title and 
estopped to assert name clause of 1905 Act as bar to respondent’s registration; Assistant Com- 
missioner reversed, Examiner of Interferences affirmed, and petition for cancellation dismissed. 


787 


The fact that appellee’s mark is geographic and descriptive is not controlling herein since 
appellee’s right under the statute to apply for cancellation of appellant’s mark is not depend- 
ent upon dppellee’s exclusive ownership of a similar mark, but rather that appellee shall 
deem itself injured by the registration of appellant’s mark. 164 


Proof of use of mark in 1928 is not that use was continued until 1935. 78 


Failure to renew registration indicates suspension of use, if not abandonment, of registered 
mark. 78 


It would have been simple to prove continuous use of mark by cancellation petitioner if 
such were the fact; doubts created by own record must be resolved against petitioner. 78 
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Registration of “Plymold,” not distinctively displayed, cancelled on petition of corporation of 
same name, incorporated prior to filing of application, since registrant was not entitled to use 
of mark on date of application. 576 







b. Pleading and Practice. 








Decision dismissing cancellation petition was rendered on motion for summary judgment 
under Rule 56 of the Rules of Civil Procedure. 372 























Counterclaim, merely alleging confusing similarity of petitioner’s registered mark to previously 
registered marks of third parties, dismissed, on motion, for failure to state a cause of action. 604 


Petition for cancellation, failing to allege that the goods of petitioner and registrant, to 
which the mark is applied, have the same descriptive properties, held fatally defective and 
properly dismissed on motion. 

Petitioner’s pleading must be sufficient in itself independently to state a cause of action and 
defects therein may not be cured by reference to allegations of respondent in another case. 600 


Motion to remand and consolidate cancellation with recently filed cancellation proceeding 
against registration of respondent’s mark under 1920 Act, denied where motion was filed over 
seven months after appeal from dismissal of petition to cancel 1905 Act registration of re- 
spondent’s mark and hearing on recent petition was not due for another eleven months. 592 


Failure of respondent to object to mtroduction of, or to move to strike, testimony as to 
contents of written and recordéd assignments, held waiver of benefit of best evidence rule. 700 





In cancellation proceeding, counterclaim must be pleaded as fully as an original cause of 
action and all the facts relied upon must be alleged. 

If the goods of the parties are of different descriptive properties neither party is injured 
and neither has a valid cause of action. If a claim for relief is averted, pleading must contain 
a short and plain statement of claim showing that pleader is entitled to relief; requirement 
applies to counter-claims. 275 


Patent Office Rule 157 applies only when the parties are the same in both proceedings and 
does not authorize use by cancellation petitioner of record including the testimony and exhibits 
introduced in prior interference to which registrant was not a party. 

The use of such evidence is not in accordance with Rule 26, Federal Rules of Civil Proce- 


dure. 274 
c. 1920 Act. 












Petitioner to cancel 1920 Act registration need not prove that it is entitled to exclusive 
use of the mark on which it relies. All that is required is to show that respondent’s mark 
has not been in bona fide use for not less than one year when application for registration was 
filed and that petitioner is injured by inclusion on the register. 272 
















§ 5. Appeals. 


Court is obliged to rely upon records, and not brief, for information as to correctness of 
examiner’s statement that word has authorized usage. 63 


Appellate court has no authority to review ex parte decision of Commissioner granting 
registration where applicant has not appealed and opposer has been held not entitled to oppose 
either on own behalf or in representative capacity. 340 


Applicant took no appeal from Commissioner’s affrmance of rejection of application under 
1905 Act; thereafter applicant petitioned that application be remanded for further proceedings 
in accordance with the Trade-Mark Act of July 5, 1946. Petition is denied since application 
will no longer be pending in the Patent Office upon effective date of new trade-mark act. There 
is nothing in the Act of 1946 that would authorize or require further proceedings in respect to 
cases that shall have been finally disposed of prior to its effective date. If applicant regards 
his mark as registrable he should refile under the new act. 273 
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Though opposer is not entitled to be heard, Commissioner considers its contention that reg- 
istration should be refused ex parte on opposer’s unpleaded registrations. This question was 
not passed on by the examiner, nor were any of the opposer’s registrations cited against the 


application by the examiner. The case should be free of doubt. The decision of the examiner 
is affirmed. 277 


Section 4915 R. S. is applicable in trade-mark cases; and unsuccessful applicant for registra- 
tion may bring a suit in equity if he has not appealed to the Court of Customs and Patent 
Appeals. 351 





Commissioner of Patents is not a necessary party to 4915 suit against opposer, when opposi- 
tion has been sustained on grounds of confusing similarity to opposer’s prior registration. 
Drackett Co. v. Chamberlain, 81 F. (2d) 866; cert. den. 299 U. S. 503; distinguished. 351 


Patent Office proceedings are quasi-judicial; the clean hands doctrine applies to 4915 suits 
to review decisions of the Patent Office just as it does to ordinary equity suits; and court will 
not weigh alleged relative frauds to determine degrees of guilt of respective parties for the 


doors of court of equity are closed to one tainted with bad faith relative to matter in which 
relief is sought. 653 







5. RENEWAL. 


Applicant for renewal of registration based on foreign registration required to show that 
mark is still protected in its home country because of the limitation of term in Section 12 of 
1905 Act; and an expired registration may not be renewed. 373 









III. UNFAIR COMPETITION. 
1. GENERAL PRINCIPLES. 


It is the “unfairness” of the defendant’s conduct rather than the existence of “competition” 
between plaintiff and defendant which forms the basis for the intervention of a court of equity. 
The trade-mark not only serves to designate the source of the owner’s products, but also 
stands as a symbol of his good-will and hence is an instrument for the creation and retention 
of custom. Schechter, F. I., “The Rational Basis of Trade-Mark Protection,” 40 Harvard Law 
Review 813. ‘Where the mark is strong, i.e., unique or fanciful, the courts have been more 
prone to grant protection from use on non-competing goods. 41 


Most recent decisions hold that actual competition between litigants is not indispensable 
prerequisite to injunctive relief against unfair trade practices; cases are collected. 56 


Equity prohibits marketing of new or used article of one make under the trade-mark of an- 
other. 323 


Where general public has come to recognize trade-mark or trade-name as identifying prod- 
ucts of a certain manufacturer, use thereof by another will be restrained as unfair competi- 
tion. 362 


The common law of trade-marks is but a part of the broader law of unfair competition; 
and it is of no consequence that court below did not specifically base decree upon trade-mark 
infringement or unfair competition. 362 








Combinations of common and frequently used words may be devised which are capable of 
exclusive appropriation as trade-names. 497 


Regardless of trade-marks or patents, courts will protect rights of those who develop a 
trade or business against those who by unfair methods or sharp practices attempt to appro- 
priate the fruits of the labor and ingenuity of such developers. 

Plaintiff held entitled to an injunction and damages against former exclusive sales agent 
who copied plaintiff's device and appropriate plaintiff's customers. 767 
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Facts and circumstances of each case are all important, in matters of unfair competition; 
equity courts will protect owner of a trade-mark, trade-name, or other indicia adopted to 
give distinctive name to a business or product; competition as to prices, wares and merchan- 
dise may be unlimited but the law does not permit palming off of one man’s goods for those 
of another by imitative devices or designs of any kind, tending to mislead the public. 684 


Equitable relief is based on the existence of acquired reputation and good-will in connection 


with business recognized as a property right which will be protected against unfair methods 
of competition. 775 


Direct competition is not required as basis for relief from unfair competition; nor is it 
necessary to show bad faith, confusion or deception; it is sufficient that the name used would 
lead the public to believe defendant’s goods were in some way connected with plaintiff. 

Justice demands protection of investment of modern business in advertising and promotional 
efforts used in building good-will; failure to do so would encourage unfair competition. 263 


Infringement or unfair competition do not call for identity of goods; unfair competition 
may be found when goods, though different, are so related as to fall within the mischief 
which equity should prevent. 267 


Strict rules of early English and American cases, requiring proof of direct competition in 
identical business fields have been relaxed. Under present general rule, there can be actionable 
unfair trading although the businesses are not competitive. 


Plaintiff is not required to allege and prove actual confusion or deception, but only such 
similarity of names with other facts as to show that confusion is likely to result. 755 


There can be unfair competition although the businesses involved are not directly com- 
petitive. 


General law of New York and Missouri as to unfair competition held the same. 645 


Right to injunctive relief from unfair competition does not depend upon right to exclusive 
appropriation of mark. 856 


2. UNFAIRNESS IN COMPETITION. 


§ 1. Names. 


a. Proper Names. 


“Wilfred Lerner,” in continuous script, modeled on proprietor’s own handwriting and used 
in conjunction with the words “Home Owned,” held not confusingly similar to “Lerner 
Shops.” 452 

b. Corporate Names. 


In the instant case the trade-mark “Bulova” is not fanciful but has been in use for over 
fifty years without interruption it is sufficient to rely on the Waterman case, particular since 
Bulova is a unique family name and the defendant claims no association with anyone named 
Bulova. Watches and shoes, while non-competing, are not so remote as to foreclose the 
possibility that they come from the same source. Defendant, by using the trade-mark on 


low price shoes, stands to injure plaintiff's reputation and dilute the quality of his trade- 
mark. 41 


Although “Western-Columbia” unfairly competes with “Eastern-Columbia,” defendant is 
not enjoined from all use of “Western-Columbia”; defendant is enjoined from using “Western- 
Columbia” alone and from using it with other words unless such words clearly indicate to 
any patron that defendant is not plaintiff; scope of injunction is within court’s judicial dis- 
cretion. 46 


Likelihood of reliance upon trade-name of junior user as representing manufacture or serv- 
ice of senior, without actual reliance, is sufficient to subject one to liability for fraudulently 
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marketing goods or service as those of another, particularly where use of simulated trade- 
name is unnecessary to honest prosecution of junior’s business; proof of actual competition 
is not essential when imitator of trade-name acts fraudulently; good or bad faith of alleged 
infringer is important factor on territorial question; if he imitates other trade-mark or name 
knowingly and acts in other ways to convey impression that his business is associated with 
other, inference may reasonably be drawn that there are prospective purchasers of senior to be 
misled. 56 


Although none of the plaintiff's goods are of the same species as defendants’ insecticides, 
still the farm and garden fertilizers of the plaintiff are so related in consumers’ purchase and 
use of them that it is difficult to comprehend how the purchasing public would not be deceived 
by the use of “Ford” in block type letter by defendant where plaintiff has used “Ford” in script 
lettering for forty years, particularly since plaintiff’s fertilizer and defendants’ insecticides are 
sold from the same stores for ultimate use by consumers upon their lands. 

It is mere sham and subterfuge for defendants to contend that because the goods are not 
identical in all respects the defendants have a right to use the name “Ford” to designate their 
products. 141 


That a property right attaches to a trade-name which has been used for a number of years to 
identify and designate the business conducted, has long been the law in California. The law is 
watchful in protecting the public from the fraud or deceit resorted to by a pretender to falsely 
lead the buying public to believe that they are purchasing the goods of the merchant who, 
through a trade-name and honest effort, has established a reputation and public demand for his 
products. That the defendant was using his own name does not shield him from injunctive 
action if such use is calculated to cause confusion or to deceive. 153 


“Metropolitan Symphony Orchestra” on phonograph records unfairly competes with Metro- 
politan Opera Association. Court takes judicial notice that “Metropolitan Opera,” “Metropolitan 
Orchestra,” and “Met Orchestra” are well known and the normal ways of referring to plain- 
tiff. Claim that “Metropolitan” is descriptive, geographical or generic name is without force. 


Though it appears that dealers in opposer’s products referred to them as “3-M” goods, 
as a shortened form of opposer’s corporate name, applicant held not to have appropriated op- 


| poser’s corporate name by using composite mark dominated by “MM.” 760 
| Plaintiff's dresses bear “Joyce Hubrite”’; defendants, doing business as “Jane Joyce Co.,” 
2 also sells dresses; defendants’ sales agent and plaintiff’s sales agency are in the same build- 
ai ing, and there has been some confusion in mail deliveries as well as probably some con- 


fusion among buyers calling for exhibitions or to make purchase. 

There is no such similarity in the defendant’s corporate name as would reasonably be 
calculated to cause any confusion to anybody with whom either the plaintiff or the defendant 
does business, and certainly there is no area of contact identifiable between the labels on the 
individual garments and the partnership title as it is used by defendant on the literature or 
advertising of its retail sellers. 

No secondary meaning of “Joyce” referable to plaintiff either as a corporation or as a 
manufacturer exists. There is no unfair competition. 226 





“Lorrie,” “Bob Lorrie,” and “Bob Lorrie’s, Inc.,”” and “Bob Lorrie’s Clothes” do not com- 
pete unfairly with “Lorrys” and “Lorrys Haberdashers.” There is no evidence of competition, 
no evidence of wrongful intent nor of intention to deceive the public. There is little likelihood 
of confusion. 266 








In absence of proof of wrong-doing, defendant’s use of firm name “Shubert Jewelry Co.” 
and price tags marked “Shubert” and “guaranteed,” in connection with jewelry and money- 
lending business, held not to constitute unfair competition with plaintiff’s nearby “Shubert 
Theatre.” 

Business of plaintiff and defendant held not competitive; and court below held not plainly 
wrong in finding no likelihood of confusion. 583 
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c. Geographical Term. 


Actions have been held maintainable for misrepresentation through use of geographical 
names where, through some combination of circumstances, such name has come to mean prod- 
ucts of the soil or other natural advantages of certain localities or products of a single quality 
generally recognized as resulting from producers of a particular region using patented or other 
special processes. 

Group of manufacturers and dealers, located in California, who make or deal in hetero- 
geneous goods, in the wearing apparel field, with no definite standards of quality or grading, 
may not prevent manufacturers and dealers in New York from using “California” or “Cali- 
fornian,” in connection with their business. 

In absence of proof of secondary meaning of geographical term, plaintiff must show false 


use and individualized injury such as factual loss of customers resulting from such use to be 
entitled to relief. 558 


d. Trade-Names. 


Principle of protection of trade-marks and trade-names held identical, “but the area of pro- 
tection where the name of an establishment is concerned will be more circumscribed and 
if the establishment is not operating in the same territory no unfair competition exists.” 452 


Where plaintiff’s predecessor had priority in use of trade-name in Cleveland area, and there 
was valid transfer to plaintiff and defendants’ use of name in same kind of business and same 
business region resulted in numerous incidents of confusion, held plaintiff was entitled to 
decree enjoining defendants from using the word “Pickwick” as a trade-name. 684 


“Ronson,” used on and in connection with sweaters and sportswear, permanently restrained 
as unfair competition with “Ronson” used on cigars and cigarette lighters. 

Injunction to become effective in thirty days from date of entry to enable defendant to 
make appropriate changes. 263 


“The King’s Sea Food” held confusingly similar to “King of the Sea” and enjoined. 497 


“Jackmau of Hollywood” used by retailer of sportswear unfairly competes with “Jackman 
of Hollywood” used by a manufacturer of sportswear. Public may be reasonably confused 
into belief that the manufacturer is operating a retail store. 153 


§ 2. Confusion Between Foods. 


Defendants’ use of the mark on dresses held competitive with plaintiff’s use of the mark, 
in its incidental service aspect, in sponsoring or commercially blessing items of girls’ apparel; 
and plaintiff held entitled to relief against defendants’ unfair competition in view of defendants’ 
deliberate attempt to get a free ride on plaintiff's reputation and good-will and the confusion 
which has resulted. 645 


§ 3. Secondary Meaning. 


Where a word has acquired a secondary meaning the first appropriator cannot as a gen- 
eral rule prevent another from using such words in conjunction with other words. The first 
user is limited to a decree enjoining the second user from using the word or words in a 
descriptive way so as to pass off his goods as the goods of the complainant. 46 


Party alleging that term has acquired secondary meaning has burden of proving that it 
“has become broadly known throughout the public as denoting products of a certain origin.” 354 


Mere use of term similar to one having acquired secondary meaning does not constitute 
fraud; in such circumstances use of similar term truthfully to describe another’s product is 
not wrongful “even if its effect is to cause the public to mistake the origin or ownership of 
the product.” 354 
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Plaintiff having failed to prove secondary meaning in “NuGrape” and there having been 


no evidence of palming off, confusion or reasonable probability thereof, held not entitled to 
restrain “TruGrape.” 354 


Where infringement of a valid technical trade-mark is shown, fraudulent intent will be 
presumed; but plaintiff with alleged secondary meaning mark must show wrongful intent or 
facts from which it may be inferred. 354 


Where more than forty years’ use throughout the country has resulted in association by 
the public of a name with one concern, it will be protected on grounds of unfair competition; 
in such case it is immaterial whether the word is incapable of functioning as a valid technical 


362 
“California” and “Californian,” being geographical terms, may not be exclusively appro- 


priated as trade-marks; but such terms may acquire a secondary significance which will sup- 
port an action for unfair competition. 


The doctrine of secondary meaning is built around the presupposition that whatever is 





asserted to carry the secondary meaning has come to signify origin from a single source. 558 


Geographical names may acquire a secondary signification indicative of source. 
No additional rights to the mark were acquired by registration under 1920 Act. 
Plaintiff held to have failed to establish secondary meaning in “Sturgeon Bay.” 856 


Words incapable of registration, as arbitrary trade-marks under the 1905 Act, may be entitled 
to protection if the term has acquired a secondary meaning indicating a single source. 848 


The word “Bond,” held to have acquired a secondary meaning indicating the business and 


products of plaintiffs and their predecessors engaged in manufacturing, selling and repairing 


timepieces, silverware and jewelry in Boston under the firm name of William Bond & Son since 


1793. 775 


The word “General” held capable of acquiring secondary meaning when used as part of 


trade-name, so as to sustain injunction against its use in same capacity by later competitor in 
same territory. 755 


§. 4. Trade Secrets. 





Plaintiff held entitled to contract with employees for non-disclosure of formulae and pro- 
duction methods whether they are actually secrets or subject to being ascertained by analytical 
chemists. 

Two-year restriction against working for competitor in employee contract held reasonably 
necessary to protect employer’s business and good-will, and neither against public policy nor 
unreasonably restrictive of employee’s rights. 


In the Third Circuit, where the contract is executed, lack of mutuality does not preclude 
injunctive relief. 478 


3. Suits ror UNFAIR COMPETITION. 
§ 1. Jurisdiction. 


Although the count for trade-mark infringement cannot be sustained, the plaintiff has never- 
theless established a not “plainly unsubstantial” claim for relief under the 1905 Act. The count 
for unfair competition in the complaint is predicted essentially on the same facts upon which 
the claim of trade-mark infringement was based. This court, therefore, has jurisdiction of the 
count in unfair competition which is pendent to the claim for infringement of a federally reg- 
istered trade-mark. 

It appears that federal law governs on the question of infringement of a registered trade- 
mark. This court has jurisdiction because of the interrelationship of the issues of unfair 
competition with those raised under the Trade-Mark Act. Federal law should govern both 
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aspects of the complaint, while the local law of unfair competition is restricted to those cases 
where federal jurisdiction is sustainable only on diversity. 41 


In unfair competition suit the defense of consent and acquiescence is sufficient as pleading, 
as is the defense that the defendant received permission to use the words “Mancraft” or any 
variation thereof prior to the plaintiff’s first use of the words. Also that no one can acquire 
exclusive right to use words as trade-marks or names and that the parties do not compete with 
one another, and that there is no secondary meaning in the words. 233 


§ 2. Pleading and Practice. 


Where plaintiff has taken depositions in six cities in one section of country to establish that 
its mark has secondary meaning, it may take depositions of not more than ten to fifteen wit- 
nesses in each of four named cities in other sections of country; it may not take depositions in 
additional cities; with such limitations, defendants will not be harassed, so it is not necessary, 


at this time, for plaintiff to defray expenses of defendant’s counsel in attending hearings on 
depositions. 40 


De facto corporation held entitled to sue for unfair competition. 365 


Allegation of separate defense that defendant’s name is sufficiently different from plaintiff’s 
to avoid confusion held a conclusion not flowing from facts alleged and since they did not con- 
stitute defense, plaintiff’s motion to dismiss separate defense granted. 369 


Denials of knowledge or information as to allegations of complaint concerning plaintiff's 
business stricken as sham where officers of defendant previously had been officials of plain- 
tiff for over twenty years. 369 


Complaint alleging trade-mark infringement and unfair competition based on defendant’s 
use of similar mark, resulting in confusion of the public as to origin of defendant’s goods, held 
sufficiently broad and not dismissed on motion. 


1905 Act phrase “goods of the same descriptive properties” does not recur in Section 32 
of the new Trade-Mark Act of 1946, but whether defendant’s mark constitutes infringe- 
ment and is “likely to cause confusion or mistake or to deceive purchasers as to the source of 
origin of such goods,” within the meaning of the statute, should be determined by proof and 
not resolved as a question of law on motion to dismiss. 766 


Fraud need not be alleged where proof discloses deception of the public due to passing off 
by defendants. 856 


On stipulation of parties three similar cases consolidated for purposes of trial; one com- 
plaint dismissed because same defendants named in two cases and substantially identical relief 
demand in both. 481 


§ 3. Evidence. 


In statutory trade-mark infringement cases only likelihood of confusion need be shown. 


Plaintiff need not prove actual confusion. A different rule applies where unfair competition 
is alleged. 135 


Whether adoption by appellants of the name “Porcelene” was innocent or for the purpose 
of deceiving prospective purchasers and securing benefits from appellee’s good-will and repu- 
tation may best be determined from the fact that the name “Porcelite” was known to appellants. 


362 
Proof of actual deception or confusion of the public is not required for granting of injunc- 


tive relief; likelihood of confusion is the criterion in both trade-mark infringement and unfair 
competition cases. 362 


“First glance” confusion constitutes strong evidence of infringement, for the law of un- 
fair competition is not for the protection of experts but the general public. 362 
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Proof of actual confusion is not essential to plaintiff’s right to an injunction. It is the liability 
to deception which the remedy may be invoked to prevent. 

Evidence of likelihood of confusion shown by plaintiff’s fish buyer, baker, advertising agents 
and testimony of plaintiff's president as to inquiries from customers. 497 


Proof of actual damage is not a condition precedent to granting of injunction. It is suffi- 
cient if the injury to plaintiff's business is threatened or imminent. 497 


The court will take judicial notice that Hollywood is not a separate municipality or geo- 
graphical entity, but is merely a district within the City of Los Angeles. 15S 


Proof of actual confusion is not required, the likelihood of confusion being sufficient, but 
wherever evidence of confusion is presented, the right to injunctive relief is clear. 776 


§ 4. Defenses. 


In both trade-mark infringement and unfair competition cases, mere laches or delay in bring- 
ing suit may bar accounting for profits but will not bar injunction. 362 


Mere delay in filing suit is no defense, especially where the parties are engaged in nego- 
tiations for settlement without suit. 

Plaintiff held to have exercised reasonable diligence when defendants’ usurpation was dis- 
covered. Fact that plaintiff, independently and then through counsel, attempted with reason- 
ableness and courtesy to induce discontinuance of name and then brought suit when all efforts 
failed, held neither laches nor acquiescence. 684 


Merely because in other instances persons have committed piracy in the use of the name 
Edison, who have not been prosecuted, does not justify a conclusion that the defendant should 
be permitted to pursue the same course in view of the fact that the plaintiff has rather consist- 
ently throughout the years attempted to protect the name by appropriate court action. The 
plaintiff should in justice be permitted to select those places where it stood to suffer the greater 
damage in lieu of making a mass attack upon all offenders at an enormous expense. 144 


§ 5. Relief. 
a. Preliminary Injunction. 


Publication of facts taken from complaint, in article summarizing the complaint, held a proper 
news item; and defendant’s motion for preliminary injunction denied. 855 


Preliminary injunction granted to protect first user of word as trade-mark and dominant 
feature of corporate name against later comer attempting to enter allied field under conflicting 
corporate name and mark; in cases of infringement of arbitrary trade-mark any doubt as to 
likelihood of damage should be resolved in favor of first user. 267 


Evidence of actual confusion accepted on preliminary injunction motion includes (a) letters 
and telegrams intended for plaintiff went to defendant; defendant’s mail went to plaintiff; 
(b) orders for plaintiff’s goods filled by defendant with defendant’s goods; (c) clerks in retail 
stores confused; evidence of likelihood of confusion includes “expert opinion” of trade witnesses 


that continued use of plaintiff’s and defendant’s names on their respective goods will confuse 
trade and public. 267 


Competitor’s use of confidential information procured by ex-employee of plaintiff while so 
employed; and inducing persons to break contracts with plaintiff by means of false representa- 


tions and other illegal means, held unfair competition; and plaintiff’s motion for preliminary 
injunction granted. 851 


Defendant continuing use of infringing mark and corporate name after notice takes risk 
that his guess as to outcome of suit may be wrong; and in case of such intentional infringe- 


ment and unfair competition effect of preliminary injunction on defendant’s finances is imma- 
terial. 


267 
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On preliminary injunction motion, plaintiff need not prove it would be entitled to relief 
at all events on final hearing. 

The question in each case is whether plaintiff has made a prima facie showing that it will 
be entitled to the relief prayed on final hearing; when plaintiff has established a prima facie 
case and there is no reason why the status quo should not be maintained, the court, in its 
discretion, may issue a preliminary injunction to preserve the status quo. 

While courts act with caution in granting preliminary injunctions, the fact that third parties 
may be indirectly affected will not prevent the court from enjoining defendant’s illegal acts; and 
third parties have no right to be heard upon the propriety of an injunction restraining defend- 
ant from pursuing illegal means in inducing such third parties to break their contracts. 851 

Prima facie showing of trade-mark rights in plaintiff infringed by defendant is sufficient 


basis for issuance of preliminary injunction; pending trial, balance of equities entitles plaintiff's 
trade-mark to temporary protection. 472 


b. Injunction. 


Where unfair competition is established, any doubts as as to the adequacy of the relief are 
generally resolved against the transgressor. 323 


Absence of showing of fraud or palming off does not undermine the finding of unfair com- 


petition, but character of conduct giving rise to unfair competition is relevant to remedy which 
should be afforded. 323 


Absolute injunction against defendant’s use of plaintiff’s name or colorable imitation of it, 
such as “Yale Co-op,” held proper where the trial court found defendant’s acts confused and 
misled the public and plaintiff’s customers were located throughout the country. 365 


The court having found that plaintiff's use of the marks antedated that of defendant by 
eight days at least, plaintiff is entitled to an injunction restraining defendant’s use of the same 
marks as infringements. 

Plaintiff having conceded the innocence of defendant in its infringement, no costs or dam- 
ages will be allowed. 474 


On motion for summary judgment, defendant, selling garments made of “Forstmann” piece 
goods, enjoined from using advertisements which lead public to believe there are such things 
as “Forstmann Wool Suits” or “Forstmann Virgin Wool Melton Winter Coats’; while de- 
fendant may advertise that its coats are made of “Forstmann’s” virgin wools, the name “Forst- 


mann” should not be in type so large as to overshadow the remainder of the advertise- 
ment. 469 


Defendants will be enjoined from inducing others to terminate contracts with plaintiffs. 

Defendants will be enjoined from using the word “Pfister” as a trade-mark for hybrid seed 
corn or similar merchandise in the territory now and heretofore served by plaintiffs in the 
state of Ohio. 

Defendants enjoined from using “Pfister” and confusingly similar terms on labels, pack- 
ages, advertising, etc., and ordered to deliver up such infringing material for destruction. 481 


Decree restraining defendants from using the word “General” or any name identical with 
or similar to or in imitation thereof in their official titles and in the conduct of their loan 
business in the City of St. Louis and in the State of Missouri held proper. 755 


The test is not whether defendants benefit from plaintiff’s loss; nor is it necessary to show 
that actual loss has already occurred. If injury to plaintiff's business is threatened or im- 
minent, equity courts may intervene to prevent its occurrence. 776 


Where confusion results from defendant’s use of trade-name confusingly similar to plaintiff's 
trade-name, which has acquired secondary meaning, plaintiff is entitled to a practical injunc- 
tion; and use of a distinguishing phrase is insufficient. 
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When words have acquired secondary significance designating origin, there is little if any- 
thing left to distinguish them from arbitary trade-marks and absolute injunction is proper 
to prevent unfair competition. 586 


On plaintiff’s cross-appeal, there being no statutory infringement, the trial court held war- 
ranted in limiting the degree of injunctive relief since there was no evidence that plaintiff had 
sustained any loss directly or indirectly. 645 


Where plaintiffs make outright sale to dealers under contract containing restrictive cove- 
nant and penalty clause, court will not enforce restrictive covenant by injunction because parties 
agreed that damages were not irreparable but compensable in money and agreement did not pro- 
vide for cumulative remedies. 

Court will not enjoin sale by defendants of merchandise not plaintiffs’ to defendants’ 
customers who previously had been supplied with merchandise of plaintiffs. 481 


Plaintiff having proved qualified rights, short of secondary meaning, held entitled to injunc- 
tion, against deliberate imitators, restraining defendants’ use of “Sturgeon Bay” in large letters 
and also use of pictures of clusters of cherries such as have been used by plaintiff; and regu- 


lating size of type in which defendants may use the words “Sturgeon Bay” to designate their 
business address. 856 


§ 6. Appeals. 


Unless findings of the trial court are clearly erroneous, Circuit Court of Appeals is required 
to affirm judgment notwithstanding contrary evidence appears which trial court did not accept. 

Situation as it existed at time of suit, subsequent to plaintiff’s protests and changes in the 
name of defendant’s store, is controlling. 452 


Plaintiff failed to prove that local residents of San Jose referred to it as “Lerner’s” or that 
any substantial number of customers came from San Francisco to San Jose for the purpose of 
shopping at plaintiff’s store or to adduce adequate evidence of likelihood of confusion. 

Trial court’s findings that defendant was first in the local field of San Jose, that defendant 
took reasonable precautions to distinguish his store, that defendant’s newspaper advertising 
reflected differences in the two businesses, and that no ordinarily observant person would con- 
fuse the two stores, held supported by ample evidence and sufficiently comprehensive to en- 
compass the entire case and render immaterial findings requested by plaintiff. 452 


4. CourTs—PLEADINGS AND PRACTICE. 
§ 1. INJUNCTIONS. 


Whether permanent injunction should issue is question of law where ultimate facts are undis- 
puted and Appellate Court may determine the issue without regard to trial court’s conclusions. 


586 
§ 2. JURISDICTION. 


Foreign corporation not qualified to do business in the state, in which it has not appointed 
statutory agent to accept service of process, held not subject to suit in federal court merely 
because it does business in the state. Neirbo Co. v. Bethlehem Corp. 308 U. S. 165—distin- 
guished. 480 

§ 3. Stay of Proceedings. 


Comity does not require stay of Federal court suit because of prior state court action pend- 
ing between the parties, where the issues differ though they are largely the same; and defend- 
ant’s motion for stay denied. 851 


§ 4. Appellate Procedure. 


Points not briefed and argued in civil case, generally will be regarded as abandoned and 
requiring no consideration by federal appellate court. However, court has discretion to con- 
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sider plain errors apparent on face of record to avoid miscarriage of justice or where issue 
is one of public concern. 755 


Each party, in cases tried by the court without a jury, deemed to have moved for judgment; 


and appellate court may make new and independent findings and render final adjudication on the 
merits. 497 


Appellate court reverses judgment in instant suit declining to follow own decision in prior 
case. New trial is granted since defendant-appellee may have been misled by reliance upon 
prior decision and not have offered evidence upon specific point. 135 


§ 5. Spurious Class Suit. 


Rule 23 (a) (3) of the Rules of Civil Procedure permits joinder of membership corporation, 
composed of seventeen associations of wearing apparel manufacturers, alleged to aggregate hun- 
dreds, and seventy-five individuals, partnerships, and corporations as plaintiffs, asserting indi- 
vidual wrongs and claiming to represent all California manufacturers similarly affected, because 
of the existence of common questions of law or fact; but it does not grant authority to adjudi- 
cate finally rights of non-appearing parties, nor confer any additional substantive rights upon 
plaintiffs; thus the rights of forty-five hundred potential plaintiffs cannot be settled in this 


suit. 558 
§ 6. Suit for Declaratory Judgment 


Action is begun by filing of complaint; and defendant’s counterclaim, filed as intervenor, 
in plaintiff’s prior suit against Commissioner of Patents does not relate back to the filing of com- 
plaint in prior suit; therefore, the intervention must be considered the later action between the 
parties. 352 


Defendant having withdrawn motion to vacate service and filed answer to both causes of 
action, its motion to extend time to move or plead to second cause of action, made more than 
twenty days after service, denied without prejudice to its renewal upon showing of excusable 
neglect. 352 


Court may decline jurisdiction of suit only if it appears that same parties and issues are in- 
volved in prior suit or that in subsequent suit involving same parties and issues, the con- 
troversy can be better settled and the relief sought more expeditiously and effectively afforded 
them in the declaratory proceeding. 

In this case there is no prior action pending and plaintiff, being a New York corporation 
and defendant, an Ohio corporation, qualified to do business in New York, it cannot be con- 


tended successfully that the issues can be better settled or relief more expeditiously or effectively 
afforded elsewhere. 352 


5. Strate TRADE-MaArRK STATUTES. 


§ 1. Connecticut. 


Under Connecticut General Statutes, Supplement 1941, Section 469f, and Cumulative Supple- 
ment 1939, Section 984e, approval of and registration with Liquor Control Commission is re- 
quired of certain brands and trade-names of alcoholic liquors; Commission has duty to with- 
hold approval from brands the labels of which deceive or tend to deceive unsuspecting pur- 
chasers; approval is refused where front label on bottle describes choice product while back 
label, not ordinarily visible to prospective customer, indicates that liquor meets only bare mini- 
mum requirements of federal regulations and does not have choice characteristics. 82 


The plaintiff also claims that the statute, 469f, if it gives the defendant discretion, is uncon- 
stitutional because it sets up no effective standards to guide the administrator. In asking for 
an order requiring the commission to approve the brands, it is in the position of seeking relief 
under a statute which it claims is unconstitutional. Such a position is untenable. 82 
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§ 2. New York. 





Complaint, in suit for injunction and damages, under Section 51 of New York Civil Rights 
Law, alleging that defendant, without plaintiff’s consent, affixed plaintiff’s family name and 
crest to labels on its wine, held sufficient and defendant’s motion to dismiss denied. 861 





6. CopyRIGHT. 


§ 1. Subject Matter. 
















Book title is not covered by copyright on book. 360 


Calibrated graphic charts, based upon mathematical or scientific calculations, on which stylus 
of recording instrument traces variations of temperature and pressure, functioning as working 
mechanical elements of and essential parts of recording machines which are useless without 
them, held not copyrightable. 

Articles of commerce intended for practical use in cooperation with a machine are not copy- 
rightable. 467 





Copyrighted song, having name changed, chorus in different time added, and slight variation 
made in the accompaniment, but there being no change in the tune or lyrics, held not to con- 
stitute a “new work” within the meaning of Section 6 of the Copyright Law. 676 





Questions in each case is whether publication taken as a whole has libidinous effect. Words 
of plaintiff’s song held not inherently salacious, immoral and lewd. 485 























§ 2. Assignment. 


As against third party infringer, written assignment, executed in 1945, confirming oral 
assignment to plaintiff in 1943, held adequate to support United States copyright registration, 
secured in 1945, on basis of Trinidad copyright registration, secured in 1943. 485 


As against third party infringer, the statutory requirement of a written assignment under 
British Act held fulfilled by oral assignment subsequently confirmed by writing and such assign- 
ment operates as of date of prior oral assignment. 485 


) Copyrighted books entitled “Famous First Facts” and “More First Facts,” containing merely 
‘| barest possible statements of historical facts, which could hardly be used at all without close 
approximation of their wording, held not infringed by advertisements entitled “First Facts” 
similarly worded and containing one “first fact” admittedly obtained from copyrighted book; 
& considering comparative objects of the publications, they have nothing in common; owner 
of copyright does not “own” the facts themselves, and there has been no “unfairness.” 360 


§ 3. Renewal. 





It is settled that co-author renews copyright as constructive trustee for the other co-owner. 
676 
§ 4. Infringement. 


Co-owners of copyright, who exploited copyrighted song and each tried to exclude the 
other co-owner from the common property, held liable to account to each other for their trans- 
actions. 

Broad use by one owner through motion pictures, stage, radio, advertising, bands or orches- 
tras, can destroy value of the copyright, in effect destroying the copyright. Carter v. Bailey, 
64 Me. 458 distinguished. 676 
















af Upon the whole of the record, where plaintiff offered no proof of damages nor of defend- 
ants’ profit, in accounting proceedings before Special Master, court reduces awards to “just” 
amounts. 773 


Plaintiff who served protest within three months of notice of infringement and brought suit 
six weeks after securing United States copyright held not barred by laches. 485 
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Intent of infringer is not material. 
As the statutory minimum damages of $250 would not compensate plaintiff in view of extent 
of defendants’ profits from the infringement, accounting will be ordered. 485 


7. SHERMAN ACT. 
§ 1. Contracts in Restraint of Trade. 


Where defendant, Aqua, having factual monopoly of the making of hydraulic gasoline 
distribution systems, by contract with Flotation Company, new entrant into the field, licensed 
Flotation, under certain patents relating to the hydraulic system, within three territorial groups 
of states and agreed not to license anyone else within Group One but reserved the right to 
grant licenses in the other two groups of states and to compete with Flotation in the first 
group of states; Aqua agreeing, however, to sell its systems and patented parts at prices not less 
than 15 percent higher than the prices paid by Flotation for such systems and patented parts; 
and Aqua agreeing to share the profits equally with Flotation, on any sales made at such ad- 
vanced prices, in the first group of states; and Flotation agreed not to install any system other 
than defendant’s, nor to manufacture the patented parts, and Flotation further agreed to buy 
the patented parts at prices fixed in the contract, with graduated royalties based partly on the 
capacity of the storage tanks and partly on the territory in which they were installed; the con- 
tract held unlawful on its face, as showing that it was meant to restrict the sales of each com- 
pany to its own territory, in violation of the doctrine that competitors may not divide between 
themselves the territory within which they would otherwise compete. 569 


Ownership of patents upon some of the constituent parts by defendant, Aqua, held not to 
relieve it from violation of the Sherman Act, by restrictions in the contract which prevented it 
from making and selling the patented articles; and the power to compel Flotation to pay terri- 
torial graduated royalties, held beyond the scope of the patent monopoly because once defend- 
ant, Aqua, sold the patented parts it lost control over their disposition and over any contract by 


which their price might be fixed in an installation. 569 


Record of conviction, upon a plea of nolo contendere, for violation of the Anti-Trust Acts, 
held admissible to impeach credibility of witness. 

Where there is doubt as to competency of evidence, Rule 43 (a) admonishes courts to admit 
it rather than exclude it. 

Correspondence and documentary evidence, tending to prove that defendant, Aqua, had, 
acquiring a monopoly and throwing light upon its efforts to maintain it, held relevant and ad- 
missible. 

Deposition of defendant, Kaestner, taken on examination before trial held admissible if 
he was an officer of defendant, Aqua, when it was taken; and admissible, in any event, to con- 
tradict his testimony on the stand. 569 


§ 2. Resale Price Fixing. 


Miller-Tydings amendment to Section 1 of the Sherman Act excepts from the prohibitions 
of the statute resale price fixing agreements for a commodity sold under the producer’s trade- 
mark, brand or name, provided such commodity is in free and open competition with commodities 
of the same general class produced or distributed by others and provided agreements of that 
description are lawful as applied to intrastate transactions under the law of the state within 
which the resale is to be made. 

The Commission found that “Kodachrome Film” is not in the same general class as and is 
not in free and open competition with black and white film. 


The Miller-Tydings amendment must not be too broadly construed as to defeat its purpose. 
The purpose was to validate resale price agreements with respect to branded commodities which 
are in effective competition with similar commodities produced by others so that if the resale 
price of the branded article were not set too high, the manufacturer would lose his trade by the 
competition of other similar articles. 225 
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Court is limited to determining whether there is any evidence to support the Commission’s 
findings as to the absence of competition between “Kodachrome” and black and white film. 225 


8. Foop anp Druc Act. 


Section 301(h) of the Federal Food, Drug and Cosmetic Act of 1938, held to prohibit the 
giving of a false guaranty to one engaged wholly or partly in interstate business irrespective 


of whether that guaranty leads in any particular instance to ar. illegal shipment in interstate 
commerce. 641 


The Federal Food, Drug and Cosmetic Act rests upon the constitutional power of Congress 
to regulate interstate commerce. 

The possibility that a false guaranty may give rise to an illegal interstate shipment by a 
dealer, whose business includes making interstate sales, held strong enough to make reasonable 


the prohibition of all false guaranties to him, even though some of them may actually result only 
in intrastate distribution. 641 


Section 301(h) so construed and held constitutional. 641 


9. FEDERAL TRADE CoMMISSION ACT. 


Allegation of F. T. C. complaint reading: “Non-licensed materials include such items as 
solid brass, zinc . . .” held not limited to the items stated. 327 


For the purposes of this case, allegations as to “unlicensed” and “non-licensed” articles have 
equivalent meaning. 327 


Agreement among competitors to merchandising plan whereby prices, terms and conditions of 
sale of unlicensed materials were included with patented items held unfair method of com- 
petition under Section 5 of F. T. C. Act. 


F. T. C. has jurisdiction, though unfair practices also violate Sherman Law. 327 


Use of uniform price lists, agreed zone systems for fixed delivery prices and freight equaliza- 
tion plans constitute evidence of unlawful combination. 327 


Cease and desist order is lawful where record supports Commission findings of fact as to 
unfair methods of competition. 327 


Determination of facts is left to F. T. C. under the Act; questions as to weight of evidence 
and inferences to be drawn from facts proven are also for F. T. C. to decide. 327 


Background of concerted price fixing and elimination of competition beginning under NRA 
may be considered in determining question whether there is conspiracy to fix prices now. 327 


Subjecting unlicensed materials to price controls applied to licensed products constitutes sub- 
stantial evidence of agreement to fix price of former. 327 


Discontinuance of wrongful acts, prior to institution of proceedings by F. T. C., does not 
deprive Commission of jurisdiction nor relieve violator of liability. 327 


Mere taking of license under patent held not sufficient to sustain finding of conspiracy; 
and cease and desist order reversed where record devoid of evidence of cooperation or combina- 
tion and no evidence of sale of unpatented material at licensed price. 327 


10. Farr Trapve Act. 


Defendants’ claim that, in selling plaintiff’s perfume rebottled in small ampules, they are 
dealing in commodity different from product covered by plaintiff’s fair trade contracts, held 


lacking in substance because the original commodity has undergone no change and merely is 
sold in smaller quantities. 
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Defendants’ use, on rebottled goods, of type label approved in Prestonettes v. Coty, held 
not to remove transaction from purview of Fair Trade Act. 

Reference to plaintiff's mark and name on label of defendant Nips may not constitute 
trade-mark infringement, but Fair Trade Act draws no distinction between use of plaintiff's 
mark qua trade-mark and a collateral reference to the mark in describing the product sold. 681 


While the Fair Trade Act prevents price cutting, its primary aim is to protect good-will 
of the owner or producer from injury, when his trade-mark or name is used in the resale of 
goods originally owned or produced by him. 681 


Plaintiff held within its legal rights in fixing minimum resale price of $1.60 for quantities of 
“one dram or less” of “Shalimar” perfume; and defendant Woolworth held to have violated 
Feld-Crawford Act whenever it sold any fraction of a dram thereof for less than $1.60. 681 


Defendants, engaged in distribution, display and sale of commodity, bearing brand and 
name of producer and owner, which is being resold for less than minimum price specified in 
fair trade contracts, in violation of Feld-Crawford Act, held properly restrained by injunction. 
681 
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